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THE TRADEMARK REPORTER™ 


Part | 


THE ELEVENTH YEAR OF ADMINISTRATION OF THE 
LANHAM TRADEMARK ACT OF 1946* 


By Walter J. Derenberg** 


INTRODUCTION 


As the time of the annual meeting of the American Bar 
Association at Los Angeles approached, the question arose 
whether, after ten years of administration and interpretation of 
the Trademark Act of 1946,’ the annual progress reports submitted 
during the first ten years should be continued,’ or whether the 
major provisions and innovations of that act had now become 
sufficiently clarified so as to make the continuation of these reports 
unnecessary. It soon became apparent, however, that in the life 
of a newly enacted statute, a first decade is a span far too short to 
result in a well established and authoritative body of law. A 


review of developments since August 1957 will immediately reveal 
that, after ten years, we are only now nearing the point where 
some of the more important concepts of the Act of 1946 are, for 
the first time, finding administrative and judicial interpretation. 
It was during the period here under consideration that the federal 








* A Progress Report submitted to the Section of Patent, Trademark and Copy- 
right Law of the American Bar Association, at its Annual Convention at Los Angeles, 
California, August 24, 1958. Reprinted by special permission from the September 8, 
1958 issue of the Patent, Trademark and Copyright Weekly Reports. Copyright © 1958 
by The Bureau of National Affairs, Inc., Washington 7, D.C. 

** Member of the New York bar; member of Board of Directors of U.S.T.A. 
and Editor-in-Chief of The Trademark Reporter. 

1. 60 Stat. 427, 15 U.S.C. 22, effective July 5, 1947. 

2. The first report in this series, “The Lanham Trademark Act, Practical Effects 
and Experiences After One Year’s Administration,” submitted to the Section of Patent, 
Trademark and Copyright Law of the American Bar Association at its annual con- 
vention at Seattle, Washington, Sept. 6, 1948, was published by The Bureau of National 
Affairs, Inc. and reprinted in 38 TMR 628. Thereafter, the annual reports to the 
Section have been published as supplements (Part II) to the advance sheets of The 
United States Patents Quarterly and reprinted in The Trademark Reporter, as follows: 

“The Second Year of Administration of the Lanham Trademark Act of 1946,” 82 
USPQ No. 9 (Sept. 17, 1949), 39 TMR 651; (title abbreviated hereafter) “The 
Third Year,” 86 USPQ No. 10 (Sept. 23, 1950), 40 TMR 914; “The Fourth Year,” 90 
USPQ No. 8 (Sept. 15, 1951), 41 TMR 893; “The Fifth Year,” 94 USPQ No. 8 
(Sept. 13, 1952), 42 TMR 712; “The Sixth Year,” 98 USPQ No. 8 (Sept. 14, 1953), 
43 TMR 779; “The Seventh Year,” 102 USPQ No. 7 (August 16, 1954), 44 TMR 
991; “The Eighth Year,” 106 USPQ No. 8 (Sept. 12, 1955), 45 TMR 987; “The Ninth 
Year,” 110 USPQ No. 8 (Sept. 10, 1956), 46 TMR 1017; and “The Tenth Year,” 114 
USPQ No. 7 (August 12, 1957), 47 TMR 879. 
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courts were asked for the first time to determine the effect of 
“incontestability” under Section 15 of the Act. It was not until 
this year that the Court of Customs and Patent Appeals rendered 
its first decisions with regard to concurrent registrations under 
Section 2(d), the “use” affidavit under Section 8, the meaning of 
the term “configuration of goods,” and other novel provisions of 
the 1946 Act. Even the Commissioner of Patents, both in inter 
partes and ex parte matters, was confronted with numerous prob- 
lems which had not found even administrative determination 
during the first decade. Thus, as recently as July 1958, a decision 
was handed down for the first time determining the registrability 
of a distinctive bottle as a trademark on the Principal Register. 

In view of this continued state of flux and uncertainty, the 
assumption would seem justified that these annual reports, now 
reaching into the second decade, may remain of interest and assis- 
tance to our profession. 


PART I. INTERPRETATION OF THE LANHAM ACT 
BY THE PATENT OFFICE IN EX PARTE 
PROCEEDINGS 


I. THE PRINCIPAL REGISTER 
1. Registrability 


a. Trademarks and Trade Names 


It appears that the question of registrability of trade names, 
as distinguished from trademarks, has now become stabilized since 
only one reported decision has been found which specifically dealt 
with this problem. A composite mark which prominently disclosed 
PROCESS EQUIPMENT CO., INC. was rejected on the ground that the 
subject matter of the application was essentially a trade name. In 
affirming the rejection,* the Commissioner pointed out that the 
specimens submitted were, in fact, gummed shipping tags which 
disclosed the subject matter sought to be registered at the top in 
conjunction with the applicant’s street address in Boston. If it 
had not been for this particular mode of use, a different conclusion 
might well have been reached since the mark sought to be regis- 
tered included design and other registrable material which, as 


3. 114 USPQ 505, 48 TMR 100 (Com’r, 1957). In Ex parte Phillips Mfg. Co., 
118 USPQ 163 (Com’r, 1958), the Commissioner held that the word PHILLIPS was not 
registrable where it was used only in connection with PHILLIPS MANUFACTURING Co. and 
not as a trademark alone. 
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such, might have qualified as a trademark if it had been in fact 
so used by the applicant.* 


b. Slogans and “Combinations of Words” 


In this area, too, the practice of the Patent Office appears to 
have become adjusted to the liberal standards established by the 
Commissioner’s decision in Ex parte Robbins & Myers, Inc.,° 
where registration on the Principal Register of the slogan Movine 
AIR IS OUR BUSINESS had been permitted. It is still true, of course, 
that a slogan, in addition to being capable of distinguishing the 
applicant’s goods or services, must be actually used in a trademark 
sense. Where an applicant sought to register a composite mark to 
which the language rr’s A MEAL was added in quotation marks, it 
was held that this phrase was nothing but advertising “puffery” 
which failed to identify applicant’s services. On similar grounds, 
the same applicant’s attempt to register the language wre PROTECT 
YOUR HEALTH proved unsuccessful.’ On the other hand, the liberal 
trend started with the MovING aIR Is OUR BUSINESS case was recently 
reaffirmed by the Commissioner in Ex parte Redmond Co., Inc. 
where registration of the slogan THE BIG NAME IN SMALL MOTORS 
for electric motors was permitted on the Principal Register. The 
Commissioner found that this slogan had been widely advertised 
by the applicant and had become synonymous with applicant’s 
motors, so that it in fact identified his product. It is doubtful 
whether a slogan of this sort would have been permitted regis- 
tration under the more conservative practice which prevailed dur- 
ing the early years of administration of the Lanham Act.’ 


4. Similarly, an application to register AIR FRANCE/FRENCH AIRLINE as a service 
mark for transportation services was rejected on the ground that FRENCH AIRLINE was 
but a synonym for applicant’s name and that the specimen submitted failed to estab 
lish use of the name as a service mark, particularly the words FRENCH AIRLINE. Ex parte 
Compagnie Nationale Air France, 118 USPQ 168, 48 TMR 87 (Com’r, 1958). 

5. 104 USPQ 403, 45 TMR 477 (Com’r, 1955). Cf. “The Eighth Year,” 106 USPQ 
No. 8, 11, 45 TMR 987, 1009. 

6. Ex parte Steak N Shake, Inc., 115 USPQ 392, 48 TMR 630 (Com’r, 1957). 

7. Ex parte Steak N Shake, Inc., 115 USPQ 393, 48 TMR 632 (Com’r, 1957). 

8. 117 USPQ 484, 48 TMR 1161 (Com’r, 1958). 

9. Cf. “The Second Year,” 82 USPQ No. 9, 1, 39 TMR 651; “The Third Year,” 
86 USPQ No. 10, 2, 40 TMR 914, 915 (Patent Office rejections of the slogans 5 FULL 
GLASSES IN EVERY BOTTLE and THE FATE OF A FABRIC HANGS BY A THREAD); “The Fourth 
Year,” 90 USPQ No. 8, 3, 41 TMR 893, 895 (rejection of SLEEPING IS A SERIOUS BUSI- 
NESS); “The Fifth Year,” 94 USPQ No. 8, 9-10, 42 TMR 722-723 (rejections of 
A TRULY FINE PALE BEER, BEST IN THE LONG RUN, THE MUSIC YOU WANT WHEN YOU 
WANT IT); and “The Sixth Year,” 98 USPQ No. 8, 2-4, 43 TMR 779, 782-784 (rejection 
of IT FLOATS, 99 44/100% PURE, and THE BEST AND BIGGEST CIGAR). 
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c. Style and Model Designations 


Here again, only one Commissioner’s decision has been re- 
ported during the year, rejecting an application on the ground 
that the mark sought to be registered was an unregistrable style 
designation, rather than a trademark.”® The applicant sought to 
register the designation rron 6 for collars, which it claimed to 
have used for over fifty years. It was held that EToN was a common 
descriptive name for a type of collar and that the addition of the 
numeral “6” did not elevate ETon 6 to the stature of a trademark. 
While the Commissioner reaffirmed the now well-settled rule that 
style designations may, under proper circumstances, also function 
as trademarks, it was here decided that the use of the numeral in 
conjunction with reron fell within the category of unregistrable 
style designations. 


d. Ornamentation and Background Design 


While it has been firmly established in recent years that mere 
“dress” of merchandise or ornamental devices rarely satisfy the 
requirements for registrability even on the Supplemental Register, 
cases continue to arise in which unsuccessful applicants appealed 
to the Commissioner from final rejections based on this ground 
in the hope that the Commissioner might find elements of dis- 
tinctiveness and trademark significance in such devices. However, 
these attempts have been almost uniformly unsuccessful. Thus, 
registration of a picture of a toy duck floating on water as a trade- 
mark for a cement coating on masonry surfaces was rejected on 
the ground that it constituted merely “a portion of applicant’s 
merchandising display” and was in fact part of the display itself, 
without having trademark significance.** The Commissioner ob- 
served: 


“Such three-dimensional representations of the distinctive 
features of ‘picture trademarks’, used as point of sale atten- 
tion-getters, are not themselves trademarks.” 


Similarly, registration of a “V” shaped figure, as such, was denied 
registration as a trademark for canned vegetables, canned fruits 
and pickles, on the ground that it served only as part of the appli- 
cant’s label scheme. It appeared that the “V” shaped background 


10. Ex parte Cluett, Peabody § Co., Inc., 114 USPQ 498, 48 TMR 86 (Com’r, 1957). 
11. Ex parte Cairns, d.b.a. Rox Products Co., 114 USPQ 502, 43 TMR 89 (Com’r, 
1957). 
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was used with different color designs and different surrounding 
language, with the result that the overall impression failed to 
convey any trademark significance per se.’** The same was found 
to be true of a “Y-shaped portion” of an applicant’s hermetic 
terminals. The Commissioner here clearly pointed out that the 
fact that some purchasers would “recognize” the Y-shaped raised 
portion as applicant’s terminals was not sufficient to vest the shape 
of the design with trademark significance and that, for example, 
many automobiles could be recognized by body design and other 
designs without the latter constituting registrable trademarks.” 
In the light of the two last-mentioned decisions and the Com- 
missioner’s recognition that, for instance, certain shapes and de- 
signs of automobiles or parts thereof do not serve a trademark 
function, it would seem difficult to understand the basis for one of 
the few decisions on this point in which not only the Examiner 
of Trademarks was reversed but as to which a similar question 
had also been the subject matter of a previous decision by the 
Examiner-in-Chief, who had sustained the Trademark Division’s 
ruling of unregistrability.* In Ex parte E. D. Bullard Company,” 
there was before the Commissioner an application to register “as 
a trademark for protective or safety hats and helmets,” three 
parallel “ridges” or “beads” extending from front to back over 
the top of the crown. This device had been previously refused 
registration on the ground that it was “an integral, structural, 
functional feature of the goods themselves . . .”. Contrary to the 
earlier decision, the rather surprising conclusion was reached that 
while the three beads were admittedly “an integral part of the 
helmets,” as well as a structural feature thereof, there was nothing 
in the statute which would prevent registration of such features 
as a trademark as long as they do not also perform a utilitarian 
function. Upon finding no function of utility in the three beads, 
the Commissioner concluded that they served only a nonuseful 
purpose and that, therefore, the three-beads feature was regis- 
trable on the Principal Register under the Act of 1946. Appar- 
ently the Commissioner gave considerable weight to certain evi- 
dence from dealers and purchasers to the effect that the three 
beads identified applicant’s helmet and distinguished it from 
others ; but as Commissioner Leeds herself pointed out in numerous 


12. Ex parte Kuner-Empson Co., 114 USPQ 509, 48 TMR 104 (Com’r, 1957). 
13. Ea parte The Fusite Corp., 115 USPQ 230, 48 TMR 367 (Com’r, 1957). 

14. Ez parte E. D. Bullard Company, 97 USPQ 238, 43 TMR 775 (Com’r, 1953). 
15. 115 USPQ 11, 48 TMR 188 (Com’r, 1957). 
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other decisions such as the above-mentioned “Y-shaped” case,*® 
the fact that certain ornamental features of automobiles, machines 
or any other type of merchandise are recognized by many persons 
would hardly seem a sufficient basis for the conclusion reached in 
this case, that, as a result of such recognition, these peculiarly 
shaped features of applicant’s helmet were used in a trademark 
sense, or were any more registrable than the “Y-shaped” terminals 
or any other structural device of this type. 

In at least one recent case, both the District Court and the 
Court of Appeals have upheld the Patent Office practice of refus- 
ing registration to such ornamental or background features. In 
Marcalus Manufacturing Co. v. Watson, the unsuccessful appli- 
cant for registration of an oval of a maroon color sought to compel 
the Commissioner, in an R.S. 4915 proceeding, to register this 
device as such, although the oval was never used on packages sold 
to the public without the superimposition of one of several names. 
The Commissioner had denied registration, on the ground that the 
oval was only part of applicant’s unregistrable package design. 
The District Court, although acknowledging that a geometrical 
figure of a particular color may, in appropriate circumstances, 
serve as a trademark, agreed with the Office that, under the cir- 
cumstances of this case, the oval failed to accomplish this purpose 
and that two consumer surveys which applicant had offered in evi- 
dence for the purpose of showing distinctiveness, had little, if 
any, value. The Court of Appeals for the District of Columbia, 
in a per curiam decision, recently affirmed the lower court’s deci- 
sion.** The appellate court, while considering it to be a question 
of fact whether a given mark is a means whereby an applicant’s 
goods “may be” distinguished from the goods of others, ruled that 
a mark consisting solely of a “common basic shape, such as an 
oval” was not registrable subject matter in the absence of a strong 
showing of secondary meaning. The court did suggest that the 
presumption of unregistrability of a nondistinctive oval might be 
overcome by persuasive evidence of acquired distinctiveness. 

That mere ornamental background design is not ordinarily 
registrable subject matter was also determined in Ez parte 
Cooper, where the applicant unsuccessfully sought to register a 
cover design for books. Nor was applicant permitted to register 


16. Note 13 supra. 

17. 156 F.Supp. 161, 115 USPQ 232, 48 TMR 331 (D.C., D.C., 1957). 
18. Marcalus Mfg. Co., Inc. v. Watson, 118 USPQ 7 (C.A., D.C., 1958). 
19. 114 USPQ 466, 48 TMR 80 (Com’r, 1957). 
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the words NUTSY THE CLOWN, together with a picture of a circus 
clown, as a trademark for nuts, oil, candy, potato chips and similar 
products. The Commissioner’s initial decision,”® on which rehear- 
ing was denied,** which had held the name and picture of the 
clown to be merely “an advertising vehicle for a television pro- 
gram,” was recently affirmed by a unanimous decision by the Court 
of Customs and Patent Appeals. Said the Court: 


“The so-called mark, as used, is nothing more than an adver- 
tisement of the television and personal appearances of the 
character known as NUTSY THE CLOWN. It is true that those 
appearances are made for the purpose of advertising ap- 
pellant’s products and that the public may, in a general 
way, associate the clown with those products. But that is 
not, in itself, sufficient to show a trademark use.” * 


On similar grounds, the Patent Office tribunals would not accept 
for registration an alleged trademark which, in fact, consisted of 
the texture of a paper stock.** It was held that what was sought 
to be registered was merely the representation of the paper stock 
on which displays were printed. Likewise, registration was denied 
to an applicant who used the language, BILL BARTLE’S BOURBON 
SANDWICH, in connection with other descriptive language on glasses, 
since this language was deemed to be nothing but a part of infor- 
mative or instructional material etched on the tumbler.” 

On the other hand, in one of the few cases in which the Com- 
missioner reversed the Examiner of Trademarks in this area, doing 
so only as a result of having before her certain affidavits and ex- 
hibits not previously available before the Examiner, an applica- 
tion was filed to register the name GRANDMA MOsEs in script form 
for fabric print.” The Examiner of Trademarks had rejected the 
application on the ground that GRANDMA MOSES was merely the 
name of an artist and therefore incapable of acquiring secondary 
meaning in connection with her work or reproductions thereof. 
The Commissioner reached the conclusion that the name and pic- 
ture of GRANDMA MOSES was used on the fabric print in a trade- 





20. Ex parte Circus Foods, Inc., 110 USPQ 504, 46 TMR 1566 (Com’r, 1956). 

21. 111 USPQ 160, 47 TMR 83 (Com’r, 1956). 

22. In re Circus Foods, Inc., 252 F.2d 310, 311, 116 USPQ 587, 588, 48 TMR 767 
(C.C.P.A., 1958). Cf. also, the per curiam decision by the Court of Appeals for the 
District of Columbia in the R.S. 4915 proceeding, Circus Foods, Inc. v. Watson, 116 
USPQ 118, 48 TMR 586 (C.A., D.C., 1958). 

23. Ex parte Ingelstroem-Oberlin, Inc., 114 USPQ 467, 48 TMR 81 (Com’r, 1957). 

24. Ez parte Bartle, 115 USPQ 387, 48 TMR 391 (Com’r, 1957). 

25. Ex parte Grandma Moses Properties, Inc., 117 USPQ 366, 48 TMR 1150 
(Com’r, 1958). 
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mark sense, indicating certain adaptations and stylizations of por- 
tions of the artist’s work on fabric, with the result that the fabric 
prints, although not exact reproductions of the artist’s work, re- 
tained the “primitive flavor” thereof. 

There have also been a few decisions reaffirming the estab- 
lished rule that color alone cannot constitute a registrable trade- 
mark. Thus, the Examiner in Chief affirmed the final rejection of 
an application to register a solid green circle with a small un- 
| colored square at the center, for electric sound-recording ma- 
chines.** He held that the alleged mark was merely a picture of 
the recording disk showing its color, and was used only as an 
illustration of the disk itself. While cognizant that color may be 
registrable in connection with a particular design, the Examiner 
in Chief failed to find any design feature of this sort other than 
a configuration of applicant’s product itself; as a result, registra- 
tion of the color device on the Principal Register was refused, 
although no opinion was expressed whether the configuration in 
color might be registrable on the Supplemental Register as “con- 
figuration of goods.” It is interesting to compare this decision 
with Commissioner Leeds’s more recent ruling in Ex parte Ohio 
Knife Co.,”” where registration was sought of a green stripe cov- 
ering the surface of the back edge of a knife. The application 
had been rejected on the familiar ground that color which is not 
applied in an arbitrarily chosen design is not registrable as such 
when applied to the surface of an article. On appeal, Commis- 
sioner Leeds, while reaffirming the soundness of this basic prin- 
ciple, took the view that in certain industries color marking may 
have come to serve as an indication of origin and that the fact 
that the applicant here had painted the back edges of its knives 
green for nearly twenty-five years may justify a finding of trade- 
mark significance. The case was remanded to the Examiner of 
Trademarks for the purpose of giving the applicant an opportun- 
ity to augment the record in this respect. 
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26. Ex parte Soundscriber Corp., 115 USPQ 101, 48 TMR 232 (Com’r, 1957). 

27. 117 USPQ 449 (Com’r, 1958). It may be interesting to note that a New York 
State Court in a recent case, Robert Simmons, Inc. v. Simmons-King, Inc., et al., 10 
Mise.2d 812 (N.Y. Sup.Ct., N.Y.Co., 1958), dismissed the complaint on the ground 
that plaintiff had failed to prove any secondary meaning for the green tips which 
appeared on the handles of his paint brushes. It was held that the color of plaintiff’s 
handles, including the green tips, was “not sufficiently significant to grant plaintiff a 
color monopoly.” Defendant was not found to have been guilty of fraud or misrepre- 
sentation, a fact which the plaintiff actually admitted. The court said: “Free enterprise 
and the public interest in competition stand as a barrier to plaintiff’s claim to a color 
scheme monopoly in the SIGNET brush.” 
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During the preparation of this report, Commissioner Leeds 
held in Ex parte Haig & Haig Limited,” that the conformation 
of the well-known HAIG & HAIG PINCH BOTTLE as such may be regis- 
tered on the Principal Register. Ever since the enactment of the 
1946 Act, it had been assumed that bottles and containers were 
registrable only on the Supplemental Register as several earlier 
Commissioner’s decisions had expressly so stated.”® It had been 
suggested from time to time that distinctive bottles, upon proof 
of distinctiveness under Section 2(f), may qualify for registra- 
tion under that section although the opinion was widely held that 
under the wording of the Act, bottles, packages and containers 
were deemed to be marks solely for the purpose of the Supple- 
mental Register and could not subsequently qualify for registra- 
tion under Section 2(f). In the recent Haig & Haig decision, the 
Commissioner was guided by the fact that the prncu bottle had 
received effective judicial protection as far back as 1912 and that 
the word pincH had been separately registered by the appli- 
eant in 1955. The Commissioner, however, carefully restricted 
the scope of the decision to “the peculiar facts of this case,” re- 
lying particularly on the fact that applicant’s whiskey was called 
for by describing the conformation of the bottle, the Haig & Haig 
decision may perhaps not be looked upon as a reversal of pre- 
existing Patent Office practice but as one specific exception from 
the general rule relegating the registration of bottles, packages 
and containers to the Supplemental Register. 


e. “Merely Descriptive” Marks Under Section 2(e) 


In now examining those cases in which unsuccessful appli- 
cants appealed to the Commissioner from a final rejection based 
on a finding that the mark applied for was primarily merely 
descriptive and, therefore, unregistrable under Section 2(e) of 
the Act, we again find that in the majority of cases the refusal 
of the Examiner of Trademarks was affirmed on appeal to the 
Commissioner and the only decision, based on this ex parte 
ground, which finally came before the Court of Customs and 
Patent Appeals was likewise affirmed.*®? The term cLoTHING 


28. 118 USPQ 229, 48 TMR 1031 (Com’r, 1958). 

29. The Examiner had cited Ex parte The Boye Needle Co., 100 USPQ 124, 44 
TMR 603 (Com’r, 1953) and Ea parte Minnesota Mining §& Manufacturing Co., 92 
USPQ 74, 42 TMR 164 (Com’r, 1952). 

30. In re Cooper, 117 USPQ 396 (C.C.P.A., 1958), aff’g 110 USPQ 323, 46 TMR 
1424 (Com’r, 1956). 
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COORDINATES was found to be merely descriptive as used on 
shirts.** WARDROBE MAKER was held not registrable for women’s 
skirts, jackets and similar merchandise, on the ground that it 
was the all-inclusive name for applicant’s products (the Examiner 
of Trademarks had rejected the application on the ground that 
WARDROBE MAKER was merely the name of applicant’s business.*? 
The phrase sNor-No-mMor was held merely descriptive as applied 
to a device designed to check mouth breathing.** Also rejected 
on this ground was the phrase INGRAIN COLORED as applied to open 
mesh woven material,** the words KAsSIRI CLOTH as used on men’s 
suits,* and the alleged mark BaHiA weave for sport coats and 
suits.** The letters p.z.c. were found to be merely a well-known 
abbreviation for the name of the goods (electrical units),*’ and 
the combinations v-sECTION, V-BEAM and v-Joist for steel structural 
members were similarly refused registration as being merely 
common descriptive terms of applicant’s patented articles.** In 
Ex parte Meyer & Wenthe, Inc.,*° the word orrictaL was held un- 
registrable under Section 2(e) in connection with seals and seal 
presses. This refusal was affirmed by the Commissioner on re- 
consideration.**° The words party Quiz were considered primarily 
merely descriptive of certain phonograph records which were 
used to test people’s memories of tunes.** Similarly, three news- 
paper column names which were in fact nothing but names of 
newspaper contests were finally rejected by both Patent Office 
tribunals.*? More recently, applicants were unsuccessful in seek- 
ing registration of PUSH BUTTON REFILLS for windshield wipers ;** 
and CRUSH PROOF in conjunction with a design for corrugated 
flexible rubber hose.** NH 3 was denied registration for a fer- 
tilizer (Supplemental Register) ;*° Livestock sELF wWoRMER for a 
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preparation for exterminating worms ;** and vinca for wine (vINcA 
being the equivalent in Polish (Winca) of the word “wine’’).** Most 
recently, piston sEAL for a coating compound for engines** and the 
letters EE used in connection with electrical equipment*® were 
held to be merely descriptive. The language, THE PRESIDENT’S 
FORMULA for vitamins was held to be misdescriptive as suggesting 
in some way an association with the President of the United 
States, and therefore unregistrable under Section 2(a) of the 
Act.°° In Ea parte Allis-Chalmers Mfg. Co.,°' TwIN-WHEEL Was 
held unregistrable for the reason that it was but an apt descrip- 
tion for applicant’s product. Furthermore, the word TRANSACTOR 
was held primarily merely descriptive of applicant’s sales regis- 
tering machines in Ex parte Clary Corp.” 

Among the few cases in which the Commissioner reversed 
the Examiner of Trademarks on the issue of descriptiveness were 
these: The phrase tr’s a eiru! for whiskey had been rejected by 
the Examiner on the ground that this was nothing but a commonly 
used expression to commemorate a specific event. The Commis- 
sioner ruled that, as used by the applicant on whiskey, the phrase 
functioned as a trademark side by side with applicant’s other 
whiskeys, such as MR. BOSTON SPOT, ROCKING CHAIR, etc.°** The term 
uNIT-BILT for dentures was found registrable™* and the words, 
CHAMPIONS ON FILM, for educational films, which had been re- 
jected as merely descriptive, were accepted for registration by 
the Commissioner on the ground that the phrase was “merely 
suggestive.” Registration of acrirLan for slacks made of syn- 
thetic fibres, which had been rejected by the Examiner on the 
ground that, as used by applicant, the word was nothing but an 
identifying symbol for the applicant’s wool yarn, was permitted 
by the Commissioner on the ground that applicant used this mark 





46. Ex parte Clover Chemical Company, 117 USPQ 448 (Com’r, 1958). 
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50. Ex parte Makers of Kal, Inc., 114 USPQ 504, 48 TMR 92 (Com’r, 1957). 

51. 118 USPQ 166 (Com’r, 1958). 

52. 118 USPQ 168 (Com’r, 1958). Also rejected as descriptive terms were the 
following: GUARANTEED STARTING (Ex parte The Standard Oil Co., 118 USPQ 170 
(Com’r, 1958)) and GUARANTEED RADIATOR PROTECTION (Ex parte The Standard Owl Co., 
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cartridges filled with lubricating grease, Ex parte Great West Lubricants, Inc., 118 
USPQ 169 (Com’r, 1958). 
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in the dual function of identifying both its fabric and its finished 
products, slacks, and that, therefore, the mark was registrable 
as a trademark for slacks.** Also found registrable was the word 
LonetonG as used on barbecue tongs.’ Registration of the number 
“135” as a trademark for metal welding electrodes was allowed 
by the Commissioner on the ground that this and other numbers 
used by applicant had, in fact, trademark significance. A final 
refusal to register the words MICHIGAN ALCOHOLISM REVIEW on the 
Principal Register, based on descriptiveness, was reversed by 
the Commissioner on the ground that this title was not “merely” 
descriptive where accompanied by a seal which truthfully indi- 
cated that applicant was in some way associated with the State 
of Michigan. The title in its entirety was held registrable on the 
Principal Register without even a disclaimer of the word “re- 
view.” °° 

By far the most interesting and important decision involving 
Section 2(e) of the Act was the four-to-one decision by the Court 
of Customs and Patent Appeals in the TEENy-Bic case.® There 
the applicant sought to register the name TEENY-BIG as a trade- 
mark for books, although the specimens submitted to the Office 
indicated that the name actually was the title of one particular 
book, rather than a trademark generally used by the publisher 
for his publications. Both the Examiner and the Commissioner 
had denied registration on the well-established ground that the 
title of a book, as such is not capable of trademark registration 
any more than it is subject to copyright protection in the United 
States. As pointed out by Judge Rich, speaking for the majority 
of the Court, the principle of law under which titles of books, 
plays, motion pictures, ete. are not considered trademarks has 
been a part of our law from a very early day, so that the Court 
might have been inclined to affirm the Patent Office ruling in a 
per curiam decision if it had not been for the fact that one of 
the judges, Judge Worley, in his dissenting opinion expressed 
agreement with the applicant’s position. The majority opinion, 
in rejecting the applicant’s argument that TEENY-BIG was an ar- 
bitrarily coined “trademark” for a book, said: 

56. Ex parte Esquire Sportswear Co., 115 USPQ 359, 48 TMR 516 (Com’r, 1957). 

57. Ea parte Nixdorff-Krein Mfg. Co., 115 USPQ 362, 48 TMR 529 (Com’r, 1957). 

58. Ea parte The International Nickel Company, Inc., 115 USPQ 365, 48 TMR 
524 (Com’r, 1957). 

59. Ex parte The Michigan State Board of Alcoholism, 115 USPQ 390, 48 TMR 
628 (Com’r, 1957). 


60. In re Raymond K. Cooper, 254 F.2d 611, 117 USPQ 396 (C.C.P.A., 1958). 
61. Ex parte Cooper, 110 USPQ 323, 46 TMR 1424 (Com’r, 1956). 
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“But however arbitrary, novel or nondescriptive of contests 
the name of a book—its title—may be, it nevertheless describes 
the book. Appellant has nowhere attempted to answer the 
question, How else would you describe it—what else would 
you call it? If the name or title of a book were not available 
as a description of it, an effort to denote the book would 
sound like the playing of the game Twenty Questions.” © 


The majority also rightly observed that a book title, contrary 
to a periodical name, identifies one specific literary work, and 
is not associated in the public mind with a particular publisher, 
printer or bookseller. 

As a result of this decision, the Office’s standing practice of 
distinguishing between unregistrable book titles and registrable 
periodical names may be expected to continue; it may not be 
amiss to mention in passing that the Office has always taken a 
rather broad view in defining the term “periodical,” since such 
works as, for instance, “Who’s Who,” or the “Pollyanna” books, 
and other words published serially have always been held sus- 
ceptible of registration, even though in form and appearance 
these works may be classified as “books” rather than as “periodi- 
cals.” 


f. What Constitutes “Primarily Merely a Surname”? 


No further light has been thrown on the problem of regis- 
trability of surnames under Section 2(e) since the Commissioner’s 
decision in the Rivera case,® in which it was held that the name 
RIVERA, as used on watches, was not “primarily merely” a surname 
despite the fact that thousands of people bear that name. Indeed, 
the only recent reported decision dealing with registrability of 
a surname involved the registrability of the full name of an 
historical character, Davy Crockett.** When Walt Disney lifted 
the name of this historical character from relative obscurity into 
the popularity of a present day children’s idol, the Patent Office 
was literally swamped with applications for registration of the 
name DAVY cROcKETT for various goods, mostly children’s items, 
and as a result, the Office established a policy of refusing any new 
registrations of pavy crockett for the reason that the public 


62. 254 F.2d 611, 615, 117 USPQ 396, 400. 

63. Ez parte Rivera Watch Corp., 106 USPQ 145, 45 TMR 1123 (Com’r, 1955) ; 
ef. “The Eighth Year,” 106 USPQ No. 8, 15, 45 TMR 987, 1017. 

64. Ez parte Crockett Seafood, Inc., 114 USPQ 508, 48 TMR 97 (Com’r, 1957). 
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“would not look upon his name as serving to indicate the com- 
mercial origin of the goods.” In some of the earlier cases, the 
name and the portrait of Davy Crockett had been found to have 
been used as mere decoration or ornamentation, rather than as a 
trademark. However, when, more recently, an application was 
filed to register the name pavy crockETT for canned oysters, the 
Commissioner, in reversing the Examiner of Trademarks, held 
that, as applied to this particular merchandise, Davy CROCKETT 
did not enjoy the same popularity as it had found in connection 
with children’s items and that, consequently, the language Davy 
CROCKETT BRAND on the label for canned oysters qualified for trade- 
mark registration. Since, under the André Dallioux decision, 
DAVY CROCKETT Would not be considered primarily merely a sur- 
name, being a combination of a diminutive of a given name and 
a surname, the mark was held registrable on the Principal Regis- 
ter without reliance on Section 2(f) of the Act of 1946. 


g. Disclaimer and “Mutilation” 


In reviewing the recent Commissioner’s decisions interpreting 
Section 6 (the “disclaimer” section of the Lanham Act of 1946), 
it does not seem easy to reconcile some of these decisions. It may 
be recalled that in the Canada Dry Ginger Ale, Inc. case,®* the 
Commissioner had ruled that no disclaimer of the word CANADIAN 
was required where registration was sought of the composite 
trademark, ROYAL CANADIAN. In apparent reliance on that decision, 
an applicant for registration of the periodical title, A DOANE AG- 
RICULTURAL REPORT, refused to disclaim the last two words. The 
Commissioner, upon holding, contrary to the applicant’s allega- 
tion, that the term aGRICULTURAL REPORT, was the common descrip- 
tive name of the publication, ruled that the composite mark 
would be registrable only if these words were disclaimed in ac- 
cordance with Section 6 of the statute; no mention was made of 
the earlier CANADIAN decision.®*’ On the other hand, it was held 
in the previously mentioned MICHIGAN ALCOHOLISM REVIEW case,” 
that there was no necessity for the applicant to disclaim the 
word REVIEW since this word formed a part of applicant’s “unitary 


65. Ex parte Andre Dallioux, 83 USPQ 262, 39 TMR 965 (Com’r, 1949) ; cf. “The 
Third Year,” 86 USPQ No. 10, 3, 40 TMR 914, 917. 

66. Canada Dry Ginger Ale, Inc. v. Lipsey, 102 USPQ 447, 45 TMR 324 (Com’r, 
1954). 

67. Ex parte Doane Agricultural Service, Inc., 114 USPQ 344, 48 TMR 1532 
(Com’r, 1957). 

68. Note 59 supra. 
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title.” Could not the same rule of “unitary title” have been ap- 
plied in determining registrability of a DOANE AGRICULTURAL RE- 
PoRT ?°° 

Contrary to the periodical name cases just referred to, refer- 
ence was made by the Commissioner to the rule of the Canada 
Dry Ginger Ale, Inc.*° case in determining registrability of a 
composite word and picture trademark prominently displaying 
the name TURTLE wax for auto polish.’ The applicant had dis- 
claimed auto POLISH, but refused to disclaim the word wax. The 
issue of the registrability of the word wax here arose in an op- 
position proceeding, in which the Examiner of Interferences had 
dismissed the opposition on motion but held, at the same time, 
that TURTLE wax was unregistrable without disclaimer of the word 
wax. In sustaining the Examiner, the Commissioner distinguished 
the ROYAL CANADIAN case, on the ground that the term had a specific 
connotation and was, moreover, “a geographical term,” while 
wax was the common descriptive name of the product and could 
not be so integrated in the composite term TURTLE wax as to lose 
its generic significance. Accordingly, applicant was required to 
enter a disclaimer of the word wax despite the fact that the word, 
as used by the applicant, was rather closely intergrated with the 
remaining portions of the composite word and picture trade- 
mark.” A similarly strict test was applied in the recent case, 
Ex parte Monsanto Chemical Company.* There applicant sought 
to register its house mark MONSANTO in conjunction with an oval 
design prominently displaying the common descriptive name, 
POLYETHYLENE, in distinctive script. Applicant then submitted 
a disclaimer of any exclusive rights in that word “without re- 
linquishing its rights in said word when displayed in fanciful 
script styling in the association shown.” When this disclaimer 
was rejected, applicant subsequently simply sought to disclaim 
the word POLYETHYLENE, except in the association shown. The 
Commissioner ultimately ordered registration of the composite 
mark, provided applicant’s disclaimer was phrased so as to claim 


69. For another magazine title case, ef. HMH Publishing Co., Inc. v. Playboy 
Records, Inc., et al., 118 USPQ 144 (D.C., N.D. Ill., 1958), discussed infra, in Part III, 
under “ ‘Dilution’ of Trademarks.” 

70. Note 66 supra. 

71. Ez parte Plastone Company, Inc., 115 USPQ 238, 48 TMR 376 (Com’r, 1957). 

72. In Ex parte Knomark Mfg. Co., Inc., 118 USPQ 182 (Com’r, 1958), Mr. 
Federico held that the phrase ESQUIRE CUSTOM FINISH for shoe dressing was not regis- 
trable without a disclaimer of the words CUSTOM FINISH. 

73. 117 USPQ 445 (Com’r, 1958). 
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no exclusive rights in POLYETHYLENE, as the name of the goods 
identified herein.” 


h. Ex parte Rejection Based on Likelihood of Confusion 


In most of the cases in which the Examiner of Trademarks 
finally rejected new applications on the ground of conflict with 
a previously registered mark, his ex parte finding of likelihood 
of confusion was affirmed on appeal to the Commissioner. Thus, 
likelihood of confusion was found to exist in the following situa- 
tions: CULTURED BEMBERG for fabrics in the piece was found to 
resemble CULTURED coTTON (applicant’s argument that cuLTURED 
was merely descriptive was rejected as applied to the products 
here involved) ;* spEcTO-KLEER for a cleansing agent was rejected 
on a prior registration of sPpECTAKLEER for a similar product; 
cROWNCuP accurately displayed above a representation of a crown, 
for disposable plastic drinking cups, was found to resemble crown 
within an ellipse, previously registered for cans and plastic food 
containers; “sta-ful” for electric storage batteries, was rejected 
on the prior registration of stmuiruL for automobile storage 
batteries ;"* purmLium for a fabric coating was found likely to 
be confused with purtum for similar goods ;"* suBILEE for pasteur- 
ized process cheese was rejected on the prior registration of 
the same word for fresh eggs;’® pavENBED for convertible sofas 
was found to be likely to cause consumer confusion with the 
previously registered Dav-N-BED for the same type of sofa;*°® and 
Russo displayed on a scroll for “Mozzarella cheese, pressed into 
square shape wrapped in hermetically sealed glassine paper 
wrappers” was rejected over russo’s, previously registered for 
alimentary pastes and for Italian food specialties generally.® 
Applicant’s argument that its product had a “novel and unique 
shape” was held to be immaterial in determining registrability 
of the name. Other rejections on the same ground included: surF 
AND sHoRE for bathing suits and knitted sportswear, on the prior 


74. Ex parte Beaunit Mills, Inc., 114 USPQ 456, 48 TMR 62 (Com’r, 1957). 

75. Ex parte Danny Boy Products, Inc., 114 USPQ 499, 48 TMR 88 (Com’r, 1957). 

76. Ea parte Crown Machine and Tool Co., Inc., 114 USPQ 500, 48 TMR 88 (Com’r, 
1957). 

77. Ex parte Auto-Lite Battery Corp., 114 USPQ 500, 48 TMR 83 (Com’r, 1957). 

78. Ex parte Sisco, d.b.a. Royaleraft Products, 114 USPQ 501, 48 TMR 94 
(Com/’r, 1957). 

79. Ex parte Challenge Cream & Butter Ass’n, 114 USPQ 508, 48 TMR 95 (Com’r, 
1957). 

80. Ex parte The United States Bedding Co., 115 USPQ 389, 48 TMR 626 
(Com’r, 1957). 

81. Ex parte A. Russo & Sons, 115 USPQ 389, 48 TMR 627 (Com’r, 1957). 
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registration of sURF’N SAND;*? AMERICAN SPORTSMAN for men’s 
shirts on its similarity to sporTtsMAN previously registered by a 
British corporation for similar garments, and for the additional 
reason that purchasers’ “are apt * * * to think that applicant is 
either the American ‘arm’ or ‘counterpart’ of the British company 
or is in some way connected with it”;** EL LecHonciro for lard, 
on the previous registration of EL cocuiniro for lard; sreRRa- 
PORTEX for oropharyngeal airways was found to be too similar 
to porTEx alone for similar appliances ;*° and nicapyNne for electric 
batteries was refused on nica, previously registered for electrical 
primary and secondary cells.*® 

On the other hand, the Examiner of Trademarks was re- 
versed in the following cases where the Commissioner found no 
likelihood of confusion: tricoma for knitting machines was found 
not to be likely to cause confusion with Tricomatic for the same 
machines (“the marks create substantially different commercial 
impressions”) ;** cHaRMIES for bedroom slippers, was held regis- 
trable over cHarm for a line of apparel including men’s, women’s 
and children’s slippers (applicant had a long line of cHaRM regis- 
trations for similar goods) ;** resort for slacks was found not to 
be likely to cause confusion with REsorTER for neckties ;*’ sprRaL-x 
for girdles, etc. was permitted registration over sPIRELLA previously 
registered for corsets and girdles, etc.;°° rrreFLy for foundation 
garments was found not to be confusing with two registrations of 
FIREFLY and background design, previously registered for 
hosiery ;* and puau for electric shavers was found to be unlikely 
to cause confusion with pugEtT, previously registered for the same 
products.” 


i. Service Marks 


There have been fewer decisions dealing with registration of 
service marks during the past year than in any preceeding year 





82. Ez parte Augusta Knitting Corp., 114 USPQ 464, 48 TMR 75 (Com’r, 1957). 

83. Ez parte American Sportsman Mfg. Co., 114 USPQ 465, 48 TMR 74 (Com’r, 
1957). 

84. Ez parte Charles Miller § Co., 114 USPQ 467, 48 TMR 82 (Com’r, 1957). 

85. Ez parte Sierra Engineering Co., 117 USPQ 448 (Com’r, 1958). 

86. Ez parte Nickel Cadmium Battery Corp., 117 USPQ 451 (Com’r, 1958). 

87. Ez parte Tricoma Inc., 114 USPQ 460, 48 TMR 73 (Com’r, 1957). 

88. Ex parte Butler’s, Inc., 114 USPQ 468, 48 TMR 79 (Com’r, 1957). 

89. Ez parte Cluett, Peabody § Co., Inc., 114 USPQ 505, 48 TMR 96 (Com’r, 1957). 

90. Ez parte Even-Pul Foundations, Inc., 114 USPQ 507 (Com’r, 1957). 

91. Ez parte Poirette Corsets, Inc., 115 USPQ 356, 48 TMR 520 (Com’r, 1957). 

92. Ez parte Gebrueder Steidinger Kommanditgesellschaft, 117 USPQ 452 (Com’r, 
1958). 
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and two of the four decisions dealing with service marks again 
revolved around the requirement of rendering the service “in 
commerce.” ** Since the decision by the Court of Customs and 
Patent Appeals in the Bookbinder’s Restaurant case, it must 
now be considered settled that the nature of the applicant’s busi- 
ness will not be determinative of this question and that not even 
a showing of a direct effect upon interstate commerce will suffice 
unless the Office and the court be satisfied that the service itself 
is rendered in interstate commerce. A somewhat more liberal ap- 
proach is noticeable, despite the Bookbinder’s decision, in the 
Commissioner’s ruling in Ex parte Structo Schools Corporation,” 
in which a service connected with the designing, building and 
financing of school buildings was considered sufficiently interstate 
to qualify under the definition of service mark use in Section 45 
of the statute. In quoting from a speech by one of the leaders of 
Congress referring in a different connection to the applicant’s 
service all over the country in connection with the financing of 
school buildings, the Commissioner held applicant entitled to 
registration on the basis of its nationwide consultation and finan- 
cial services regardless of the admittedly local transaction of 
erecting school buildings.** On the other hand, a builder of homes 
in the city of New York, who used advertising media in interstate 
commerce for the purpose of securing orders, was unsuccessful 
in seeking registration of HEART’s DESIRE HOMES on the ground that 
his services were not rendered in commerce.” It was held that 
the applicant’s service of home construction was performed on a 
purely intrastate basis and that acts which were preliminary or 
postliminary to the construction of homes, even though interstate 
in character, could not be considered in determining registrability 
of applicant’s service mark. 

The only other two Commissioner’s decisions involving service 
marks both dealt with the question whether the service names 
were actually used so as to function as marks at all. In Ex parte 
Compagnie Nationale Air France,* the applicant sought registra- 








93. See Dunner, The Effect of the Lanham Act on Intrastate Activities, 40 J. Pat. 
Off. Soc. No. 6, 379 (June, 1958). 

94. In re Bookbinder’s Restaurant, Inc., 240 F.2d 365, 112 USPQ 326, 47 TMR 
521 (C.C.P.A., 1957); cf. “The Eighth Year,” 106 USPQ No. 8, 19, 45 TMR 987, 
1025; “The Tenth Year,” 114 USPQ No. 7, 7, 47 TMR 879, 894. 

95. 114 USPQ 538, 47 TMR 1559 (Com’r, 1957). 

96. Applicant was required to amend its application so as to include its designing, 
building and equipping services, as well as its financing services. 

97. Ex parte Thomas Plantone § Sons, Inc., 115 USPQ 355, 48 TMR 519 (Com’r, 
1957). 

98. 114 USPQ 499, 48 TMR 87 (Com’r, 1957). Cf. also note 4 supra. 
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tion of the name sky-RooM as a service mark for air transporta- 
tion. The application was rejected on the ground that the term 
was used merely to indicate “one of the deluxe features of one of 
applicant’s flights” and could not be considered an indication of 
origin of air transportation service. The applicant referred in 
its advertisements to YOUR PRIVATE ‘SKY-ROOM’ TO PARIS and to 
SKY-LOUNGE chairs, and similar language. Both the Examiner and 
the Commissioner refused registration on the ground that sxky- 
room failed to identify the applicant’s service; at the time of 
this writing, the case is pending on appeal before the Court of 
Customs and Patent Appeals. More recently, registration of the 
phrase, PERFUME OF THE MONTH, for a sales promotion service, 
was denied for similar reasons.*® According to the Commissioner, 
the phrase, while perhaps to some extent referring to a service 
in connection with furnishing point of sale displays to retailers, 
merely referred to one of several items actually on sale at retail, 
and therefore failed to function as an identifying mark for any 
service rendered by the applicant.’ 


j. Certification Marks 


In the single adjudication involving registrability of an al- 
leged certification mark during the year here under consideration, 
the unsuccessful applicant apparently was under the misconception 
that the name of a patented product used by licensees satisfied 
the statutory definition of a certification mark. The applicant 
sought to register the name MARSDEN as a certification mark for 
patented lock-nuts but there was neither allegation nor proof 
that the applicant was engaged in certifying either the material, 
mode of manufacture, quality, accuracy or effectiveness of the 





99. Ex parte Rosevear, 117 USPQ 453 (Com’r, 1958). 

100. In view of the position taken by the Commissioner, it apparently became 
unnecessary to pass upon the registrability of the phrase PERFUME OF THE MONTH, in the 
light of the decision by the Court of Customs and Patent Appeals, denying registration 
as a trademark for the phrase HANDKERCHIEF OF THE YEAR on the ground that such 
phrases were but a “puffing of wares” and intended to call attention to “the superiority 
of the advertised goods.” Burmel Ilandlerchief Corp. v. Cluett, Peabody §& Co., 127 
F.2d 318, 53 USPQ 369, 32 TMR 308 (C.C.P.A., 1942). 

In Ex parte Lane-Wells Company, 118 USPQ 164 (Com’r, 1958), registration of the 
term BLITz-GUN was recently denied on the ground that the term did not identify appli 
cant’s services but only a device used in rendering such services (perforating operations 
in oil wells and like boreholes). Similarly, an application to register a seal for printed 
forms, including traveler’s checks, bank drafts. cashier’s checks, etc. was denied on the 
ground that those forms were necessary adjuncts to the rendering of banking services, 
and that since applicant’s business was a banking service in which it used the printed 
forms as necessary “tools” and was not engaged in printing or selling forms as com- 
modities in trade, the decision of the Examiner was affirmed. Ez parte Bank of 
America National Trust and Savings Ass’n, 118 USPQ 165 (Com’r, 1958). 
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goods offered for sale by its licensors.’” Consequently, both the 
Examiner and the Commissioner found that the name MARSDEN 
was used merely as a name of a patented product which the ap- 
plicant and patent owner had licensed to certain other manu- 
facturers without, however, appearing in any way as a certifier 
to the ultimate purchaser of the lock-nuts. 


2. Trademark Use and Ownership 


a. Extent and Character of “Use” Requirements 
under Section 1 of the Act 


Problems continue to arise with regard to the type and extent 
of use which must be alleged and proven for the purpose of 
establishing trademark ownership under Section 1 of the Act of 
1946. Thus, it was held in United States Plywood Corporation v. 
Treib’ (an interference proceeding) that a television demon- 
stration and other methods of publicizing a new trademarked 
product did not establish priority of use unless accompanied by 
actual sale of the new product. Indeed, it was held that even the 
sending of samples of the product to the applicant’s field per- 
sonnel and to some others for testing purposes was insufficient 
evidence of trademark use. Perhaps a different result might have 
been reached if such samples had not been distributed among 
applicant’s own personnel but among third parties for testing 
purposes, as is the common practice in the pharmaceutical in- 
dustry. 

A rather unusual fact situation arose in Lieberman v. Luc- 
Ton Corporation, which involved the right of the inventor of a 
new game entitled stratecy to register that name as a trademark. 
It appeared that no one was actually manufacturing the game as 
such at the time of the filing of the application and that the ap- 
plicant had not succeeded in actually interesting a commercial 
manufacturer therein. He had advertised that he would make 


101. Ex parte Van Winkle, 117 USPQ 450 (Com’r, 1958). In Ez parte Douglas 
Fir Plywood Ass’n, 118 USPQ 162 (Com’r, 1958), registration was sought of pFrpa, for 
plywood, by a membership corporation which alleged use not by itself but only by its 
members and related companies. Applicant sought registration as a trademark but was 
denied registration by the Examiner on the ground that the mark as used appeared to 
be a certification mark, rather than a trademark. The Commissioner held that the mark 
was registrable as a collective mark rather than as a certification mark. It was found 
that subscribers to applicant’s service looked to the mark as identifying a product 
made according to the association’s standards and specifications. According to the 
Commissioner, the mark, as used, satisfied the requirements of a collective trademark 
rather than a certification mark. 

102. 114 USPQ 343, 47 TMR 1538 (Com’r, 1957). 

103. 117 USPQ 106, 48 TMR 1024 (Com’r, 1958). 
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available to interested parties the rules and description of the 
game for a $1 fee and had received a few replies to the advertise- 
ment, but on only one occasion had he submitted a “working model” 
to a game manufacturer who subsequently advised applicant that 
he was not interested in the product. Under the circumstances, 
the Commissioner held that since there was no product available 
on the market the name of the game was not registrable as it 
did not represent a commercially available product but only a 
potential one. 

In one instance, the junior party in an interference proceed- 
ing took the view that his alleged first use date in the United 
States should entitle him to registration without further proof 
against a senior applicant whose application was based solely 
on a Japanese registration antedating the junior party’s alleged 
date of first use.** In granting summary judgment in favor of 
the senior applicant, both the Examiner of Interferences and the 
Commissioner held that the applicant relying on the prior foreign 
registration should prevail, even in the absence of proof of use, 
unless the junior party would submit proof of its alleged superior 
right to register other than the mere allegation of an earlier date 
of first use in the application itself. 

It has been frequently noted in these annual reports, includ- 
ing the present one,** that the Patent Office tribunals and the 
Court of Customs and Patent Appeals apply a rather narrow 
rule of construction in determining the question under what cir- 
cumstances an applicant’s services are rendered “in commerce.” 
It now seems that even in case of applications for trademark 
registration a similarly narrow test is applied, despite the fact 
that the definition of trademark use in Section 45 of the Act does 
not expressly recite the same limitation which is applicable in the 
case of service marks. In Ex parte Commissary Corporation,” 
an application had been filed to register the mark parry IsLe for 
ice cream and related products, although the applicant itself was 
engaged only in the business of selling buildings and equipment 
to persons located all over the United States who, in turn, agreed 
that they would use said equipment in the manufacturing and 
sale of ice cream products “under control of applicant and in 


104. Photographic Importing & Distributing Corp. v. Seiko Denki Kogyo 
Kabushiki-Kaisha, d.b.a. Seiko Electric Instruments Industry Co. Ltd., 114 USPQ 510, 
48 TMR 106 (Com’r, 1957). 

105. See “Service Marks” supra. Cf. also, “The Ninth Year,” 110 USPQ No. 8, 
10, 46 TMR 1017, 1040 and note 68. 

106. 117 USPQ 407, 48 TMR 1156 (Com’r, 1958). 
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accordance with applicant’s standards and procedures.” Appli- 
cant contended—and the Commissioner agreed—that, as a result 
of such supervision and control, its licensees in various states 
came within the definition of “related companies” of Sections 5 
and 45 of the Act, so that such controlled use by several hundred 
licensees of the mark on ice cream products should inure to the 
benefit of applicant and permit registration of the mark for ice 
cream products, which, due to their very nature, were sold only 
locally by applicant’s licensees. The Examiner of Trademarks 
and the Commisioner on appeal held, however, that applicant was 
not entitled to register parry ISLE for ice cream because this 
product was not sold or transported in interstate commerce but 
sold locally at the various controlled retail establishments. In 
this writer’s opinion, the application of so narrow a test would 
seem to be even more questionable in the case of trademarks 
used by related companies than it has been suggested herein to 
have been in the case of service marks.’ If it be true that the 
ice cream sold under this trademark all over the United States 
represents a more or less uniform product referring to applicant- 
licensor as the ultimate guarantor and owner of the mark, then 
it would certainly not seem far-fetched to take the position that 
the applicant’s activities and operations are of an interstate 
character even as far as ice cream products are concerned. 

Most recently, the Commissioner held that the mark CLOVER 
FARM STORES Within a design was registrable for fire and property 
insurance services, even though the applicant itself was not in 
the business of rendering such services and, indeed, was not au- 
thorized to do so under its charter or under state law. However, 
applicant had worked out a plan of insurance with an underwriting 
concern which functioned as applicant’s related company with 
regard to rendering such insurance services. It appeared that 
three stockholders of applicant constituted three of seven directors 
of the underwriting concern and that the fire insurance services 
were carefully supervised by applicant.’ 


b. Registration in the Name of a U.S. Distributor or Assignee 


In last year’s report,’ an attempt was made to draw some 
conclusions from the numerous Patent Office and court decisions 


107. Note 105 supra. 
108. Ex parte Clover Farm Stores Corp., 118 USPQ 110 (Com’r, 1958). 
109. See “The Tenth Year,” 114 USPQ No. 7, 9, 47 TMR 879, 899. 
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which had attempted to define the status and the rights of a 
United States distributor of foreign-made merchandise to register 
the trademark used on the foreign product in his own name. It 
was pointed out that in the light of the Court of Customs and 
Patent Appeals decision in the Roger & Gallet case,”*® and the 
District Court’s ruling in the EH. Leitz case, three situations 
should be distinguished from a legal point of view depending 
upon 1) whether the U. S. distributor or importer operates under 
an exclusive or nonexclusive license; 2) whether he has in fact 
acquired the American good will by assignment of the trademark 
(even though the good will assigned with the trademark may be 
only a vending and not a manufacturing good will in the absence 
of independent American manufacture) ; and 3) whether the dis- 
tributor, though operating under an exclusive license, actually 
has the right to manufacture the foreign-made product in the 
United States in whole or in part. With regard to the first set 
of facts (mere importer or distributor without assignment and 
without manufacturing rights or facilities), the view was expressed 
that even in the light of the Roger ¢ Gallet decision, the policy 
of the Patent Office continued to be to refuse recognition as 
trademark owners even to exclusive distributors (unless they 
may squarely come within the definition of “special owners” as 
long term licensees, as first recognized in the Scandinavia Belt- 
ing Company case.’ Since last year’s report, there has been a 
whole line of Commissioner’s decisions in which trademark owner- 
ship status has been denied to distributors and importers. In 
Ex parte Eriez International Corporation,* an applicant for a 
service mark was denied registration on the ground that he was 
only the distributor for the services of a previous registrant. 
The applicant was described as being “the ‘conduit’ through which 
registrant’s products and ‘know-how’ flow to foreign purchasers 
and patent licensees.” As such, he was held not qualified to apply 
for registration in his own name. In Carl Zeiss, Inc. v. Ercona 
Camera Corporation, a cancellation proceeding, the petition 
was granted on the specific ground that the registrant was only 


110. Roger § Gallet v. Janmarie, Inc., 245 F.2d 505, 114 USPQ 238, 47 TMR 1126 
(C.C.P.A., 1957). 

111. £. Leitz, Inc. v. Watson, Com’r, 152 F.Supp. 631, 113 USPQ 409, 47 TMR 
1008 (D.C., D.C., 1957). 

112. Scandinavia Belting Co. v. Asbestos ¢ Rubber Works of America, Inc., 257 
F. 937, 9 TMR 136 (C.C.A. 2, 1919). 

113. 114 USPQ 461, 48 TMR 71 (Com’r, 1957). 

114. 114 USPQ 256, 47 TMR 1156 (Com’r, 1957). 
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the U.S. distributor for a foreign supplier and therefore not the 
owner of the registration under the statute. In an interference 
proceeding involving the same distributor whose mark was can- 
celled,’ the Commissioner reiterated her position that an ap- 
plication alleging ownership in a mere importer or distributor was 
“void” at the time of filing on the ground that the application was 
made by an entity which did not own the mark. 

It should be emphasized that none of the Commissioner’s de- 
cisions just referred to involved the rights and standing of a 
U.S. distributor who was operating under an assignment of the 
U.S. good will and trademark. Such assignments were, however, 
involved in the Roger & Gallet case and in the £. Leitz case. In 
the former, the Court of Customs and Patent Appeals had found, 
contrary to the Commissioner, that the assignment of the U.S. 
good will in the trademark JEAN MARIE FARINA was valid and that 
the assignee should be considered the owner of the trademark in 
the United States even though no independent manufacturing 
operations were conducted here. In other words, as pointed out 
in last year’s report,’** the U.S. assignee was held to have acquired 
the same status which the U.S. Supreme Court had conferred 
upon the American purchaser of the trademark in the famous 
case of Bourjois v. Katzel.™ 

The U.S. District Court in the Leitz case, an R.S. 4915 pro- 
ceeding seeking to compel the Commissioner to register the LEITz 
trademark in the name of the U.S. assignee of the German manu- 
facturer, likewise ruled that “a famous trademark could have more 
than one situs” and that, contrary to the view expressed by Com- 
missioner Leeds, the German manufacturer had validly assigned 
the U.S. good will in the Lterrz trademark over thirty years ago 
and that in more recent years, the American assignee had used 
the trademark to some extent on merchandise manufactured by 
it, rather than by the German assignor. In March 1958, a unani- 
mous Court of Appeals for the District of Columbia affirmed the 
lower court’s decision, thereby, in effect, ordering the Commis- 


115. Ercona Camera Corp. (Mycro Camera Corp. et al., joined) v. Interstate 
Photo Supply Corp., 114 USPQ 345, 47 TMR 1533 (Com’r, 1957). See the decision 
cited supra, note 104, to the same effect. Similarly, in an interference proceeding 
between a German manufacturer and its U.S. distributor, the latter was held estopped 
from asserting rights in the mark after termination of the distributorship agreement. 
It was also held that the German manufacturer had not abandoned his right as a result 
of nonuse during World War II. Manufacturers Supplies Co. v. Fortuna-Werke 
Spezialmaschinefabrik A.G., 115 USPQ 94, 48 TMR 252 (Com’r, 1957). Cf. also, 
Ex parte Teca Corp., 117 USPQ 367, 48 TMR 1152 (Com’r, 1958). 

116. Cf. “The Tenth Year,” 114 USPQ No. 7, 12, 47 TMR 879, 904. 

117. 260 U.S. 689, 13 TMR 69 (1923). 
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sioner of Patents to register the mark in the name of the U.S. 
assignee."** Judge Madden, of the U.S. Court of Claims, who was 
sitting by designation in the Court of Appeals, observed that in 
view of the assignment of the Lerrz trademark to American Leitz 
in 1916 and in view of the fact that the latter concern had been 
engaged in certain manufacturing activities in recent years, the 
conclusion appeared inescapable that ownership of the mark in 
the United States had become vested in the U.S. assignee. He 
emphasized that under our law, a manufacturer or “merchant” 
was entitled to use and register a trademark and that American 
Leitz certainly was a “merchant” under this definition. The court 
said: 


“The conveyance of the trademark by Leitz-Wetzlar to 
Leitz-1916, in 1916, without limit as to time, and without a 
contract defining the rights and duties of the parties with 
regard to the Leitz-Wetzlar products was an unusual and 
probably an improvident thing to do. It must have contem- 
plated that Leitz-Wetzlar would control Leitz-1916, which it 
probably did from the beginning and certainly did from about 
1935. Having conveyed the trademark to a separate legal 
entity in the United States, Leitz-Wetzlar exposed itself to 
the danger that, in the event of war, the property in the United 
States would be seized and sold into independent ownership. 
That is what happened, with its necessary logical and legal 
consequences.” *”° 


It would seem, therefore, that since the recent decision of 
the Court of Appeals in the Leitz case, the law has become even 
more clearly settled with regard to the status of a U.S. distributor- 
assignee: our courts appear willing to acknowledge the validity 
of such assignment even in situations where no actual manufactur- 
ing good will but only a potential U.S. good will, to be created by 
the U.S. assignee, is involved. This would seem to be in conform- 
ity with the recognition of territorially independent assignments 
in Article 6 quater of the Paris Convention, as revised in London 
in 1934, and the corresponding Article 11 of the Inter-American 


118. Watson v. E. Leitz, Inc., 117 USPQ 13, 48 TMR 974 (C.A., D.C., 1958). It is 
understood that since the decision of the Court of Appeals, the mark has been put into 
interference with an application filed for registration of the same mark by the German 
manufacturer, E. Leitz of Wetzlar. 

119. 117 USPQ 13, 16, 48 TMR 974, 979. In a recent article entitled World Marks 
and the Antitrust Laws, 11 VANDERBILT L. REV. 515 (March 1958), Rudolph Callmann 
criticizes both the Roger § Gallet and FE. Leitz decisions as being contrary to basic 
trademark philosophy, and expresses concurrence in Mrs. Leeds’ view that inter- 
nationally famous trademarks can only have one “situs.” 
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Convention of 1929; it is also in accord with the modern trend 
prevailing in most foreign nations including, particularly, Great 
Britain since the enactment of its Trademark Act of 1938. The 
correct basic principle was perhaps most succinctly stated in a 
decision by the Privy Council in the British case of Imperial To- 
bacco Company of India Ld. v. Albert Bonnan and Bonnan & 
Co., where one of the Justices said: 





“Tt is possible for an importer to get a valuable reputation 

for himself and his wares by his care in selection or his 
precautions as to transit and storage, or because his local 
character is such that the article acquires a value by his 
testimony to its genuineness; and if therefore, goods, though 
of the same make, are passed off by competitors as being 
imported by him, he will have a right of action.” ?”° 


This statement, although dictum only since, under the particular 
facts of the case before the court, the importer was not held to 
qualify as an independent trademark owner, might well serve as 
a guide for our own courts in determining this controversial ques- 
tion. | 

Another far-reaching aspect of the same basic question in- 
volves the extent to which a U.S. assignee-registrant may avail 
himself of the special protection granted by Section 42 of the 
Lanham Act and Section 526 of the Tariff Act, to prevent im- 
portation of genuine merchandise through recordation of the 
registered trademark with the Bureau of Customs. As pointed 
out last year, Judge Edelstein held in U.S. v. Guerlain, Inc.™ 
that invocation of these sections by a U.S. registrant who was 
alleged to act only on behalf of one single overall international 
enterprise, constituted an act of monopolization under Section 2 
of the Sherman Act and that despite the fact that the Government 
had not challenged the validity of the United States registrations 
as such. In March 1958, the United States Supreme Court noted 
probable jurisdiction in the Guerlain case,’*? which, it is expected, 
will be argued before the Court this Fall and which will be the first 
Supreme Court decision involving the rights of a trademark owner 
under the Lanham Act since that Court’s decision in the Bulova 





120. A.I.R. 1924 P.C. 187. 

121. 155 F.Supp. 77, 114 USPQ 293, 47 TMR 1087 (D.C., S.D.N.Y., 1957). Cf. 
“The Tenth Year,” note 2 supra, 114 USPQ No. 7, 13, 47 TMR 879, 907. 

122. For Comments on U.S. v. Guerlain, Inc., see 71 HARV. L. REV. 564 (1958) ; 
43 VA. L. REV. 1123 (1957), 56 MICH. L. REV. 309 (1957), 67 YALE L.J. 1110 (May 1958). 
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case,’** the only decision which as of today has even collaterally 
interpreted the Trademark Act of 1946.’** 


c. Use by Related Companies 


In scrutinizing trademark applications, an Examiner not in- 
frequently may find that the specimens submitted with the ap- 
plication do not bear the applicant’s name but only that of a 
manufacturing concern not referred to in the application. It has 
never been doubted that in such circumstances it is the duty of 
the Examiner to call attention to such discrepancy and to inquire 
of the applicant in what way, if any, he can sustain a claim to 
ownership of a trademark which is used, as far as the outside 
world is concerned, by a person other than the applicant. It will 
then, of course, become incumbent upon the applicant to advise 
the Patent Office as to the nature of the relationship between the 
user of the mark referred to in the specimen and the applicant. 
Should it appear that the applicant himself is not using the mark 
but it is used only by one or more licensees or subsidiaries, such 
facts will have to be recited and registration will issue based on 
Sections 5 and 45 of the Act provided the Office is satisfied that 
the applicant exercises legitimate supervision and control with 
respect to the nature and quality of the goods.’ As far as the 
authority and duty on the part of the Patent Office to seek dis- 
closure of the relationship between owner and user of a trademark 
is concerned, no recent cases have in any way qualified or deviated 
from this principle. There are, however, indications in at least 
two recent decisions that, in the Commissioner’s view, such dis- 
closure for Patent Office scrutiny may not be sufficient but that, 
beyond this, a registrant may be compelled to reveal interecorporate 
relationships and other forms of related-company control to the 
general public. Thus, in Ex parte C. B. Donald Company,” 
Commissioner Leeds not only upheld the Examiner’s request fur- 
ther to disclose the relationship between applicant and the manu- 
facturer-user as mentioned in the specimens, but went on to say: 


“In all of these cases where it is asserted that use by a 
related company inures to the benefit of the applicant—or 


123. Steele v. Bulova Watch Co., 344 U.S. 280, 95 USPQ 391, 43 TMR 57 (1952). 

124. For criticism of the antitrust aspects and probable consequences of the 
Guerlain decision, ef. Trademarks—Assets or Liabilities? by Professor Milton Handler, 
48 TMR 661 (June 1958). 

125. Cf. with regard to the now prevailing rule concerning applications involv- 
ing Section 5 of the Act, “The Ninth Year,” 110 USPQ No. 8, 13, 46 TMR 1017, 1047. 

126. 117 USPQ 485, 48 TMR 1028 (Com’r, 1958). 














1064 THE TRADEMARK REPORTER Vol. 48 T. M.R. 


registrant—there arise two questions: (1) does the applicant 
in fact control the nature and quality of the goods, and (2) 
are the goods so marketed that purchasers are advised as to 
the ‘proprietorship’ of the goods bearing the mark, that is, 
whose goods does the mark identify and distinguish? Only 
if the answers to both questions are in the affirmative can 
it be concluded that use of a mark by another inures to the 
benefit of an applicant or registrant.” **” 


and again: 


“Unless a mark is used openly, however, in such manner 
as to identify the product on which it is used as a product 
of the applicant, the applicant may not, for purposes of 
registration, claim that the use inures to his benefit, irrespec- 
tive of the terms of any agreement which may exist between 
him and someone else.” ** 


If these observations were intended to create the impression that 
it is mandatory for a related company openly to refer to the 
nature of the relationship on the label itself, such practice, al- 
though often voluntarily adopted by trademark owners as a sound 
commercial policy, would run counter to the modern theory of 
trademark law under which the source of the trademarked product 
may remain anonymous as long as the identity of the product is 
guaranteed. As was said in one of the many cases dealing with 
the “guarantee” function of the trademark: 


“When the courts speak of the public’s identifying the 
source of origin, they do not mean thereby that the purchas- 
ing public can identify the maker by his specific name or 
the place of manufacture by precise location. What they 
mean by such expression is that the purchaser of goods bear- 
ing a given label believes that what he buys emanated from 
the source, whatever its name or place, from which goods 
bearing that label have always been derived.” ** 


Even under the “registered user” provisions of the British law 
and the laws of other countries which have followed the lead of 
the United Kingdom, it is not deemed necessary that the public 
be fully aware of the internal relationship between owner user 


127. 117 USPQ 485, 487, 48 TMR 1028, 1030 (Com’r, 1958). 

128. Ibid. See also, Ex parte Alexander, 114 USPQ 547, 48 TMR 113 (Com’r, 
1957), involving refusal to register PERCOLATING ACTION on this and other grounds. 

129. The Manhattan Shirt Co. v. Sarnoff-Irving Hat Stores, Inc., 23 TMR 60, 
70 (C. Ch. Del., 1933). 
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of a trademark as long as the Patent Office is fully advised thereof 
and as long as no deception of the public will result. While it 
may well be commercially advisable to use the language suggested 
by the Commissioner in the Donald case—‘Manufactured for John 
Doe by ABC Company” or “Manufactured by ABC Company 
under authority of John Doe’—it would not seem to follow that 
a label which fails to give this information to the public would 
in any way stand in the way of recognizing John Doe’s ownership 
of the mark if such ownership should clearly appear from the 
documentary evidence—contractual or otherwise—furnished to 
the Examiner for the purpose of establishing the necessary re- 
lationship, supervision and control under Section 5 of the 
statute.’ 


d. The“Use” Affidavit under Section 8 of the Act 


The first case involving an appeal from a refusal by the 
Examiner of Trademarks to accept a Section 8 affidavit recently 
came before the Court of Customs and Patent Appeals. It may be 
recalled that this is the only affidavit which is not to be accepted 
by the Patent Office in a more or less ministerial fashion, but 
which is subject to administrative and even judicial review. In 
the Continental Distilling Corporation case, the registrant had 
secured two separate registrations for the word YANKEE and the 
word cuipper, both for whiskey, but at the time of the filing of 
the affidavit it used only the composite trademark YANKEE CLIPPER 
in connection with the words BLENDED WHISKEY, and was unable to 
submit specimens showing trademark use of either the word 
YANKEE Or CLIPPER alone. The court, noting this to be a case of 
first impression, upheld the Patent Office tribunals in their refusal 
to accept the affidavit. The registrant argued that registration 
afforded prima facie evidence of continuing use and that the Com- 
missioner, therefore, should not question the use of the marks 
involved. However, both the Patent Office tribunals and the court 
ruled that, under the language of Section 8, an affidavit “showing 
that said mark is still in use” was required and that the section 
clearly conferred upon the Commissioner the duty of deciding 
whether a satisfactory showing had been made. It was then 


130. Cf. also Ex parte Clover Farm Stores, 118 USPQ 110 (Com’r, 1958), discussed 
supra, text at footnote 108. 

131. Application of Continental Distilling Corp., 254 F.2d 139, 117 USPQ 300, 
48 TMR 998 (C.C.P.A., 1959). 
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decided that use of a composite trademark including two words 
could not justify a decision that each of these words alone was 
still used as a trademark. 

There are other signs indicating that the Office applies rather 
rigid standards both with regard to the timeliness of the Section 
8 affidavit and concerning the necessary showing of special cir- 
cumstances which might justify nonuse of a mark. Thus, the 
Commissioner in Ex parte Buchicchio reaffirmed an earlier 
ruling’* to the effect that the Commissioner lacked authority to 
accept the affidavit if actually filed after expiration of the sixth 
year following registration, no matter how little time (even a few 
hours) may have elapsed after such period. In another recent 
decision it was held that a statement by the registrant to the effect 
that it had no intention of abandoning the mark and that its use 
may be resumed at any time was not a satisfactory showing of 
special circumstances since such circumstances had to be estab- 
lished in addition to a mere allegation that nonuse was not due to 
any intention to abandon the mark.’ 


e. Single Use and Multiple Registration 


As pointed out last year,’* Judge Holtzhoff in Mead Johnson 
Co. v. Watson**® reversed the Commissioner’s refusal to permit 
registration of the same trademark used on the same goods in a 
plurality of classes. In the particular case before the court, a 
vitamin product was involved which, according to the applicant, 
might be considered both a food and a drug product and, therefore, 
fell within both Patent Office classifications. The comment was 
made last year that if the District Court’s ruling were affirmed on 
appeal, it would “result in a radical change of a Patent Office 
practice of long standing against permitting multiple registrations 
of a single trademark .. .”. It must now be reported that the 
Court of Appeals for the District of Columbia has in fact affirmed 


132. 118 USPQ 40 (Com’r, 1958). 

133. Ez parte Radio Corporation of America, 114 USPQ 403, 47 TMR 1404 
(Com’r, 1957). 

134. Ex parte Kelley-How-Thomson Co., 118 USPQ 40 (Com’r, 1958). In Ex parte 
Denver Chemical Mfg. Co., 118 USPQ 106 (Com’r, 1958), it was again held that an 
allegation merely referring to a decreased demand for a product and resultant with- 
drawal from the market did not satisfy the statutory requirement of a showing of 
special circumstances. 

135. “The Tenth Year,” 114 USPQ No. 7, 14, 47 TMR 879, 910. 

136. 148 F.Supp. 6, 112 USPQ 284 (D.C., D.C., 1957). 
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the District Court’s decision in a per curiam decision.’ Said 
the court, Judge Bazelon dissenting: 


“On the record here presented we hold that where a product 
is in fact a food and a pharmaceutical preparation it may be 
registered in both classes.” 


It is not clear what actual effect this ruling may have had in bring- 
ing about a change in Patent Office practice. In the only subse- 
quent decision directly bearing upon this point, in which an appeal 
was filed by the same applicant who had previously been successful, 
the Commissioner once more refused registration of the term 
LYTREN for a food preparation in powder form containing elec- 
trolytes, maltose and dextrins, in Class 46, on the ground that 
applicant already owned a registration of the identical trademark 
for a pharmaceutical preparation in Class 18.*** Notwithstanding 
the above-mentioned Court of Appeals decision, the Commissioner, 
after referring to “the established policy of the Patent Office not 
to issue duplicate registrations in the same class,” directed regis- 
tration of LyTREN in Class 18, rather than in Class 46 in which 
applicant had sought registration. Unless there were specific 
differences in the two products involved, which is not apparent 
from the reported decision, it would seem that this ruling resulted 
in the very issuance of duplicate registrations in the same class 
which, contrary to the Commissioner, it was the policy of the 
Patent Office to avoid. Moreover, the Commissioner now took the 
position that the question of proper classification was an inter- 
office matter not subject to appeal. Consequently, applicant’s 
appeal was “dismissed” at the same time when registration was 
ordered in the same class in which the mark had already been 
registered. Apparently the only remedy which would now be 
available to the applicant would not be an appeal to the district 
court, as in the earlier case, but the instituting of a mandamus 
proceeding against the Commissioner. 


II. THE SUPPLEMENTAL REGISTER 


An unusually interesting case of first impression involving an 
alleged “configuration of goods” reached the Court of Customs 
and Patent Appeals in Application of Marlin E. Bourns.’* The 


137. Watson, Com’r. Pats. v. Mead Johnson g¢ Company, 253 F.2d 862, 117 
USPQ 13, 48 TMR 980 (C.A., D.C., 1958). 

138. Ex parte Mead Johnson & Company, 117 USPQ 405, 48 TMR 1159 (Com’r, 
1958). 

139. 252 F.2d 582, 117 USPQ 38, 48 TMR 992 (C.C.P.A., 1958). 
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applicant there sought to register an alleged trademark for 
potentiometers consisting of an elongated rectangular body pro- 
vided with eyelets on two of its long sides and having a U-shaped 
channel member covering three of such sides except for narrow 
marginal portions. The Patent Office tribunals had held that this 
did not constitute the type of configuration which was capable of 
distinguishing applicant’s goods and could not, therefore, be 
considered eligible for registration on the Supplemental Register. 
The court unanimously affirmed the rejection. It said: 


“In our opinion the configuration of an article, like a 
package or the dress of the goods, cannot properly be regis- 
tered as a trademark, even on the Supplemental Register, 
unless it is intended primarily to indicate origin of the goods 
and is of such a nature that the ordinary purchaser would be 
likely to consider that it indicated such origin. 

In the instant case it seems clear that the alleged con- 
figuration of appellant’s potentiometer results primarily from 
considerations of utility and secondarily from a desire to 
produce an attractive appearance.” **° 


The court’s decision is particularly interesting when compared 
with the companion decision handed down simultaneously in Jn re 
Bourns,’** in which the applicant’s attempt to secure a design 
patent for the same device was likewise finally rejected; but while 
in the design patent case at least one of the judges (Judge Rich) 
dissented on the issue of patentability, all five justices were in 
agreement in the trademark case that a utilitarian gadget of this 
type lacked the characteristics of the kind of “configuration of 
goods” which under the broad definition of Section 23 of the Act 
of 1946 may, if capable of distinguishing, be eligible for registra- 
tion on the Supplemental Register.**? 


140. 252 F.2d 582, 584, 117 USPQ 38, 40, 48 TMR 992, 994. 

141. 252 F.2d 579, 117 USPQ 36 (C.C.P.A., 1958). 

142. Apart from the Bourns case, there have been very few Commissioner’s 
decisions involving the Supplemental Register. In Ex parte Dominion Electric Corpo- 
ration, 114 USPQ 464, 48 TMR 76 (Com’r, 1957), it was held that the words FRY 
SKILLET for electrically heated skillets were not registrable even on the Supplemental 
Register. Most recently, it was held that the term BUG-PROOF for chemically treated shelf 
paper was incapable of trademark significance. Ex parte Pest-Guard Products, Inc., 118 
USPQ 111 (Com’r, 1958). Use of the language BUG-PROOF SHELF PAPER in connection 
with the word PEST-GUARD was held to signify trademark use only of the word PEST- 
GUARD and not of the remaining language, including the descriptive word BUG-PROOF. 

On matters of procedure, the Commissioner, in Ex parte Auto-Lite Battery Corp., 
114 USPQ 500, 48 TMR 83, note 77 supra, referred to the “peculiarity” of the Act of 
1946 under which a previous registration on the Supplemental Register may now be 
relied upon by the Examiner of Trademarks for purposes of rejecting a subsequently 
filed application, while Section 26 of the Act prohibits the declaration of an interference 
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PART II. INTERPRETATION OF THE LANHAM ACT 
IN INTER PARTES PROCEEDINGS 


I. LIKELIHOOD OF CONFUSION 


1. Commissioner’s Decisions 
a. Opposition Proceedings 


As in past years, a brief survey will be offered of all Com- 
missioner’s decisions in opposition proceedings involving the issue 
of likelihood of confusion during the period from July 1, 1957 to 
July 21, 1958, inclusive. The following tabulation may be of 
interest to the reader: Total number of Commissioner’s decisions 
on likelihood of confusion, 104; oppositions dismissed by both the 
Examiner of Interferences and the Commissioner, 56; oppositions 
sustained by the Examiner but dismissed by the Commissioner, 13; 
oppositions sustained by both the Examiner and the Commis- 
sioner, 24; oppositions dismissed by the Examiner but sustained 
by the Commissioner, 11. In sum, oppositions were sustained in 
35 and dismissed in 69 cases. Thus, opposers were unsuccessful 
in about two-thirds of these cases; in about half of them, the 
oppositions were dismissed by both the Examiner and the Com- 
missioner; in 13 cases the opposition had been sustained below. 
Only 11 cases were found in which the Commissioner sustained an 
opposition which had been dismissed for lack of confusion by 
the Examiner. 

A more detailed summary of these 104 decisions in opposition 
proceedings presents the following picture: 


(a) Oppositions dismissed by both the Examiner of Inter- 
ferences and, upon appeal, by the Commissioner: 


No confusion was found to be likely between NatioNnaL aa in 
a diamond-shaped emblem for an automobile publication and aaa 





with such registration. Cf. to the same effect, Ex parte Consulting Engineer Publishing 
Co., 115 USPQ 240, 48 TMR 379 (Com’r, 1957). 

In Daggett & Ramsdell, Inc. v. I. Posner, Inc., 115 USPQ 96, 48 TMR 251 (Com’r, 
1957), it was held that a mark which, in the opinion of the Patent Office tribunals (and 
originally, that of applicant) was registrable on the Principal Register, was by the very 
language of Section 23 of the Act precluded from registration on the Supplemental 
Register, even if the applicant subsequently decided to apply for registration on the 
latter register. 

With regard to the defense of laches in a cancellation proceeding involving a regis- 
tration on the Supplemental Register, see the decision by Examiner-in-Chief Federico 
in R. H. Macy and Co., Inc. v. The Richter and Phillips Company, 115 USPQ 342, 48 
TMR 505 (Com’r, 1957), note 260, infra. 
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in an elipse for services rendered motorists ;* between the words 
THRIFT-D-LUX and the phrases THRIFTY IN PRICE—DE LUXE IN QUALITY 
for dry cleaning and pressing services, and Lux for soap;*** be- 
tween paBonpD for synthetic fiber thread and Bonp for men’s and 
boys’ clothing ;**° between 3 cHEFs with caricatures of three chefs 
for smoked and processed meats and cHEF BRETON for dehydrated 
food mixes and opposer’s CHEF BOY-AR-DEE for packaged Italian 
foods and cHeF with a picture of a chef’s head for canned fruits 
and vegetables, tea and coffee;“* between ELEMIN for mineral 
tablets sold over the counter and EMMENIN for an estrogenic 
hormone sold only on prescription ;**’ between Paco for a chemical 
suede restorer and pauco for various lumber and millwork prod- 
ucts and industrial chemicals;’** between swirLaway for fur 
scarves and swirL for women’s textile aprons ;™* between REMEM- 
BRANCE for candles and REMEMBRANCE for advertising specialties 
sold to commercial operators who used them as gifts to promote 
the sale of products;**° between CHLOR-GREEN for plant food and 
CALO-CLOR, CALOGREEN and AURAGREEN for preparations to treat 
diseased grass ;** between a monogram consisting of the letters Tp 
for transistors and the same letters on an illustration of a tepee 
for automotive, aircraft and electronic products;’*? between TRI- 
SYAMINE for a medicinal compound for relief of hypertension and 
arthritis and wyamine for a therapeutic inhalant and a prepara- 
tion used in treating low blood pressure;*** between AMPCOFLEX 





143. American Automobile Association vy. National Automobile Association, Inc., 
114 USPQ 81, 47 TMR 1287 (Com’r, 1957). The Commissioner here applied the rationale 
of American Automobile Ass’n vy. World Automobile Ass’n, Inc., 110 USPQ 365, 46 
TMR 1301 (Com’r, 1956), that any auto association may use the letters AA if they are 
set in a context sufficiently different from opposer’s mark. 

144. Lever Bros. Co. v. Thrift-D-Lux Cleaners, Inc., 114 USPQ 82, 47 TMR 1290 
(Com/’r, 1957). 

145. Bond Stores, Inc. v. The Heminway §& Bartlett Mfg. Co., 114 USPQ 83, 47 
TMR 1289 (Com’r, 1957). 

146. American Home Foods, Inc. v. North American Packing Corp., 114 USPQ 132, 
134, 47 TMR 1388 (Com’r, 1957). The Commissioner observed that consumers can dis- 
tinguish the various CHEF trademarks for food products. 

147. American Home Products Corp. v. Morgan § Bush, Inc., 114 USPQ 135, 47 
TMR 1387 (Com’r, 1957). 

148. The Pacific Lwmber Company v. Palco Chemical Corp., 114 USPQ 136, 47 
TMR 1391 (Com’r, 1957). 

149. L. Nachman & Son, Inc. v. E. Lasner, Inc., 114 USPQ 179, 47 TMR 1393 
(Com/’r, 1957). 

150. Brown §& Bigelow v. Muench-Kreuzer Candle Co., 114 USPQ 348, 47 TMR 
1540 (Com’r, 1957). 

151. Mallinckrodt Chemical Works vy. Centropolis Crusher Co., 114 USPQ 350, 47 
TMR 1542 (Com’r, 1957). 

152. Thompson Products, Inc. v. Transistor Products, Inc., 114 USPQ 352, 47 
TMR 1551 (Com’r, 1957). 

153. American Home Products Corp. v. Willard, 114 USPQ 353, 47 TMR 1545 
(Com’r, 1957). 
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for corrosion-resistant synthetic pipes and ducts and LUCOFLEX 
for plastic sheeting material ;** between INVISIBLE VEIL for pressed 
face powder and INVISIBLE BEAUTY sTRAP for a vanishing cream ;'*° 
GLo-RAY for a hairdressing with lanolin and cLow for shampoo;'** 
WATER BEAUTY for wrist watches and waTeRBuRY for watches and 
clocks ;*°’ Economatic for hot water tanks and range boilers and 
OIL-O-MATIC Or GAS-O-MATIC for space heating and water heating 
apparatus ;*°* LIVING COTTONS as a service mark for printing textile 
fabrics and making them crease-resistant and Livine for girdles ;'*° 
CAMPANA for paints and campana for cosmetics and toilet prepara- 
tions ;**° SILVER-MIST and sky-MIsT for women’s outer wearing 
apparel and scotcu mist for men’s coats;’** wizarpD for ash trays 
and wizarp for automotive supplies, household appliances and 
hardware ;'’® FENESIN for an antiarthritic preparation and aNAcIN 
for a pain relieving medicinal preparation ;** sveLt-EEz for ladies’ 
hosiery and E-Z, FIT-EZ, E-Z-ON, and Ez up for undergarments ;'™ 
zotox for ointment and zoros for hair waiving supplies ;’** swrero, 
SWFKILL, and s-w-F on an illustration of an arrowhead and swirt’s 
for fertilizers, insecticides, ete. ;*° armor with or without a draw- 





154. Société Anonyme des Manufactures des Glaces et Produits Chimiques de 
Saint-Gobain, Chauny §& Cirey v. The Atlas Mineral Products Co. of Pennsylvania, 114 
USPQ 356, 47 TMR 1548 (Com’r, 1957). 

155. Denney v. Elizabeth Arden Sales Corp., 114 USPQ 357, 47 TMR 1555 (Com’r, 
1957). The Commissioner felt that use of the parties’ house marks on the goods, plus 
the highly suggestive nature of the word “invisible,” precluded likelihood of confusion. 

156. Sears, Roebuck & Co. v. Haymer, 114 USPQ 404, 47 TMR 1407 (Com’r, 1957). 

157. The United States Time Corp. v. Benrus Watch Co., Inc., 114 USPQ 411, 47 
TMR 1417 (Com’r, 1957). 

158. Henney Motor Company, Inc. v. Cemline Corp., 114 USPQ 447, 48 TMR 51 
(Com’r, 1957). 

159. International Latex Corp. v. Cranston Print Works, Co., 114 USPQ 457, 48 
TMR 67 (Com’r, 1957). 

160. Campana Corp. v. Atlas International Corp., 114 USPQ 458, 48 TMR 65 
(Com’r, 1957). Opposer’s contention that his mark would be “diluted” was rejected by 
the Commissioner because the difference in goods was too great and because there was 
no proof that applicant was trying to deceive the public or to appropriate opposer’s 
good will. 

161. Rogers Peet Co. v. Fenway Coats, Inc., 114 USPQ 459, 48 TMR 68 (Com’r, 
1957). 

162. Western Auto Supply Co. v. Cattani, 114 USPQ 514, 48 TMR 101 (Com’r, 
1957). Mr. Federico noted that opposer’s sales of unmarked ash trays in addition to 
its above-mentioned trademarked articles were of no consequence. 

163. Whitehall Pharmacal Co. v. Herzog Laboratories, Inc., 114 USPQ 540, 48 
TMR 1561 (Com’r, 1957). 

164. E-Z Mills, Inc. v. Berks Textiles, Inc., 114 USPQ 551, 48 TMR 116 (Com’r, 
1957). 

165. Sales Affiliates, Inc. v. Mayer, 115 USPQ 8, 48 TMR 186 (Com’r, 1957). The 
fact that pharmaceuticals and cosmetics are often made by one manufacturer was held 
to be immaterial since the marks on such products “seldom, if ever, look alike or sound 
alike, or have similar meanings.” 

166. Swift & Co. v. Southwest Fertilizer § Chemical Co., 115 USPQ 16, 48 TMR 
202 (Com’r, 1957). The Examiner’s dismissal of the opposition to S-w-F with arrowhead 
design was affirmed; his sustaining of the oppositions to SWFGRO and SWFKILL was 
reversed. 
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ing of a military tank and armorpiy for metal-faced plywood ;*” 


JALOWALL for a combination wall panel with jalousie window insert 


and JALCASE, JALLoY and jaL-puct for steel bars and metal wire ;** 


a drawing of three differently lengthened female torsos with the 
term ALBA and a drawing of three women of different heights 
wearing hosiery, both for hosiery ;’® po Ir YOURSELF SHOW as a 
service mark for promoting the sale of home building and repair- 
ing products at expositions, fairs, ete., and u-po-1r for patching 
plaster, cements, adhesives, ete.;*° xcen for motor fuel oil and 
x-L-o for lubricating oils and greases ;’" eirx for watches and parts 
thereof and trmex for clocks and watches ;'” the letter “J” promi- 
nently displayed within an 8-pointed star for watches, clocks and 
parts thereof and starwuitTe or a five-pointed star for watch 
cases ;'* Tropic atiR for windows, screens, doors and jalousies 
and Tropic-alrE for electrical household appliances ;** copyMASTER 
for dry process reproducing matchines and copyMakeER for table 
tripods used as camera accessories ;’”* BAR-B-QUIK for barbecued 
chicken and barbecue sauce and BAR-BE CHICK for a similar canned 
product ;**° KARBON KING with the head of a playing card king for 
carbon removers sold to industrial users and wHITE KING for soap 
sold primarily to the general public;’’ servur with a picture of 
a penguin for commercial refrigerated display cases and SERVEL 
for household refrigerators, home freezers, ete.;'* opcormm for 
industrial lubricants and norco for similar goods;’"* HAIR DREAM 


167. United States Plywood Corp. v. New York Silicate Book Slate Co., Inc., 115 
USPQ 22, 48 TMR 210 (Com’r, 1957). 

168. Jones § Laughlin Steel Corp. v. A. Bruene § Co., 115 USPQ 24, 48 TMR 
207 (Com’r, 1957). 

169. Wayne Knitting Mills v. Pilot Full Fashion Mills, Inc., 115 USPQ 25, 48 
TMR 217 (Com’r, 1957). Applicant counterclaimed to cancel opposer’s registration on 
the ground that it could not distinguish opposer’s goods. The counterclaim was dismissed. 

170. Girard Paint & Varnish Mfg. Co. v. Orkin, 115 USPQ 27, 48 TMR 214 
(Com’r, 1957). 

171. L. Sonneborn Sons, Inc. v. The Pure Oil Company, 115 USPQ 31, 48 TMR 
223 (Com’r, 1957). 

172. The United States Time Corp. v. Tennenbaum, 115 USPQ 34, 48 TMR 227 
(Com’r, 1957). 

173. Star Watch Case Company v. Gebruder Junghans, A.G., 115 USPQ 34, 48 
TMR 224 (Com’r, 1957). Mr. Federico also held that applicant’s mark was not con- 
fusingly similar to opposer’s marks STAR W.C. CO. and STAR/WATCH CASE/COMPANY, one 
in a border and the other written in three lines with a five-pointed star outlined between 
the two words of the second line. 

174. Tropic-Aire, Inc. v. Carpenter Mfg. Corp., 115 USPQ 89, 48 TMR 248 
(Com’r, 1957). 

175. Polaroid Corp. v. Peck & Harvey, 115 USPQ 96, 48 TMR 256 (Com’r, 1957). 

176. Hitchcock v. Lewis, 115 USPQ 186, 48 TMR 492 (Com’r, 1957). 

177. Los Angeles Soap Company v. Lester Laboratories, Ltd., 115 USPQ 187, 48 
TMR 493 (Com’r, 1957). 

178. Servel, Inc. v. Barr Mfg. Co., 115 USPQ 188, 48 TMR 497 (Com’r, 1957). 

179. Nopco Chemical Co. v. Oil Products Co., Inc., 115 USPQ 193, 48 TMR 503 
(Com’r, 1957). 
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for hair dressing preparations and pRENE for shampoo;'*’ pRoTECTO 
for air conditioner covers and pro-tect-u for awnings, jalousies, 
etc. ;*** MISS MARJORIE’s for chocolate covered cherries and MARGIE 
BELL for candy ;*** PINK LaDy with a picture of a lady for wines 
and PINK Laby for citrus fruits and fruit juices;'** ac cuem for a 
foliar nutrient and aerico for identical goods;'* RALLY sQUAD on 
a drawing of a megaphone for shoes and BaLLy for similar goods ;'*° 
KLEENAP and HAvaANAP, both for paper napkins;**® pLacin for an- 
algesic tablets and potcin for a medicinal preparation for the 
relief of the rheumatoid state ;’*’ poLyritm for polyethylene film in 
sheet form and poLyKEN for pressure-sensitive film and polye- 
thylene film ;*** 1nceNveE for brassieres and INGENUE for women’s 
shoes ;**® RIcHFIELD for hosiery and ricHFIELD for gasoline;'* 
p’aqua for male outerwear and paks or paDAK for goods in part 
identical ;*** PERMANIzED for cotton and synthetic piece goods, 
underwear and outerwear and REDMANIzED for goods in part 
identical ;*°* RoGERS BITs 0’ HONEY for canned peas and canned e¢ar- 
rots and sBit-o-HonEy for candy;' cenco for paper and plastic 
bags and the same word for a variety of laboratory and scientific 


180. The Procter § Gamble Company v. The J. R. Watkins Co., 115 USPQ 228, 48 
TMR 368 (Com’r, 1957). Registration was refused ex parte since applicant’s notation 
HAIR DREAM was used as the name of the goods. 

181. Pro-Tect-U Awning Shutter Corp. v. Baker-Lockwood Awning and Tent Co., 
115 USPQ 239, 48 TMR 378 (Com’r, 1957). 

182. EH. J. Brach & Sons y. Sisco-Hamilton Co., 115 USPQ 242, 48 TMR 381 
(Com’r, 1957). 

183. Pink Lady Corp. v. L. N. Renault g Sons, Inc., 115 USPQ 292, 48 TMR 383 
(Com’r, 1957). Decisions favorable to opposer, which were decided under the 1905 Act’s 
“descriptive properties test” were held not to be controlling here. 

184. The American Agricultural Chemical Co. v. Agricultural Chemicals, Inc., 115 
USPQ 357, 48 TMR 514 (Com’r, 1957). It was held ex parte that since AG CHEM is a 
recognized abbreviation of the words AGRICULTURAL and CHEMICAL, it could not be 
registered on the Principal Register for a foliar nutrient, inasmuch as the words together, 
AGRICULTURAL CHEMICAL would not be registrable for the product. 

185. Chaussures Bally Société Anonyme de Fabrication v. Steinbock, 115 USPQ 
419, 48 TMR 644 (Com’r, 1957). 

186. Fort Howard Paper Co. v. International Cellucotton Products Co., 115 USPQ 
420, 48 TMR 645 (Com’r, 1957). Opposer also relied upon its following marks to no 
avail: TIDYNAPS, TEANAPS, BOSSNAP, SEMINAP, PARTYNAPS, ADNAP, TABNAP and ANAP. 

187. Dolcin Corp. v. Brewster Pharmacal Co., Inc., 116 USPQ 260, 48 TMR 773 
(Com’r, 1958). 

188. The Kendall Company v. Extruders, Inc., 116 USPQ 262, 48 TMR 777 (Com’r, 
1958). 

189. General Shoe Corp. v. Hollywood-Mazxwell Co., 116 USPQ 344, 48 TMR 656 
(Com’r, 1958). 

190. Richfield Oil Corp. v. Dieterich Field, Inc., 116 USPQ 346, 48 TMR 657 
(Com’r, 1958). Opposer’s reliance upon its sales promotional campaign involving giving 
of hosiery to customers as premiums was disregarded for lack of proof. 

191. S. Simpson Ltd. v. J. Schoeneman, Inc., 116 USPQ 347, 48 TMR 658 (Com’r, 

958). 

109, Redman Process American Corporation v. Kalman, 116 USPQ 420, 48 TMR 
779 (Com’r, 1958). 

193. Schutter Candy Co. v. Rogers Canning Co., 116 USPQ 452, 48 TMR 1009 


(Com’r, 1958). 








1074 THE TRADEMARK REPORTER Vol. 48 T.M.R. 








apparatus ;'* poG-E-pITE for a dietary supplement for dogs and 
DOGGIE DINNER for dog food;'** mucs up for root beer and SEVEN-UP 
or 7 up for a lemon-lime soft drink;'** Mucs up and OLD FASHIONED 
MuG, both for root beer ;'*’ HARVESTAIRE Superimposed upon a large 
stylized “H” enclosed within a disk, for harvesters and parts 
thereof, and THE HARVESTOR Or HARVESTOR for agricultural com- 
bines.*®* 


(b) Oppositions sustained by the Examiner but dismissed by 
the Commissioner: 


The following were held on appeal not likely to be confused :— 
a representation of a blue horseshoe with the words BLUE HORSE- 
SHOE BRAND for dungarees and HORSESHOE COLLAR for suits and 
overcoats ;**? JANMARIE for hair preparations, hair creams and 
lotions, and JEAN MARIE FARINA for eau de cologne and soap;?” 
TINY TITAN with the figure of a man holding a horseshoe magnet 
for magnetic base tools and miTI-MITE with the drawing of a man 
and a horseshoe magnet for magnets and magnetic base holders ;*” 
IDEAL With a design for coin-controlled refrigerated vendors and 
IDEAL for refrigerated cabinets for foods and beverages ;*”* aPECO 
AutTo-staT for photocopiers and supplies thereof and PHOTOsTAT 
for similar products;*** BaBpy posture for crib mattresses and 
POSTUREPEDIC for mattresses and box springs;** THE RANGE RIDER 
for denim jeans and western pants and rouGH ripER for better 


194. Central Scientific Co. y. Central States Paper § Bag Co., 116 USPQ 456, 48 
TMR 1016 (Com’r, 1958). 

195. S. £. Mighton Co. v. La Pryor Milling Co., 116 USPQ 525, 48 TMR 890 
(Com’r, 1958). Testimony of retailers regarding consumer confusion was held inad- 
missible. 

196. The Seven-Up Company v. Heavey, 116 USPQ 589, 48 TMR 895 (Com’r, 1958). 
The Examiner based the dismissal on the difference in the marks and in the goods; the 
Commissioner’s affirmance was based solely on the difference in the marks. 

197. Belfast Beverages, Inc. v. Heavey, 116 USPQ 591, 48 TMR 894 (Com’r, 
1958). The Commissioner pointed out that consumers associated mugs with all root 
beer in view of the common practice of serving root beer in mugs. 

198. Minneapolis-Moline Company v. Harvestaire, Inc., 118 USPQ 179 (Com’r, 
1958). 

199. The Williamson-Dickie Mfg. Co. v. Carl-Morris Mfg. Inc., 114 USPQ 257, 
47 TMR 1154 (Com’r, 1957). 

200. Roger § Gallet v. Janmarie, Inc., 114 USPQ 406, 47 TMR 1406 (Com’r, 1957). 

201. Metal Masters Co. v. Enco Mfg. Co., 114 USPQ 448, 48 TMR 54 (Com’r, 
1957). Among the factors obviating likelihood of confusion, the Commissioner noted 
that applicant’s name appeared as part of its mark. 

202. Ideal Cooler Corp. v. Ideal Dispenser Co., 115 USPQ 9, 48 TMR 184 (Com’r, 


1957). 
203. Photostat Corp. v. American Photocopy Equipment Co., 115 USPQ 32, 48 


TMR 221 (Com’r, 1957). 

204. Sealy, Inc. v. Simmons Co., 115 USPQ 226, 48 TMR 362 (Com’r, 1957). Proof 
that opposer used the terms BABY POSTUREPEDIC for crib mattresses was held to be offset 
by the following factors: (1) suggestive nature of the term POSTURE; (2) opposer’s 
conjoint use of its housemark SEALY; (3) discrimination of the purchasers involved. 
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quality slacks, pants and skirts;*** MarTINIQUE for woolen piece 
goods and the same word for shoes ;? BELLE PoINT with a drawing 
of an arrow and bell for male and female wearing apparel and 
ARROW with an illustration of an arrow for menswear;*” TROPIC 
amr for a chemical room deodorizing compound and TROPIC-AIRE 
for air conditioners ;** po-1T-r-z for paint brushes and v-po-1T 
for patching cement, putt and related products ;*°* opaquEEN for 
cotton sateen fabrics used as linings for draperies and visQUEEN 
for plastic film sold to textile converters and made into drap- 
eries ;**° and FRosTY SEAS and sEaFROsT both for frozen sea food 
products.** 


(c) Oppositions sustained by both the Examiner and the Com- 
missioner : 


Both tribunals found the following to be confusingly similar: 
FLUIDLEAD for pencils and ball-point pens containing a liquid writ- 
ing material and Liqguip LeaD for similar goods;*"* ALMEHIST for 
a capsule preparation for the relief of allergies and ananist for 
a preparation for the relief of colds and allergies ;?** JANIE JUNIORS 
and JAUNTY JuNIoRs, both for misses’ coats and suits; prsco for 
seal rings sold to the oil field supply industry and prsco for fuel, 
vacuum and oil pumps and for different seal rings sold to indus- 
trial users;*** pLExcRETE for masonry paint and PLExTOoNE for a 
multicolored and multipurpose paint and enamel ;** “dust off” for 
a household cleaning and polishing liquid and so1t-orr for a wall, 





205. Rough Rider, Inc. vy. Mid-American Mfg. Co., 115 USPQ 229, 48 TMR 370 
(Com’r, 1957). 

206. Martinique Shoes, Inc. v. Somersville Mfg. Co., 116 USPQ 421, 48 TMR 781 
(Com/’r, 1958). 

207. Cluett, Peabody § Co., Inc. v. Belle Point Mfg. Co., 116 USPQ 454, 48 TMR 
1015 (Com’r, 1958). 

208. Tropic-Aire, Inc. v. Approved Products, Inc., 117 USPQ 104, 48 TMR 1022 
(Com’r, 1958). 

209. Girard Paint & Varnish Mfg. Co. v. Gerts, Lumbard § Co., 117 USPQ 408, 
48 TMR 1158 (Com’r, 1958). 

210. The Visking Corp. (Union Carbide Corp., assignee, substituted) v. Bourne 
Mills, 118 USPQ 175 (Com’r, 1958). 

211. McCallum-Legaz Fish Co., Inc. v. The Frozen Food Forum, Inc., 118 USPQ 
178 (Com’r, 1958). 

212. The Esterbrook Pen Co. v. Scripto, Inc., 114 USPQ 308, 47 TMR 1403 (Com’r, 
1957). 

213. Anahist Co. Inc. v. Meyer Chemical Co., 114 USPQ 354, 47 TMR 1546 (Com’r, 
1957). Applicant’s ownership of other ALME marks was held to be irrelevant absent 
proof that purchasers associated pharmaceuticals so marked with a common producer. 

214. Jaunty Juniors, Inc. v. Janie Juniors Coats & Suits Inc., 114 USPQ 356, 47 
TMR 1556 (Com’r, 1957). 

215. Borg-Warner Corp. v. Plastic Engineering § Sales Corp., 114 USPQ 401, 
47 TMR 1553 (Com’r, 1957). 

216. Maas §& Waldstein Co. v. Pacific Paint & Varnish Co., 114 USPQ 410, 47 
TMR 1412 (Com’r, 1957). Third party trade directory listings for PLEX component 
marks were given no weight since there was no evidence that the marks were still in use. 
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woodwork and floor stain remover ;?"” THRILL-MaTES for women’s 
and children’s shoes and FrootHrRitis for shoes and slippers of 
leather or kid;*** u-po-1r as a service mark for leasing of home 
and garden construction and maintenance tools and v-po-1Tr for 
patching cement, putty, plaster, etc.;7° PLEXICHROME and PLEXI- 
coLor for asphalt and masonry paints and PLextonE for multiple 
colored industrial paint ;**° BLUE JEAN sox for women’s and girls’ 
socks and BLUE JEAN for cotton flannel gloves ;*** Loox for a face 
cream, soap and liquid detergent and Loox for the well-known 
magazine ;*** KROMA-STONE for simulated stone masonry and PERMA- 
sToNE for artificial stone and related materials ;*** LarkspuR for 
hosiery and LaRKwoop for similar goods;*™* viraponex for fertil- 
izer concentrates and HyPponex for plant food;** scap for capaci- 
tors and x-caP for electrical condensers ;*** ELECTROJET for vacuum 
cleaners and ELECTROLUX for similar goods;*’ BRIGHT LEAF and 
LUCKY LEAF each with a drawing of a tobacco leaf and ROSE LEAF, 
BLACK LEAF, and BLACK LEAF 40 for insecticides and tobacco ex- 
tracts ;7** unico corK with “cork” disclaimed for cork tiles and 
floor covering rolls and unico for asphalt roofing materials ;*” 
SEA GARDEN for frozen fresh shrimp and OCEAN GARDEN for a similar 


217. The 8.0.8. Co. v. Patrick, 114 USPQ 454, 48 TMR 57 (Com’r, 1957). 

218. The Juvenile Shoe Corp. of America v. Rex Shoe Co., Inc., 114 USPQ 545, 48 
TMR 121 (Com’r, 1957). 

219. Girard Paint § Varnish Mfg. Co. v. Barcus, 114 USPQ 549, 48 TMR 119 
(Com’r, 1957). Registration was also refused ex parte on the ground that applicant did 
not own its mark for the services specified in the application. 

220. Maas § Waldstein Co. vy. California Stucco Prods. of New England, Inc., 115 
USPQ 21, 48 TMR 208 (Com’r, 1957). 

221. The Boss Mfg. Co. v. Tennessee Hosiery Mills Co., 115 USPQ 29, 48 TMR 
212 (Com’r, 1957). 

222. Cowles Magazines, Inc. v. The Andrew Jergens Co., 115 USPQ 92, 48 TMR 
245 (Com’r, 1957). Commissioner Leeds, in effect, applied the dilution doctrine and 
pointed out that purchasers might assume that applicant’s products were sponsored or 
approved by the publisher of LooK Magazine in view of its widespread promotions of 
cosmetics and toiletries. 

223. Perma-Stone Co. v. Haworth, 115 USPQ 144, 48 TMR 357 (Com’r, 1957). 

224. Chadbourn Hosiery Mills, Inc. v. J. M. Lynch & Bro., 115 USPQ 185, 48 
TMR 488 (Com’r, 1957). 

225. Hydroponic Chemical Co., Inc. v. Plantation Garden Products, 115 USPQ 192, 
48 TMR 501 (Com’r, 1957). 

226. Automatic Mfg. Corp. v. Jeffers Electronics, Inc., 115 USPQ 194, 48 TMR 
502 (Com’r, 1957). 

227. Electrolux Corp. v. Rosenberg, 115 USPQ 223, 48 TMR 360 (Com’r, 1957). 
The Commissioner considered that purchasers would be likely to assume that applicant’s 
mark signified a new and more modern vacuum for the “jet age.” Registration was 
refused ex parte on another ground. 

228. Virginia-Carolina Chemical Corp. v. Smith, 115 USPQ 294, 48 TMR 388 
(Com’r, 1957). 

229. United Co-Operatives, Inc. v. United Cork Companies, 115 USPQ 340, 48 
TMR 511 (Com’r, 1957). Examiner-in-Chief Federico pointed out that applicant’s use 
of the mark unico for bulletin boards prior to opposer’s use of its mark was of no 
consequence with respect to the goods involved in the opposition. 
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product ;?*° mee followed by the Greek letter omega and meter for 
electrical resistance measuring meters and mee for closely related 
measuring apparatus ;*** TECHNI-FREEZE and TECHNICON both for 
refrigerating apparatus used in histologic diagnosis ;*** BELLE POINT 
with an illustration of a bell and an arrow for playsuits and men’s 
and women’s wearing apparel, and BLUE BELL superimposed on a 
picture of a bell for overalls, shirts and work and play clothes ;*** 
RICHEL and MICHEL both for cosmetics and toilet preparations ;** 
and HY-BIRD and Hy-LINE, both for poultry and hatching eggs.**° 


(d) Oppositions dismissed by the Examiner but sustained by 
the Commissioner: 


The opposer was successful on appeal in the following 11 
eases: Likelihood of confusion was found between BELcon for 
selenium rectifiers and BeLcaP for electrical condensers ;**° SLIM-ICE 
for dietetic water ice as compared to stim for skim milk and stim 
FREEZ for frozen dessert ;**’ TRoPICAIRE for aquarium aerators and 
TROPIC-AIRE for electric blankets and electric household appli- 
ances ;*** PEKTIZYME for an enzyme clarifier for fruit juices and 
wine and PECTINOL and pectasIN for a closely related product ;**° 
BEAUTYSHIELD for waterproofing coatings and masonry paints and 
BEAUTYKOTE for ready mixed paints and varnishes ;*° RuBB arr for 
rubberized hair or fibre for packaging purposes and RuBBarIR for 


230. Pesquera del Pacifico, 8S. de R. L. v. Harder, 115 USPQ 359, 48 TMR 518 
(Com’r, 1957). 

231. Evershed and Vignoles, Ltd., et al. v. The Winslow Company, Inc., 115 USPQ 
415, 48 TMR 636 (Com’r, 1957). 

232. The Technicon Co. v. Erickson Tool Co., 116 USPQ 97, 48 TMR 649 (Com’r, 
1958). 

233. Blue Bell, Inc. v. Beile Point Mfg. Co., 116 USPQ 455, 48 TMR 1013 (Com’r, 
1958). The Commissioner stressed the fact that many purchasers of work and play 
clothes are non-English speaking foreigners who might be influenced by the picture of a 
bell. 

234. Michel Cosmetics, Inc. v. Daggett & Ramsdell, Inc., 116 USPQ 599, 48 TMR 
897 (Com’r, 1958). Applicant counterclaimed to cancel one of opposer’s registrations 
on the ground that others had used opposer’s mark during the 5-year period preceding 
the filing of the Section 2(f) application. The Examiner-in-Chief affirmed the decision 
of the Examiner of Interferences dismissing the counterclaim for failure to prove the 
alleged third party use. 

235. Pioneer Hi-Bred Corn Co. v. Rucker’s Poultry Farm & Hatcheries, Inc., 118 
USPQ 165 (Com’r, 1958). 

236. Sprague Electric Co. v. Bogue Electric Mfg. Co., 114 USPQ 405, 48 TMR 
1408 (Com’r, 1957). 

237. Bellbrook Dairies, Inc. v. Rubin, 115 USPQ 30, 48 TMR 219 (Com’r, 1957). 
Cf. note 250, infra. 

238. Tropic-Aire, Inc. v. Tropicaire Pump Co., 115 USPQ 90, 48 TMR 249 (Com’r, 
1957). 

250. Rohm & Haas Co. v. Takamine Laboratory, Inc., 115 USPQ 189, 48 TMR 494 
(Com’r, 1957). That many of the involved purchasers were foreigners was held to 
enhance likelihood of confusion. 

240. Beautykote Corp. v. Beautyshield Corp., 115 USPQ 237, 48 TMR 374 (Com’r, 
1957). 
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doors filled with rubberized hair;*** pPLextrum. for an acrylic 
masonry coating and pLExTONE for multiple colored industrial 
coating finishes ;*** HoLLYMatTic for automatic water heaters and 
cooking ranges and the same word for electrically operated ham- 
burger patty molding machines;*** pERMATONE for liquid hand 
cleaner and the same word for antiseptic toilet soap and ointment 
for the treatment of acne;*** Ecc-o-mat for a coin-operated egg 
vending machine and rcomatic for apparatus for candling, grad- 
ing and handling eggs ;**° Gaines with a picture of a dog’s head for 
a composition for cleaning household appliances and GAINES DOG 
MEAL With an illustration of a bounding dog for dog food.?* 


b. Cancellation Proceedings 


In cancellation proceedings, Commissioner’s decisions in- 
volving likelihood of confusion present a higher ratio of sustained 
petitions. In a total of 15 cancellation proceedings, the petition 
was sustained in eight cases, in five of these cases only after 
appeal. 


(a) Petitions dismissed by both the Examiner and the Com- 
missioner : 


No confusion was found between sanauac for an over-the- 
counter nonfat milk product sold in groceries and srmimac for a 
specially formulated infant’s milk product sold primarily in drug 
stores or drug departments ;**’ PLExToN for plastic trays and PLEx- 
TONE for industrial coating finishes ;*** and vain for writing paper 
and VALLEY or OLD VALLEY for identical goods.”*® 


241. Stic-Klip Mfg. Co., Inc. v. The American Latex Fibre Corp., 115 USPQ 364, 
48 TMR 530 (Com’r, 1957). 

242. Maas § Waldstein Co. v. Sundure Paint Corp., 115 USPQ 414, 48 TMR 642 
(Com’r, 1957). 

243. Hollymatic Corp. v. Hollywood Water Heater Co., 115 USPQ 421, 48 TMR 
646 (Com’r, 1957). Applicant’s petition for reconsideration was later denied by the 
Commissioner, 116 USPQ 161, 48 TMR 771. 

244. Chicago Pharmacal Co. v. Montgomery Chemical Co., 116 USPQ 345, 48 TMR 
654 (Com’r, 1958). 

245. Otto Niederer Sons, Inc. v. Braunsberg, 116 USPQ 524, 48 TMR 888 (Com’r, 
1958). Proof of the relationship between the goods was bolstered by the fact that 
applicant, as well as other egg producers, used opposer’s apparatus. 

246. General Foods Corp. v. Gaines, d.b.a Etowah Oil Co., 118 USPQ 174 (Com’r, 
1958). 

247. M &§ R Dietetic Laboratories, Inc. v. Sanna Dairy Engineers, 114 USPQ 306, 
47 TMR 1400 (Com’r, 1957). 

248. Maas § Waldstein Co. v. G. B. Lewis Co., 114 USPQ 541, 47 TMR 1557 
(Com’r, 1957). 

249. Valley Paper Co. v. Fox River Paper Co., 115 USPQ 296, 48 TMR 387 (Com’r, 
1957). The Examiner dismissed the petition for laches; the Commissioner affirmed on 
the ground that the marks were not confusingly similar. 
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(b) Petitions sustained by the Examiner but dismissed by 
the Commissioner : 


sta-SLIM for skim fluid milk on the Supplemental Register 
and sum for fluid nonfat milk (reversed on appeal by the Court 
of Customs and Patent Appeals) ;?°° INTERCOLLEGIATE PRESS BULLE- 
Tins for a weekly newsletter devoted to college events and INTER- 
COLLEGIATE PRESS for high school graduation announcements, in- 
vitations, diplomas and year books ;*** vycasHMA for woven alpaca 
piece fabrics and vicara for synthetic protein fibers ;?°* and rocKE 
for men’s and women’s hosiery (on the Supplemental Register) 
and sockey for various items of clothing, including hosiery.*” 


(c) Petitions sustained by both the Examiner and the Com- 
missioner : 


LA ROY ORIGINALS for ladies’ shoes and LE ROI Or BABE LE Roi for 
hosiery ;** caM-LoK for welding equipment (on the Supplemental 
Register) and camuoc for rotatable stud fasteners ;* H. A. COLES 
for disinfectants and turpentine (on the Supplemental Register) 
and couer’s for pharmaceuticals, disinfectants and fungicides.** 


(d) Petitions dismissed by the Examiner but sustained on 
appeal by the Commissioner: 


POLYLITE for polyester resins and PoLy ite for extruded plastic 
parts for electric lighting fixtures ;**" Lasco for cloths for polish- 
ing automobiles and Lasco for automobile brake linings ;*** astor 
for frozen turkeys (on the Supplemental Register) and astor for 
coffee, tea, and spices used in preparing turkeys for roasting ;*” 





250. Bellbrook Dairies, Inc. v. Bowman Dairy Co., 114 USPQ 450, 48 TMR 49 
(Com’r, 1957). The Commissioner emphasized that widespread use of SLIM by peti- 
tioner’s franchisees led the public to associate that mark with their local dairies, rather 
than with petitioner. 

251. Inter-Collegiate Press, Inc. v. Englander, 115 USPQ 83, 48 TMR 230 (Com’r, 
1957). 

252. Virginia-Carolina Chemical Corp. v. Malden Knitting Mills, Inc., 118 USPQ 
172 (Com’r, 1958). 

253. Cooper’s, Inc. v. The Rocké Corp., 118 USPQ 173 (Com’r, 1958). 

254. Le Roi Hosiery Co. Inc. vy. Champion, 114 USPQ 135, 47 TMR 1390 (Com’r, 
1957). 

255. Camloc Fastener Corp. v. Murdock, 115 USPQ 82, 48 TMR 228 (Com’r, 1957). 
Proven instances of actual confusion were cited by the Commissioner as proof of likeli- 
hood of confusion. 

256. Cole Chemical Co. v. H. A. Cole Products Co., 115 USPQ 225, 48 TMR 359 
(Com’r, 1957). 

257. Sandee Mfg. Co. v. Reichhold Chemicals, Inc., 114 USPQ 452, 48 TMR 59 
(Com’r, 1957). 

258. Laher Spring § Tire Corp. v. The Las-Stik Mfg. Co., 114 USPQ 546, 48 TMR 
123 (Com’r, 1957). 

259. B. Fischer & Co. v. Monroe Turkey Processing Plant, Inc., 115 USPQ 295, 
48 TMR 385 (Com’r, 1957). 
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LUSSERNA for watches and the geographical term LUZERNE;*” SOF 
Tors for leather shoes (on the Supplemental Register) and sor-Toz 
for women’s leather shoes (also on the Supplemental Register).”” 


c. Interference Proceedings 


In interference proceedings, both the Examiner and the Com- 
missioner found that confusing similarity existed between Mas- 
cULINI for men’s slacks and sport shirts and MasKULINE for men’s 
and boys’ underwear, outerwear and shirts ;*** RaNDoMWwoop for pre- 
finished wood flooring strips and ranpomMwoop for fabric backed 
veneer and plywood wall panels;*** the Commissioner reversed 
the Examiner and found no confusing similarity between envy for 
men’s and women’s hosiery and ENvy By vENus for girdles.** 


2. Decisions by the Court of Customs and Patent Appeals 
a. The Substantive Issue of Likelihood of Confusion 


There appears to have been a marked tendency in the recent 
decisions of the Court of Customs and Patent Appeals in opposi- 
tion proceedings to strengthen the position of opposers in a sub- 
stantive way and—perhaps even more significant—to come to their 
aid in several important procedural aspects by alleviating the 
burden of proof in those cases in which an opposer relies on a 
previously registered trademark. 

In considering first the court cases which passed upon the 
substantive issue of likelihood of confusion, the decision of the 
Court in W. E. Kautenberg Co. v. Ekco Products Company® is 
particularly noteworthy. The Court there held unanimously that 
the owner of the mark Exkco as applied to general kitchen utensils 
should succeed in opposing registration of the mark weEKco as 
applied to mops and related products. Both the Commissioner 
and the unanimous Court held that the registrant’s rights should 


260. KR. H. Macy and Co., Inc. v. The Richter and Phillips Co., 115 USPQ 342, 48 
TMR 505 (Com’r, 1957). This decision was rendered on respondent’s counterclaim for 
cancellation of petitioner’s registration. Petitioner’s request for cancellation of respon- 
dent’s two registrations covering the mark LUZERNE was granted by the Commissioner on 
other grounds. 

261. Miller Shoe Co., Inc. v. Vaisey Bristol Shoe Co., Inc., 116 USPQ 160, 48 
TMR 770 (Com’r, 1958). 

262. La Jolla Sportswear Co. v. Maskuline Underwear Co., Inc., 114 USPQ 130, 
47 TMR 1292 (Com’r, 1957). 

263. Cincinnati Floor Company v. United States Plywood Corp. et al., 115 USPQ 
91, 48 TMR 243 (Com’r, 1957). 

264. Venus Foundation Garments, Inc. v. Chapman § Sons, 116 USPQ 453, 48 
TMR 1011 (Com’r, 1958). 

265. 251 F.2d 628, 116 USPQ 417, 48 TMR 763 (C.C.P.A., 1958). 
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extend to products which are within the normal expansion of his 
business, particularly where, as here, the opposer’s mark could 
be classified in the category of “coined” or “fanciful” trademarks. 
The Court squarely held that in case of a “strong” trademark, an 
opposer should prevail not only in case of confusion of goods but 
in that of “confusion of business” as well and that the Court should 
not foster the staining of the owner’s reputation in the minds of 
his customers by permitting registration for a technically unre- 
lated product, which, in the eyes of the public, may be associated 
in one way or another with the opposer. Chief Judge Johnson’s 
opinion, however, included one caveat : 


“We do not wish to convey the impression by what we have 
stated above that where one enters into a field such as the 
manufacture and sale of household utensils, he thereby pre- 
empts the field as to every item used in a house.” ** 


Nevertheless, it was held that as between the marks and goods 
here involved, confusion was likely to arise and that the Court 
would not “view lightly” possible “encroachment” upon the regis- 
trant’s good will by a newcomer. On the other hand, in Sure-Fit 
Products Company v. Saltzson Drapery Company,*” the weakness 
of an opposer’s registration of suRE-FIT with regard to ready-made 
slip covers resulted in dismissal of an opposition against an appli- 
cation to register rire-Fit for identical goods. Both the Commis- 
sioner and the Court dismissed the opposition on the ground that 
the trademarks involved were “the weakest type of mark” and 
that opposer had no right to preempt the field as far as the word 
“fit” was concerned. It is interesting to observe that in reaching 
this conclusion, the Court made it clear that in cases of this sort, 
similarity of meaning alone was not sufficient to indicate likeli- 
hood of confusion where there was no similarity in sound or 
appearance in “weak” trademarks of this kind. 


266. 251 F.2d 628, 632, 116 USPQ 417, 48 TMR 763, 766. 

267. 254 F.2d 158, 117 USPQ 281, 48 TMR 1006 (C.C.P.A., 1958). 

268. As an interesting sidelight, mention may be made of the decision of Franks 
et al. vy. Robert T. Markson et al., 149 N.E.2d 619, 48 TMR 1133 (Sup. Jud. Ct. Mass. 
1958), involving the right of the plaintiff, user of the trade name JIM CLINTON to enjoin 
defendant from using the name BILL BENTON. The case was decided adversely to the plain- 
tiff on the ground that the names JIM CLINTON and BILL BENTON, while somewhat similar, 
were not deceptively so. The court said: “The use of short, easily remembered names is a 
common merchandising device and part of the public domain. Something more than this 
must be shown to entitle the plaintiffs to injunctive relief.” And again, “Despite the 
slight similarities mentioned above, we think that no reasonable person could mistake 
one name for the other. They neither sound nor look alike.” 
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Where, on the other hand, an applicant appropriates an op- 
poser’s entire trademark, “weak” though it may be, as part of a 
new composite mark, the Court held—contrary to the Commis- 
sioner—that the opposer should prevail. In Bellbrook Dairies, 
Inc. v. Hawthorn-Mellody Farms Dairy, Inc.,?° opposer owned a 
registration for the word stim for fluid milk and was ultimately 
successful in opposing vira-stim for the same product. The Com- 
missioner, in dismissing the opposition and reversing the Exam- 
iner, had put the emphasis on “the highly suggestive significance 
of the word sim and on the further fact that opposer did not use 
the word stim alone but always in combination with other sec- 
ondary trademarks.’ The Court expressed disagreement with the 
Commissioner in both these respects and reemphasized its view 
often referred to in previous reports*” that in deciding the issue 
of likelihood of confusion, the simultaneous use of secondary 
trademarks by an opposer was not entitled to consideration. The 
Court said: 

“The fact that each of the parties applies an additional 
name or trademark to its product is not sufficient to remove 
the likelihood of confusion. The right to register a trademark 
must be determined on the basis of what is set forth in the 
application rather than the manner in which the mark may 
be actually used.” *7? 


With regard to the word stim it was found that, contrary to the 
word vita, it did not have an actually descriptive connotation but 
was “suggestive of the intended effect of skimmed milk on the 
purchaser” and therefore should be considered the dominant part 
of applicant’s trademark vira-sLiM. 

Still discussing the Court’s decisions based on the substantive 
issue of likelihood of confusion, the opposer, in Whitehall Pharma- 
cal Company v. Frances Denney,”* who owned a registration of 
the trademark nope for laxatives and denture-suction powders, 
recently won a notable victory in preventing registration of the 
identical mark for perfumes and toilet waters. Commissioner 
Leeds had held*” that confusion was unlikely in view of the fact 


269. 253 F.2d 431, 117 USPQ 213, 48 TMR 995 (C.C.P.A., 1958). 

270. 110 USPQ 372, 46 TMR 1311 (Com’r, 1956); cf. “The Tenth Year,” 114 
USPQ No. 7; 47 TMR 879 at note 161. 

271. See particularly “The Tenth Year,” note 2 supra, 114 USPQ No. 7, 18; 47 
TMR 879, 922. 

272. 253 F.2d 431, 433, 117 USPQ 213, 214, 48 TMR 995, 997. 

273. 118 USPQ 88 (C.C.P.A., 1958). 

74. 109 USPQ 400, 46 TMR 991 (Com’r, 1956). 
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that applicant’s products were high-priced cosmetics sold by 
special demonstrators at special counters in department stores; 
it was her opinion that great weight should be attached to the 
“probable psychological impact of such surrounding cireum- 
stances.” However, the Court, in a four-to-one decision (Chief 
Judge Johnson dissenting) stressed the fact that prices may be 
changed at the whim of the manufacturer and that considering 
the wide variety of products sold in large drug stores, the “collee- 
tive mind of the public” had not necessarily been conditioned to 
distinguish as to origin between a perfume or toilet water sold 
under the trademark Horr and opposer’s denture products sold in 
the same stores under the identical trademark. As a result, Judge 
Rich’s opinion for the majority of the Court gave the benefit of 
the doubt to the opposer while the Chief Judge considered the 
products sufficiently unrelated to make consumer confusion un- 
likely. 


b. Opposer’s Burden of Proof 


In now turning from substance to procedure, we find a rather 
significant trend in at least three recent decisions toward putting 
more emphasis on the existence of registrations relied upon by the 
opposer than had been given thereto by the Commissioner of 
Patents in recent years. Thus, in General Shoe Corporation v. 
Lerner Bros. Mfg. Co., Inc.” the opposer, in opposing registra- 
tion of HoLiIpay for men’s outer shirts and lounging, beach and 
bath robes, had relied on a registration of the word HoLipay cov- 
ering, inter alia, men’s, women’s and children’s leather shoes. In 
addition, he relied on a separate registration of the same mark for 
rubber boots and shoes. The Examiner of Interferences had sus- 
tained the opposition but was reversed by the Commissioner on 
the ground that the testimony taken by opposer referring only to 
opposer’s women’s shoes and handbags was insufficient to support 
the conclusion that there may be likelihood of confusion between 
men’s sports shirts (applicant’s products) and women’s shoes and 
handbags.** In reversing the Commissioner, the Court unani- 
mously held that since one of the registrations relied upon by the 
opposer included men’s boots and shoes and since confusion be- 
tween men’s shirts and men’s shoes was “more than likely”, the 
case should have been decided on the basis of opposer’s broader 








275. 254 F.2d 154, 117 USPQ 281, 48 TMR 1001 (C.C.P.A., 1958). 
276. 108 USPQ 341, 46 TMR 501 (Com’r, 1956). 
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registration rather than on the ground that opposer’s testimony 
had failed actually to establish use on men’s products. The fol- 
lowing important rule was laid down by the Court: 


“Tf, in an opposition, like the present, in which opposer puts 
in some testimony as to its business activities, it must at the 
same time prove up the current factual accuracy of every 
allegation of a registration relied on, on penalty of having 
that registration treated as not covering all of the goods 
enumerated in it, then there is little left to the provision of 
section 7(b) of the statute that a registration is ‘prima facie 
evidence of the validity of the registration’ and of ‘regis- 
trant’s exclusive right to use the mark in commerce in con- 
nection with the goods or services specified in the certifi- 
cate.’ 99 277 


In support of its conclusion, the Court further emphasized that 
in an opposition proceeding it was not ordinarily appropriate to 
consider a contention that opposer had not used the mark on cer- 
tain goods covered by his registration and that such allegations 
should be made in a cancellation, rather than an opposition pro- 
ceeding. 

An equally important procedural rule was announced by the 
Court in American Throwing Company, Inc. v. Famous Bathrobe 
Company, Inc.,?"* which involved an opposition by the owner of a 
trademark registration for sLumMBER-KINs for children’s play suits 
and pajamas and a registration for wirer-K1ns for children’s bibs 
as against an application for registration of KN1T-K1Ns for infants’ 
and children’s knitted underwear. The applicant argued that the 
opposition should be dismissed on the ground that opposer had 
failed to discharge the burden of proving prior use of the mark 
and that the reliance on the registration certificates alone did not 
suffice to shift the burden of proof to the applicant. The Court, 
however, unequivocally held that opposer’s admitted initial bur- 
den of proof shifted to the applicant as a result of reliance by 
opposer on the registration certificates, which, according to Sec- 
tion 7(b) of the Act of 1946, “constitute prima facie evidence of 
ownership ... which ownership is prima facie evidence of use,” 
and which “is deemed to relate back to the filing date thereof.” 
The Court said: 


277. 254 F.2d 154, 157, 117 USPQ 281, 284, 48 TMR 1001, 1005. 
278, 250 F.2d 377, 116 USPQ 156, 48 TMR 750 (C.C.P.A., 1957). 
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“Where, as here, however, appellee has, by its registrations, 
established a prima facie case, the burden of proceeding shifts 
to appellant and it becomes incumbent upon it to refute ap- 
pellee’s prima facie case if it is to be successful in this pro- 
ceeding.” 7° 


The Court then expressed agreement with the Commissioner in 
finding the trademarks here involved to be confusingly similar. 

The Court also took occasion in The Gillette Company v. 
George P. Kempel, doing business as Shush Mfg. Co.,*° involving 
a conflict between applicant’s trademark sHusH for women’s port- 
able hygiene kits and opposer’s registration of nusu for toilet 
preparations, to hold that the Commissioner should not have dis- 
missed the opposition ex parte on the ground of lack of proof of 
title on the part of opposer. Again it was emphasized that owner- 
ship of the registration which referred to opposer as the owner 
constituted prima facie evidence of ownership and use and that 
this presumption was deemed to continue after registration for 
the benefit of the registrant. Consequently, it was held by a unan- 
imous Court to have been error on the part of the Commissioner 
to dismiss the opposition and decide the case only as an ex parte 
matter with the result that the inter partes issue was not then 
before the Court for determination. In view of the delay which 
had inevitably resulted in this case, as it had been in certain other 
cases, in which the Commissioner had acted on an ex parte basis 
thereby precluding consideration of the inter partes aspect of 
the case by the reviewing Court at the time of the first appeal by 
the opposer whose notice of opposition had been dismissed,” the 
Court deemed it necessary to add the following comment: 


“In our opinion it would be highly desirable in the interest of 
expeditious and orderly procedure to make the ruling in such 
cases inter partes in the first instance rather than ex parte. 
It would then be subject to review by us in the inter partes 





279. 250 F.2d 377, 380, 116 USPQ 156, 158, 48 TMR 750, 753. 

280. 254 F.2d 402, 117 USPQ 356, 48 TMR 1143 (C.C.P.A., 1958). 

281. See Roger § Gallet v. Janmarie, Inc., note 110 supra; for the Commissioner’s 
decision, cf. 107 USPQ 295, 46 TMR 216 (Com’r, 1955), discussed in “The Ninth Year,” 
110 USPQ No. 8, 12, 46 TMR 1012, 1045. Subsequent to the decision of the Court of 
Customs and Patent Appeals, holding the opposer entitled to institute the opposition, 
the Commissioner held, in an inter partes decision (now again before the Court on 
appeal), that confusion was not likely to arise between JANMARIE and JEAN MARIE 
FARINA, as applied to cosmetic items. Roger § Gallet v. Janmarie, Inc., 114 USPQ 406, 
47 TMR 1406 (Com’r, 1957). 
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appeal if the decision on other issues required such review, 
without having to await an inter partes ruling on remand.” **? 


A rather novel procedural point was raised—although not 
actually passed upon—in Erlen Products Company v. The Ton 
Company, involving an attempt to register TonicooL for sham- 
poo. An interference had been declared in view of an older regis- 
tration for the word Ton1 as applied to the same product, since 
applicant’s alleged date of first use predated by almost ten years 
the use date alleged in the Toni registration. The registrant of 
TONI subsequently moved to dissolve the interference on the basis 
of another prior registration of Ton1 for home permanent waving 
kits which, according to the registrant, had become incontestable 
upon filing of the required affidavit under Section 15 of the Act 
of 1946. The Examiner granted the motion to dissolve based on 
this earlier registration and refused to include it in the inter- 
ference on the ground that it had become incontestable. (Under 
Section 16 of the Act no interference shall be declared between an 
application and an incontestable registration.) In appealing to 
the Commissioner, the applicant did not allege error in the Ex- 
aminer’s refusal to extend the interference to the incontestable 
registration nor was the point directly raised before the Court, 
which consequently limited itself to ruling that a registration for 
a permanent wave kit, whether incontestable or not, served as a 
bar to registering Tonicoo, for a shampoo and that the question 
of confusion, as well as that of incontestability, could not be passed 
upon in the present proceeding which had declared an inter- 
ference between applicant’s TonicooL application and the tTon1 
shampoo registration, rather than the earlier registration of ToNnI 
for permanent wave equipment.** 


282. 254 F.2d 402, 404, 117 USPQ 356, 357, 48 TMR 1143, 1145. 

283. 251 F.2d 625, 116 USPQ 415, 48 TMR 760 (C.C.P.A., 1958). 

284. For other decisions dealing primarily with procedural problems, see Société 
Anonyme Marne et Champagne v. Myers, 116 USPQ 153, 48 TMR 756 (C.C.P.A., 1957), 
and Meyer Chemical Company v. Anahist Co., Inc., 252 F.2d 300, 116 USPQ 342, 48 
TMR 622 (C.C.P.A., 1958). The Court also took occasion in two recent cases to pass 
upon the extent to which an applicant in an opposition proceeding may rely on third 
party registrations. However, a motion for rehearing in both cases has been granted 
with the result that the court’s original decisions have not been officially released and 
this important issue will not be finally determined until after reargument this Fall. 
These cases have, therefore, not been included in the present report. 
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II. “DAMAGE” OR “INJURY” BASED ON OTHER GROUNDS 


a. Descriptiveness or Genericness of Applicant’s Mark 


Even in view of the note of caution expressed last year by 
Judge Rich in the corrropHin ecase**’ that oppositions or cancel- 
lations not based on likelihood of confusion between two trade- 
marks but founded on alleged similarity between the mark sought 
to be registered and a common descriptive name for the product 
involved, should not be sustained unless the application constituted 
“an attempted monopolistic withdrawal of terms from the public 
domain by means of a registration,” opposers and petitioners for 
cancellation have since been successful in six cases involving 
questions of this general nature before the Commissioner of 
Patents, and unsuccessful in only two cases. In The Esterbrook 
Pen Company v. Scripto, Inc.,** the Commissioner held that the 
registration of the term FLumLEaD for pencils would unduly inter- 
fere with opposer’s descriptive use of LIQUID LEAD and FLUIDLEAD 
for writing instruments, including pencils. In The Pfaudler Co. 
v. The Pennsylvama Salt Mfg. Company, an opposer successfully 
prevented registration of the term CORROSIONEERING as a trademark 
for a newsletter giving information relating to cements and general 
construction, on the basis of an allegation of opposer’s previous 
descriptive use of the same expression in connection with its busi- 
ness. It was found that opposer had used this term as a synonym 
for “corrosion engineering” and was entitled to continue such 
descriptive use. In Fourco Glass Company v. Libbey-Owens-F ord 
Glass Company,** an attempt to register the letters E-z-ryE failed 
over the opposition by a competitor who had used the complete 
descriptive phrase EASY ON THE EYES for many years in connection 
with the sale of glass products.**° Most recently, the Commissioner 
sustained an opposition involving registrability of the term putTcH 
APPLE for ice cream; opposer successfully contended that putcH 
APPLE was one of the standard flavors of ice cream and designated 








285. Armour and Company v. Organon, Inc., 245 F.2d 495, 114 USPQ 334, 47 
TMR 1517 (C.C.P.A., 1957). Cf. “The Tenth Year,” 114 USPQ No. 7, 20, 47 TMR 879, 
928. 

286. 114 USPQ 308, 47 TMR 1403 (Com’r, 1957). 

287. 114 USPQ 542, 47 TMR 110 (Com’r, 1957). 

288. 115 USPQ 191, 48 TMR 499 (Com’r, 1957). 

289. In this instance, motion for summary judgment was granted, dismissing the 
opposition on the additional ground that the exact issue had been adjudicated in previous 
proceedings between the same parties involving the same expression. 
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a particular type of flavor of opposer’s ice cream pies.*” In 
L. Nachman and Son, Inc. v. H. Kassoway & Son, Inc.,”** the 
Examiner in Chief ordered cancellation of a registration of the 
phrase wrap Nn’ TIE, which had issued on the Supplemental Regis- 
ter for women’s dresses; the petition was based on the allegation 
that the phrase had been previously used in advertising peti- 
tioner’s merchandise. The Examiner had held that petitioner’s 
advertising use was a descriptive use rather than trademark use 
and dismissed the petition but at the same time ordered cancella- 
tion of the registration ex parte based on petitioner’s prior de- 
scriptive use and on the further ground that the mark had not been 
in exclusive use by the registrant during the one year period prior 
to the filing of the application. Examiner in Chief Federico also 
sustained a counterclaim for cancellation of the registered trade- 
mark LUSsERNA as used on watches on the ground that this mark 
was confusingly similar to the geographical term, Lucerne.***? The 
CORTROPHIN case was distinguished on the ground that, contrary 
to that case, there was likelihood of confusion here between the 
registered mark LusserNa and the geographical term Lucerne “per 
se.” The Examiner in Chief added the important observation that 
anyone “who has been attacked with a registration” obviously has 
the necessary interest to institute cancellation proceedings and 
was likely to be injured by the continued existence of the regis- 
tration.?” 

On the other hand, an opposition based on the alleged generic- 
ness of the term CARGO CARRIER was dismissed in The B. F. Good- 
rich Company v. National Cooperatives, Incorporated,** and in 
Roux Distributing Co., Inc. v. Duart Manufacturing Co. Ltd.,?** 
it was held that the term KoLor-TREET for coloring shampoo was 
eligible for registration on the Principal Register despite opposer’s 
proven descriptive use of the words “color treatment,” “color 
treated,” etc. Applicant’s trademark was held to have acquired 
sufficient secondary meaning to permit registration on the Prin- 
cipal Register. 


290. The Borden Company v. G. P. Gundlach § Co., Inc., 117 USPQ 102, 48 TMR 
1018 (Com’r, 1958). 

291. 115 USPQ 102, 48 TMR 234 (Com’r, 1957). 

292. R. H. Macy and Co., Inc. v. The Richter and Phillips Co., 115 USPQ 342, 48 
TMR 505 (Com’r, 1957). 

293. The LUSSERNA case is also referred to supra, see text and notes 260, 292. 

294. 114 USPQ 406, 47 TMR 1410 (Com’r, 1957). 

295. 114 USPQ 511, 48 TMR 107 (Com’r, 1957). 
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b. Cancellation Based on Nonuse 


Where a petition for cancellation is based on an allegation 
that the registrant is no longer using the mark or has, in fact, 
abandoned it, it has been held in the past that in order to prevail 
the petitioner must show that he himself was using the mark at 
the time of the filing of the petition.” However, the Commissioner 
recently had again to rule in Grove Laboratories, Inc. v. Wolf, 
et al.,”*’ that the law in this regard should not be considered 
“inflexible” and that a petitioner who had interrupted his own use 
as a result of discovery of the existence of a conflicting registra- 
tion was legally “injured” by the continued existence of such 
registration where in fact the registrant had abandoned the use 
of the mark. Said Commissioner Leeds: 


“A decision to suspend use under such circumstances pending 
final delineation of the rights of the respective parties is a 
practical business decision which does not affect petitioner’s 
standing to contest the retention of the mark on the reg- 
ister.” 7% 


This decision may offer welcome assistance to many applicants 
who, after commencing use of a new trademark, find themselves 
confronted with a reference to a confusingly similar mark which, 
in fact, may not have been in use by the registrant for many years. 
This would be particularly true in those cases in which the refer- 
ence mark was registered under the Act of 1905 and had not been 
republished so that the mark would not be subject to automatic 
cancellation after a five-year period upon failure to file the affi- 
davit under Section 8 of the Act. 


III. EQUITABLE DEFENSES 


a. The Defense of Laches in Opposition Proceedings 


As pointed out last year,”® it seems well established now, 
since the decision of the Court of Customs and Patent Appeals in 
the Salem cases,°” that the defense of laches is not ordinarily 


296. Old Monk Olive Oil Company v. Southwestern Coca-Cola Bottling Co., 49 
USPQ 192, 31 TMR 203 (C.C.P.A., 1941). 

297. 115 USPQ 416, 48 TMR 638 (Com’r, 1957). 

298. 115 USPQ 416, 419, 48 TMR 638, 641. 

299. Cf. “The Tenth Year,” 114 USPQ No. 7, 22, 47 TMR 879, 933. 

300. Salem Commodities, Inc. v. The Miami Margarine Company, 244 F.2d 729, 
114 USPQ 124, 47 TMR 1267 (C.C.P.A., 1957). 











1090 THE TRADEMARK REPORTER Vol. 48 T.M.R. 





available in an opposition proceeding despite the fact that opposer 
may have long been aware of applicant’s use of the mark sought 
to be registered. Despite the Salem decision, applicants have 
apparently not been completely discouraged from raising the de- 
fense of laches. Thus, in The Hobart Manufacturing Company v. 
Rival Manufacturing Company,* a motion had been made by the 
opposer to dismiss the applicant’s affirmative defense of laches, 
acquiescence and estoppel. The Examiner of Interferences had 
denied the motion to strike this defense but was reversed by the 
Commissioner, who held that under the Salem case, this defense 
could no longer be raised in an opposition proceeding. Said 
Commissioner Leeds: 


“The effect of the decision of the Court is that an opposer’s 
acquiescence in an applicant’s use of a mark, even though 
creating an estoppel against the opposer’s right to challenge 
such use, is not available to an applicant as a defense to his 
right to register.” *? 


IV. CONCURRENT USE PROCEEDINGS 


It was only during the eleventh year of the Lanham Act that 
the Court of Customs and Patent Appeals had its first opportunity 
to pass on an issue of concurrent registration under Section 2(d) 
of the Act. Unfortunately, the facts involved in this particular 
case were so unusual as to prevent the court from rendering a 
decision which might have served to clarify the many controversial 
and ambiguous problems which have vexed the Patent Office and 
trademark lawyers since the enactment of the statute. It appeared 
in 77 Silber, d.b.a. Economy Products Co. v. The Bullseye Corpo- 
ration, that the appellant, although it had used the trademark 
involved in California, Washington and Arizona, was not entitled 
to a concurrent registration or any registration at all because of 
inconsistencies and false allegations of ownership in its testimony 
as well as in the application papers. In view of this it might have 
been expected that the appellee should have been held entitled to 
an unrestricted registration and the Assistant Commissioner had 
so held.** The Court of Customs and Patent Appeals, however, 





301. 114 USPQ 171, 47 TMR 1394 (Com’r, 1957). 

302. Ibid. 114 USPQ 171, 172, 47 TMR 1394, 1395. Other affirmative defenses 
raised by applicant were likewise ordered stricken in this case. 

303, 254 F.2d 405, 117 USPQ 358, 48 TMR 1146 (C.C.P.A., 1958). 

304, The Bullseye Corp. v. Silber, d.b.a. Economy Products Co., 110 USPQ 374, 
46 TMR 1433 (Com’r, 1956). 
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in a four to one decision, ruled that appellee was entitled only to 
a restricted registration excluding the states of California, Wash- 
ington and Arizona. This restriction was based on the fact that 
appellee itself had not sought an unrestricted registration but had, 
in its application, especially excluded the above mentioned three 
states and had admitted use by appellant in those states at least 
since November 1949. The court refused to accept appellee’s argu- 
ment that this concession of prior right on the part of appellee 
had been “due to a mistake” and held that appellee could not 
properly be granted a registration “of greater scope than that 
requested in its application as filed.” As a result, a so-called 
“concurrent” registration, which, of course, should more properly 
be designated a “restricted” registration, was awarded to appellee, 
despite the fact that it would seem to have clearly appeared from 
the record and testimony that but for appellee’s mistake in the 
application, it would have been entitled to an unrestricted regis- 
tration.*” 


PART III. TRADEMARK INFRINGEMENT AND 
UNFAIR COMPETITION 


I. USE OF INFRINGING MARK OR NAME 


a. Appellate Federal Court Decisions 


The perfume importers case, an antitrust proceeding involv- 
ing the scope and effect of Section 42 of the Lanham Act and 
Section 526 of the Tariff Act, to which reference has already been 
made,*” will apparently remain the only case in which the United 
States Supreme Court may have occasion in the immediate future 





305. Judge Rich concurred only in the result reached by the majority, while Judge 
Worley took the view that neither of the two parties was entitled to registration, “con- 
current or otherwise.” 

In the only other inter partes proceedings involving the concurrent use section of 
the statute, Commissioner Leeds held that both parties had proven substantial rights 
in their respective territories and were, therefore, entitled to territorially limited con- 
current registrations: Richfield Oil Corp. v. Richfield Oil Corp. of New York, 114 
USPQ 408, 47 TMR 1414 (Com’r, 1957), use of roco; and Ex parte Samson, Crane 
Co., d.b.a. Clinton Clothing Co., 115 USPQ 367, 48 TMR 531 (Com’r, 1957), use of 
JIM CLINTON. 

For the most recent decision on concurrent use, cf. The Frontier Refining Co. Vv. 
Frontier Oil Refining Corp.; Ashland Oil & Refining Co. v. The Frontier Refining Co., 
118 USPQ 176 (Com’r, 1958), involving use of the mark FRONTIER for motor lubricating 
oil and an application to use the same word for gasoline, kerosene, naphtha, fuel oil 
and fuel oil for jet engines. 

306. U.S. v. Guerlain, Inc.; U.S. v. Parfums Corday, Inc.; U.S. v. Lanvin-Parfums, 
Inc., 155 F.Supp. 77, 114 USPQ 293, 47 TMR 1087 (D.C., 8.D. N.Y., 1957). See note 
121 supra and text. 
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to pass upon a provision of the Trademark Act of 1946. It would 
seem almost ironical that the first opportunity thus taken by the 
Court to interpret the Lanham Act should involve a section of 
the Act which had been bodily lifted from the predecessor Act of 
1905, Section 27, and which had been previously interpreted by 
the Court in Bourjois & Co. v. Katzel.*” It is hoped that the Court 
may not by-pass the trademark issue and decide the case solely 
on the basis of Section 2 of the Sherman Act, since it would seem 
of great importance to trademark owners to see the Bourjois 
case reaffirmed in the light of the rather shaky position in which 
exclusive distributors and importers have found themselves re- 
cently with regard to trademarks registered in the United States 
in their own names.*”® 

In reviewing significant federal court decisions of the last 
year, and beginning with the Court of Appeals for the Second 
Circuit, we recently found that court confronted with the necessity 
of determining the status of an exclusive U.S. distributor-assignee, 
in Avedis Zildjian Co. v. The Fred Gretsch Mfg. Co.,°° an R.S. 
4915 proceeding seeking cancellation of defendant’s trademark 
registration and the latter’s counterclaim for an injunction and 
damages. It may be recalled that the District Court had held*”’ 
that an exclusive distributor, to whom the U.S. good will had been 
assigned in connection with a foreign-made product, had become 
the legal owner of the mark in this country under the rule of the 
Scandinavia Belting Company case.*" The District Court’s deci- 
sion has now been affirmed by a unanimous court of appeals. Chief 
Judge Clark expressly stated that an exclusive-use distributor- 
assignee should be held the owner of the trademark for purposes 
of registration under the Bourjois, Scandinavia, Roger & Gallet 
and other cases.*” 

With regard to the issue of likelihood of confusion, the only 
two Second Circuit decisions which passed upon this issue demon- 
strate the unpredictability of the outcome of litigation of this 
kind. In The Upjohn Company v. Schwartz, doing business as 


307. 260 U.S. 689, 13 TMR 69 (1923). 

308. See “Trademark Use and Ownership,” supra, part b. 

309. 251 F.2d 530, 116 USPQ 216, 48 TMR 694 (C.A. 2, 1958). 

310. Avedis Zildjian Co. v. The Fred Gretsch Mfg. Co., 147 F.Supp. 614, 112 
USPQ 424, 47 TMR 598 (D.C., E.D. N.Y., 1956). This case was discussed in “The 
Tenth Year,” 114 USPQ No. 7, 10, 47 TMR 879, 901. 

311. Note 112 supra. 

312. Bourjois v. Katzel, note 307 supra; Scandinavia Belting Co. v. Asbestos & 
Rubber Works of America, Inc., note 112 supra; Roger § Gallet v. Janmarie, Inc., 
note 110 supra; and £. Leitz, Inc. v. Watson, note 111 supra, and others. 


” 
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Bryant Pharmaceutical Company,"* the District Court, although 
not finding the defendant guilty of substitution and unfair com- 
petition, found his trademark syrocon to be an infringement of 
plaintiff’s cuzracou.** The Court of Appeals, on the other hand, 
reached exactly the opposite result: defendant’s deliberate copy- 
ing and imitating of plaintiff’s product was held to constitute 
unfair competition even in the absence of a showing that plaintiff’s 
product had acquired secondary meaning and, in the absence of 
actual proof of passing off; however, no likelihood of confusion 
was found to exist between cHERACOL and syRocoL since they 
neither looked nor sounded alike and since the last syllable was 
“not uncommon” in the drug trade. In The Warner Brothers Com- 
pany v. Jantzen, Inc.,** involving alleged infringement of the 
registered trademark a’LuRE as applied to brassieres by defen- 
dant’s trademark curvaLLuRE for the same goods, the court simi- 
larly held, in a two-to-one per curiam decision, that plaintiff was 
asking too much in seeking a “private monopoly” in the common 
word “allure” as applied to brassieres. The majority did not be- 
lieve that buyers in this “crowded field of competitive advertising” 
would be so “naive” as to regard a’LURE and CURVALLURE brassieres 
to be the products of a single manufacturer, particularly since 
defendant always joined cURVALLURE with its own name JANTZEN 
and a representation of a diving girl. Said the court, in affirming 
the District Court: 


“TInsistent American advertising, whatever its faults, has surely 
induced a certain degree of sophistication and wariness in 
us all.” ** 


Judge Lumbard, in dissenting, expressed the view that the ma- 
jority opinion was against the trend toward more effective protec- 
tion against unfair competition and that the use of the mark 
CURVALLURE should have been held to constitute an infringement 
of plaintiff’s trademark. 

In the only other trademark infringement case before the 
Court of Appeals for the Second Circuit, the court for the first 
time had to pass upon the effect of a collective trademark under 
the Act of 1946 and, more particularly, the rights of a member of 


313. 246 F.2d 254, 114 USPQ 53, 47 TMR 1230 (C.A. 2, 1957). 

314. 131 F.Supp. 649, 105 USPQ 150, 48 TMR 726 (D.C., S.D. N.Y., 1954). 
315. 249 F.2d 353, 115 USPQ 258, 48 TMR 337 (C.A. 2, 1957). 

316. 249 F.2d 353, 354, 115 USPQ 258, 48 TMR 337, 338. 
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a collective who had previously used one component part of the 
collective mark as a trademark within a certain territory and had, 
in assigning it to the collective, reserved his “full and unrestricted 
right” within his former territory and adjacent areas. In Huber 
Baking Company v. Stroehmann Brothers Company,“ the con- 
clusion was reached in a comprehensive opinion by Judge Medina 
that, in the light of this limited assignment, the trademark rights 
of the other members of the collective (Quality Bakers of Amer- 
ica Cooperative, Inc.) did not include the plaintiff’s territory but 
that, on the contrary, he should be deemed an exclusive licensee 
with regard to the collective mark within the territory which he 
had occupied prior to the formation of the collective and including 
those areas which lay within the natural expansion of his activi- 
ties. It was further found that the plaintiff was not estopped, 
as a result of having joined the association, from asserting his 
claim of exclusive rights within such territory. 

The issue of territorial scope of trademark licenses was also 
involved in a recent decision by the Third Circuit in the HoLLYwoop 
bread case,*** in which Chief Judge Kirkpatrick had held*’® that a 
trademark licensor may, by contract, prohibit sales by a licensee 
to third parties outside the territory of the license but that the 
license agreement in this particular case did not specifically 
prevent the licensee from selling the trademarked product within 
his territory for use in another licensee’s area. The interesting 
question whether sales by a licensee outside his territory may 
constitute not only breach of contract but trademark infringement, 
was raised but not passed upon by the lower court. On appeal, 
Chief Judge Biggs, speaking for a unanimous court, affirmed the 
lower court’s decision that bona fide sales to an independent 
purchaser within a licensee’s exclusive territory did not result in 
either a breach of contract or trademark infringement even though 
the licensee may have known that the merchandise sold within his 
territory was intended to be resold outside that area. 

On the question of likelihood of confusion, the Third Circuit 
in three recent cases revealed a considerably more favorable 
approach toward protection of the plaintiff trademark-owner than 
the Second Cireuit had evidenced in the a’LURE and cCHERACOL 
eases. In Morgenstern Chemical Company, Inc. v. G. D. Searle & 


317. 252 F.2d 945, 116 USPQ 348, 48 TMR 711 (C.A. 2, 1958). 

318. The Parkway Baking Co., Inc., et al. v. Freihofer Baking Co., et al., 
117 USPQ 426 (C.A. 3, 1958). 

319. 154 F.Supp. 823, 114 USPQ 278, 47 TMR 1373 (D.C., E.D. Pa., 1957). 
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Company,” the court, speaking through Judge Maris, reversed 
the lower court, which had held that no confusion was likely to 
arise between MicTURIN and defendant’s mictinrz. The court was 
influenced by the fact that particular care should be taken in the 
pharmaceutical industry to avoid any possibility of confusion: 


“For physicians and pharmacists are human and in common 
with the rest of mankind are subject to human frailties. In 
the field of medicinal remedies the courts may not speculate 
as to whether there is a probability of confusion between simi- 
lar names. If there is any possibility of such confusion in the 
case of medicines public policy requires that the use of the 
confusingly similar name be enjoined.” ** 


Judge Kirkpatrick’s decision in favor of the owner of the regis- 
tered trademark picx1e’s for boys’ clothing as against defendant’s 
use of DICKIE DAvis**? was likewise affirmed on appeal.*** Defen- 
dant’s counterclaim seeking cancellation of plaintiff’s trademark 
on the basis of descriptiveness and on being primarily merely a 
surname was rejected. Over strenuous objection by the defendant, 
the appellate court also granted plaintiff an accounting of profits, 
guided in part by the consideration that the defendant had con- 
tinued the infringement after a default judgment had been entered 
against him in a Patent Office proceeding as far back as 1952. A 
still stronger pro-plaintiff attitude is reflected in the court’s most 
recent decision in the pump room case.*** Defendant there had 
been enjoined by the District Court from using that name for a 
restaurant unless accompanied by his name, orsartti.** The plain- 
tiff, owner of the famous Chicago restaurant, who had previously 
succeeded in enjoining a similar misuse of pump Room by a New 
York corporation,®** successfully argued before the Court of 
Appeals that defendant should be enjoined from any use of the 
name PUMP ROOM with or without adding his own name thereto. 


320. 253 F.2d 390, 116 USPQ 480, 48 TMR 866 (C.A. 3, 1958). 

321. 253 F.2d 390, 393-4, 116 USPQ 480, 483, 48 TMR 866, 870. A petition for 
certiorari was filed in this case, 117 USPQ No. 12, p. ii (June 11, 1958). 

322. Williamson-Dickie Mfg. Co. v. Davis Mfg. Co., 149 F.Supp. 852, 112 USPQ 
383, 47 TMR 624 (D.C., E.D. Pa., 1957), discussed in “The Tenth Year,” 114 USPQ No. 
7, 26, 47 TMR 879, 943. 

323. 251 F.2d 924, 116 USPQ 303, 48 TMR 608 (C.A. 3, 1958). 

324. Ambassador East, Inc. v. Orsatti, Inc., et al., 118 USPQ 47 (C.A. 3, 1958). 

325. Ambassador East, Inc. v. Orsatti, Inc. and Arnold Orsatti, 155 F.Supp. 937, 
115 USPQ 172, 48 TMR 456 (D.C., E.D. Pa., 1957). 

326. Ambassador East, Inc. vy. Shelton Corners, Inc., 120 F.Supp. 551, 101 USPQ 
180, 44 TMR 828 (D.C., 8.D. N.Y., 1954) ; ef. “The Seventh Year,” note 168, 102 USPQ 
No. 7, 27, 44 TMR 991, 1047. 
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The court, speaking through Judge Goodrich, observed that in all 
cases involving famous restaurants except one (the EL CHICO 
case),*** the owners thereof had been awarded exceptionally strong 
protection against whittling away their national reputations; 
accordingly, it was held that the defendant should be absolutely 
enjoined from using the name pump room for his restaurant. In 
Perfectform Corporation v. Perfect Brassiere Co., Inc.,°** too, 
plaintiff was granted broader protection by the court of appeals 
than had been awarded by the lower court.*” Plaintiff sold ladies’ 
slips and related products under the trademark pERFECTFORM which 
had been registered on the Supplemental Register and had been 
widely advertised thereafter. Defendant used the same mark in 
two words and in different print for brassieres. Defendant unsuc- 
cessfully sought to register its trademark in the Patent Office. 
Contrary to the District Court, the Court of Appeals held that 
the plaintiff’s admittedly weak trademark had been infringed by 
the defendant and that the defendant was guilty of unfair com- 
petition. 

The only case in the Third Circuit in which the plaintiff was 
as unsuccessful on appeal as it had been below was the BLUE DoT 
litigation.**° The plaintiff failed to convince the court that the 
“blue dot” had acquired secondary meaning and that its registra- 
tion should be sustained. The court concluded—as had the lower 
court—that the registration of the “blue dot” was invalid because 
of its functional character and its descriptiveness; the “blue dot” 
was held to be in the public domain and defendant was free to 
imitate this functional feature as long as reasonable precautions 
were taken to advise purchasers that defendant’s flashbulbs were 
not of plaintiff’s manufacture. 

Contrary to the numerous infringement cases which arose in 
the Third Circuit during the past year, no decisions in the Fourth 
or Fifth Circuits were rendered in this area, and the Sixth Circuit 
had occasion in only one case to pass upon the Trademark Act of 
1946. In Lyon v. Quality Courts United, Inc.,*** the lower court 
had granted summary judgment enjoining defendant from using 


327. El Chico, Inc. vy. El Chico Cafe, 214 F.2d 721, 102 USPQ 267, 44 TMR 1307 
(C.A. 5, 1954). 

328. 117 USPQ 433 (C.A. 3, 1958). 

329. The decision of the lower court is set forth in detail in 117 USPQ 433. 

330. Sylvania Electric Products, Inc. v. Dura Electric Lamp Co., Inc., et al., 247 
F.2d 730, 114 USPQ 434, 47 TMR 1511 (C.A. 3, 1957). For the lower court’s decision, 
ef. 144 F.Supp. 112, 111 USPQ 17, 47 TMR 51 (D.C., N.J., 1956). 

331. 249 F.2d 790, 115 USPQ 300, 48 TMR 477 (C.A. 6, 1957). 
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plaintiff’s trademarks and trade names in the operation of defen- 
dant’s motel.**? It appeared that the plaintiff organization was 
an association assisting its over 400 members in the operation of 
motel services in accordance with high standards and under its 
supervision. Only motel owners living up to these standards were 
eligible for membership in the organization and every member’s 
establishment was periodically inspected. Plaintiff’s name, QUALITY 
COURTS UNITED, INC., within a distinctive design, was registered as 
a trademark for “travel guides” and plaintiff had also secured 
two collective service marks for “providing lodging in tourist 
courts.” Defendant, upon finding himself ineligible for member- 
ship, nevertheless used the name quaLity court on his establish- 
ment, stationery, and otherwise. One of defendant’s two principal 
defenses was that the alleged infringement was a purely intra- 
state activity outside the scope of the Lanham Act. It was held, 
however, that since defendant’s intrastate activities had a sub- 
stantial effect on plaintiff’s interstate commerce, his activities 
came within the infringement provisions of the federal law. 


The Court of Appeals for the Seventh Circuit affirmed in all 
respects the lower court’s decision in the snap-on case,*** upholding 
plaintiff’s common law trademark rights in the term and enjoining 
defendant from using this term as a trademark or in any other 
way which may create the impression that defendant was in any 
way connected with plaintiff or plaintiff’s product. No basis was 
found for defendant’s allegation that the term snap-on should be 
considered a common descriptive name for the tools involved, but 
on the contrary, the term was found to have acquired a secondary 
meaning. Also affirmed was the lower court’s decision in the Staley 
case,*** one of the most bitterly litigated trademark disputes of 
recent years. Without reviewing the legal conclusions reached by 
the lower court in detail, the appellate court was satisfied that 
plaintiff had been the first user of the staLey name with regard to 
its product and that, despite many years of simultaneous use of 
the name by both parties, confusion of the public had become 
unavoidable and that members of the public often erroneously 


332. Quality Courts United, Inc. v. Quality Courts, Inc., 140 F.Supp. 341, 109 
USPQ 92, 46 TMR 567 (D.C., M.D. Pa., 1956), discussed in “The Ninth Year,” 110 
USPQ No. 8, 46 TMR 1017, 1090. 

333. Snap-On Tools Corp. v. Winkenweder § Ladd, Inc., 250 F.2d 154, 115 USPQ 
380, 48 TMR 348 (C.A. 7, 1957), on appeal from 150 F.Supp. 792, 111 USPQ 394, 47 
TMR 207 (D.C., N.D. Ill., 1956). 

334. A. E. Staley Manufacturing Co. v. Staley Milling Co., 253 F.2d 269, 116 
USPQ 546, 48 TMR 730 (C.A. 7, 1958). 
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assumed that defendant may have been a subsidiary of plaintiff 
or, in fact, identical with it. Moreover, defendant was found to 
have been guilty of “progressive encroachment” upon plaintiff’s 
name and to have done so knowingly since at least 1934.**° Most 
recently, the Court of Appeals for the Seventh Circuit was asked 
to review a lower court’s denial of a preliminary injunction against 
a defendant who had been using the composite name FREE-WESTING- 
HOUSE on sewing machines, but the District Court had, however, 
gone only to the extent of granting a temporary injunction en- 
joining defendant from representing directly or indirectly that 
its product embodied any product manufactured by the plaintiff.**° 
In its appeal, Westinghouse contended that the limited relief thus 
granted was totally inadequate and that defendant should not be 
permitted to refer in any way to Westinghouse in connection with 
its name or product. It appeared that many years ago a sewing 
machine manufacturer by the name of Free had been selling 
machines manufactured by Westinghouse under certain patents 
and that Free had been granted a license to use the mark weEst- 
INGHOUSE in connection with these machines. Free had continued 
to use the trade name FREE-WESTINGHOUSE from 1919 to 1953, and 
refused to discontinue the trade name upon the expiration of the 
patent license agreement under which the machines had been 
made up to that time. In 1953, Free went out of the sewing ma- 
chines business and canceled all orders for Westinghouse motors; 
according to the plaintiff, Free started, in 1954, to sell sewing 
machines bearing the wEestiINGHOUsE trademark in the FREE-WEST- 
INGHOUSE combination, although the machines no longer contained 
any product by Westinghouse but were largely imported from 
Italy and Germany or, subsequently, Japan. In answer to plain- 
tiff’s motion for a preliminary injunction, defendant alleged that 
it had acquired valid common law trademark rights in the name 
FREE-WESTINGHOUSE and that, moreover, plaintiff was guilty of 
laches. The Court of Appeals refused to review the controversy 
on the merits but merely affirmed the lower court’s decision on the 
theory that the status quo should be preserved until the case were 
tried. It would seem that this case will eventually raise the im- 
portant issue whether, quite regardless of the plaintiff’s past 


335. The unsuccessful defendant applied for a writ of certiorari to the U.S. 
Supreme Court May 26, 1958, 117 USPQ No. 8, p. ii, which was denied June 23, 1958, 
117 USPQ No. 13, p. ii. 

336. Westinghouse Electric Corp. v. Free Sewing Machine Co., et al., 118 USPQ 
3 (C.A. 7, 1958), on appeal from the District Court for the Northern District, Illinois. 
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conduct, the public should be entitled to protection against con- 
tinued use of a trade name or trademark which, unless carefully 
circumscribed, was bound to result in consumer deception. 

The Court of Appeals for the Eighth Cireuit held in Jowa 
Farmers Union v. Farmers’ Educational and Cooperative Union 
of America® that plaintiff, who had become widely known as 
FARMERS UNION, could enjoin defendant from publishing a local 
newspaper under the name 10wA UNION FARMER. Plaintiff’s marks 
FARMERS UNION and UNION FARMER were held to have acquired a 
secondary meaning and defendant’s activities, even though local 
in nature, were found to have adversely affected plaintiff’s inter- 
state commerce.*** The Eighth Cireuit Court also held, contrary 
to the lower court, that a manufacturer of paints, doing business 
under the trademark Fuiint-Top, could enjoin a wholesale dis- 
tributor from selling the same products under the term aGaTE-TopP, 
particularly since defendant used the exact shades of color which 
plaintiff employed for its rLint-ropr products and had previously 
been in a contractual relationship with the plaintiff.**® The court’s 
finding of infringement was based not only on the partial identity 
of the marks but on all surrounding circumstances, including 
identical code numbering systems, and identical color shades. In 
addition to holding acatr-tor to be a colorable imitation of FLINtT- 
top, defendant was found guilty of unfair competition.**’ 

In now proceeding to the Ninth Circuit, it should be noted that 
the Court of Appeals affirmed, in a per curiam ruling, without 
opinion, the decision by Judge Mathes in the Las paLMas case**’ to 
which particular attention was called in last year’s report.**? In 


337. 247 F.2d 809, 114 USPQ 382, 47 TMR 1492 (C.A. 8, 1957); on appeal from 
141 F.Supp. 820, 110 USPQ 531, 47 TMR 1054 (D.C., S.D. Lowa, 1956), discussed in 
“The Tenth Year,” 114 USPQ No. 7, 27, 47 TMR 879, 945. 

338. Cf. subsequent decision by the same court in contempt proceeding, Stover 
v. Farmers’ Educational and Cooperative Union of America, 250 F.2d 809, 116 USPQ 
130, 48 TMR 699 (C.A. 8, 1958). 

339. Stewart Paint Mfg. Co. v. United Hardware Distributing Co., 253 F.2d 568, 
117 USPQ 6, 48 TMR 879 (C.A. 8, 1958), reversing 141 F.Supp. 638, 110 USPQ 16, 
46 TMR 1121; 145 F.Supp. 547, 111 USPQ 223, 47 TMR 213 (D.C. Minn., 1956). 

340. Judge Sanborn, dissenting, voted to affirm the lower court’s ruling on the 
ground that defendant’s conduct, although it had “an element of unfairness” about it, 
did not constitute unfair competition, and on the further ground that plaintiff’s trade- 
mark FLINT-TOP should not have been held infringed by AGATE-TOP. 

341. Las Palmas Food Company, Inc., et al. v. Ramirez & Feraud Chili Co., 245 
F.2d 874, 114 USPQ 473 (C.A. 9, 1957), affirming 146 F.Supp. 594, 111 USPQ 296, 
47 TMR 217 (D.C., 8.D. Calif., 1956). 

342. “The Tenth Year,” 114 USPQ No. 7, 26, 47 TMR 879, 942. In January 
1958, the U.S. Supreme Court denied a petition for certiorari and the defendant has 
now been permanently enjoined from interfering with the plaintiff’s trademark rights 
in LAS PALMAS. The writer has been informed that since last year’s report, the Mexican 
Supreme Court has canceled defendant’s Mexican registration. 
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Sleeper Lounge Company v. Bell Manufacturing Company,** the 
court, in a decision by Judge Barnes, held, contrary to the lower 
court, that plaintiff’s registered trademark wonpER cHaiR for 
reclining chairs was not infringed by defendant’s trademark 
WONDER BED. The court was influenced by the fact that plaintiff 
actually used the language BELL’s WONDER CHAIR, while defendant 
used SLEEPER LOUNGE, THE WONDER BED, so that the only similarity 
between the two names was found in the word wonpeR. As a 
result, no actual confusion nor likelihood of confusion was found 
and no relief was granted against the defendant although the issue 
of validity of plaintiff’s registration was not passed upon in view 
of the finding of noninfringement. In contrast with the wonpER 
CHAIR case, the Safeway Stores were successful on appeal in en- 
joining use of the trade name saFEway in connection with retail 
furniture operations in the California area.*** Relief was granted 
against use of the sareway name on furniture or by furniture 
stores even though there was no direct competition between the 
parties; but it was pointed out that the plaintiff’s stores did 
sell brooms, floor wax, furniture polish and related products, 
even though they were not engaged in the sale of furniture as 
such. The District Court had held that protection of the admit- 
tedly well-known trade name sareway should be limited to the 
retail trade connected with sale of “commodities usually found in 
a retail grocery and food store” and that furniture did not come 
within this category. 

In finally reaching the Tenth Circuit, we must revisit the 
bitterly contested souro litigation in which, it may be recalled, 
The Standard Oil Company of Indiana succeeded, after one of the 
longest trials in the history of trademark litigation, in enjoining 
The Standard Oil Company of Ohio from using the designation 
soHio in the former’s territory, i.e., fifteen states in the midwestern 
area. The appellate court came to the conclusion***—as had the 
District Court***°—that the use of sonio in plaintiff’s territory had 
the “total effect” of “creating in the mind of the ordinary pur- 
chaser, exercising due care in the market place” the idea that 
products marked under that name were Standard Oil products 


348. 253 F.2d 720, 117 USPQ 117, 48 TMR 970 (C.A. 9, 1958). 

344. Safeway Stores, Inc. v. Safeway Furniture Co., Inc., 246 F.2d 826, 114 
USPQ 206, 47 TMR 1083 (C.A. 9, 1957), reversing 153 F.Supp. 765, 114 USPQ 211, 
47 TMR 1079 (D.C., 8.D. Calif. 1956). 

345. The Standard Oil Company v. Standard Oil Company, 252 F.2d 65, 116 
USPQ 176, 48 TMR 168 (C.A. 10, 1958). 

346. 141 F.Supp. 876, 110 USPQ 122, 46 TMR 867 (D.C. Wyo., 1956). 
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and would be understood in the Indiana Standard Oil Company’s 
territory to refer to it, rather than the defendant. The final 
result of this litigation thus constitutes another notable victory 
for Standard Oil of Indiana in preventing use in its territory of 
any name or abbreviation which is suggestive of sTANDARD OIL; 
one is reminded of the trademark litigation many years ago in 
the Eighth Circuit, in which the court had enjoined Standard 
Oil of New Jersey from doing business in the Indiana territory 
under the trademark ssso.** 


b. Lower Court Decisions 


After ten years, a few lower court decisions have at last been 
handed down which expressly give consideration to the fact that 
the registered trademark involved in infringement litigation has 
become “incontestable” under Section 15 of the Act. This was 
true, for instance, in Domestic Engineering Company v. Conover- 
Mast Publications, Inc.,** where the plaintiff’s periodical trade- 
mark INsTITUTIONS was upheld as against the defendant’s charge 
that the word was descriptive as to magazines. As a result, the 
plaintiff succeeded in enjoining defendant from using that word 
as part of a magazine title in the same general field and defen- 
dant’s counterclaim for cancellation of plaintiff’s trademark was 
dismissed.**® Again, incontestability of plaintiff’s trademark BLUE 
DIAMOND BRAND for fresh apples was one of the grounds relied 
upon by the court in enjoining the defendant from using the word 
DIAMOND alone.**” In The Pure Oil Company v. Paragon Oil Com- 
pany,’ two of plaintiff’s registrations of various trademarks 
including the word purRE as applied to gasoline and motor oil 
were found to have become incontestable and, therefore, not sub- 
ject to attack on the basis of descriptiveness.*” 


Among other cases in which the owners of trademarks were 
successful in recent litigation, the case of Wyatt Earp Enterprises, 





347. Esso, Inc. v. Standard Oil Co., 98 F.2d 1, 38 USPQ 295, 28 TMR 386 (C.C.A. 
8, 1938). 

° "348. 154 F.Supp. 948, 114 USPQ 141, 47 TMR 1060 (D.C., N.D. Ill., 1957). 

349. In another periodical name case not involving an incontestable trademark, 
plaintiff, publisher of the magazine called PLAY Boy, secured an injunction against a 
competitor who used PLAY GIRL as the title of a magazine, HMH Publishing Co., Inc. v. 
Walter Hale, 156 F.Supp. 594, 115 USPQ 351, 48 TMR 466 (D.C., N.D. Calif., 1957). 
Cf. note 375, infra. 

350. Apple Growers Association v. Pelletti Fruit Co., Inc., 153 F.Supp. 948, 115 
USPQ 169, 48 TMR 443 (D.C., N.D. Calif., 1957). 

351. 117 USPQ 321, 48 TMR 1117 (D.C., N.D. Ohio, 1958). 

352. 117 USPQ 321, 322. 
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Inc. v. Sackman, Inc.,*** is perhaps the most noteworthy. There 
the owner of the well-known television program had given numer- 
ous licenses to manufacturers of children’s wear under which they 
were permitted to use the wyatt EARP name under plaintiff’s super- 
vision and control as against payment of royalties. Defendant, 
an ex-licensee, continued use of the wyatr EaRP mark on his chil- 
dren’s playsuits and, when sued, was enjoined on the ground that 
plaintiff’s property right, based on wide secondary meaning of 
the name, should be protected against unauthorized use by others 
even on nonrelated commercial products; the court ruled that a 
denial of a preliminary injunction would irreparably injure and 
jeopardize plaintiff’s entire licensing system. 

Another rather unique case, which involved one of the leading 
educational institutions of this country, was John Roberts Manu- 
facturing Company v. University of Notre Dame du Lac.*** There 
a manufacturer of rings had sold his product with the official seal 
of the University embodied therein and sought a declaratory 
judgment to the effect that manufacture and sale by him of the 
so-called new Notre Dame ring was not in violation of the Uni- 
versity’s rights. The court held that the unauthorized use of the 
name NOTRE DAME together with the use of the official seal and 
other identifying symbols constituted unfair competition.*”* 

Although we may be in the habit of referring to a trademark 
such as BLUE RIBBON as one of the prototypes of a “weak” trade- 
mark, it has been awarded limited protection during the last 
twelve months in two totally unrelated cases. In The Oakford 
Company v. The Kroger Company, the Kroger Company’s 
common law rights, based on prior use of BLUE RIBBON within a 
defined midwest area, were upheld as against a subsequent regis- 
tration by a manufacturer of paper products who had registered 
BLUE RIBBON for such products in 1934. It was held that, the 
registration notwithstanding, Kroger had proven prior common 
law rights in its territory and that the subsequent registration by 
another party could not detract from or impair these common law 
rights. In a California state court decision,*” a prior user of 





353. 157 F.Supp. 621, 116 USPQ 122, 48 TMR 596 (D.C., 8.D. N.Y., 1958). 
354. 152 F.Supp. 269, 114 USPQ 111, 47 TMR 1251 (D.C., N.D. Ind., 1957). 
355. The case has been argued but not decided by the Court of Appeals for the 
Sixth Cireuit at the time of this writing. 
56. 157 F.Supp. 453, 116 USPQ 430 (D.C., S8.D. TIL, 1957). 


357. Marsalli’s Blue Ribbon Coffee Co., Inc. v. Blue Ribbon Products Co., Inc., 323 
P.2d 787 (Dis. Ct. App. Calif., 1958). 
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BLUE RIBBON for coffee was given protection against a former 
customer who had subsequently turned competitor and sold coffee 
under the same trademark. In Aluminum Fabricating Company 
of Pittsburgh v. Season-All Window Corp.,* presently pending 
on appeal, the notation sEASON-ALL as used on aluminum store 
windows was upheld as a valid trademark. Similarly, the trade- 
mark youTHFORM written in script as used on brassieres by a 
Georgia concern was protected against use by a large New York 
department store in plaintiff’s territory; moreover, plaintiff was 
awarded exclusive rights everywhere to the use of youTHFORM in 
its distinctive script; the defendant, however, was not enjoined 
from using the two words youtH Form and the three words miss 
YOUTH FORM in block letters even in plaintiff’s own territory, 
although it was enjoined from using these words in plaintiff’s 
territory in script.*® 

Contrary to the BLUE RIBBON, YOUTH FoRM and other previously 
discussed cases, the trademark DRAMAMINE was characterized by 
Judge Yankwich as a strong trademark, nondescriptive and en- 
titled to effective protection.“ A particularly noteworthy feature 
of the decision was the court’s refusal to consider an antitrust 
defense based on alleged price-fixing by plaintiff.” 

Among the cases in which no relief for trademark infringe- 
ment or unfair competition was granted, perhaps the most inter- 
esting case was Perma-Stone Company v. Perma-Rock Products, 
Inc. The court found that plaintiff’s trademark PERMA-sTONE, 
despite the secondary meaning it had acquired with regard to 
plaintiff’s product, was a weak mark and not entitled to protection 
as against PERMA-RocK. The court was influenced by the fact that 
scores of other pERMA combinations had been previously regis- 
tered, that the defendant did not sell to the general public, and 
that the packaging of plaintiff’s and defendant’s products was 
entirely dissimilar. The case was significant in that, contrary to 
the court, both the Examiner of Interferences and the Assistant 
Commissioner had previously sustained an opposition by plaintiff 





358. 160 F.Supp. 41, 116 USPQ 335, 48 TMR 572 (D.C., 8.D. N.Y., 1957). 

359. The Youthform Company v. R. H. Macy & Co., Inc., et al., 153 F.Supp. 87, 
114 USPQ 62, 47 TMR 1239 (D.C., N.D. Ga., 1957). 

360. G. D. Searle & Co. v. Institutional Drug Distributors, Inc., et al., 151 F.Supp. 
715, 114 USPQ 522, 47 TMR 1459 (D.C., 8.D. Calif., 1957). 

361. For another instance in which one of the large pharmaceutical houses was 
protected against infringement and fraudulent substitution, ef., The Upjohn Company 
v. Katz et al., 116 USPQ 578, 48 TMR 726 (D.C., 8.D. N.Y., 1958). 

362. 160 F.Supp. 616, 117 USPQ 131, 48 TMR 981 (D.C., Md., 1958). 
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against defendant’s attempt to register PERMA-ROCK; an appeal 
had been taken to the Court of Customs and Patent Appeals but 
was dismissed by the defendant after that court had denied a 
motion to suspend proceedings pending the outcome of the in- 
fringement suit. The court, while observing that the decisions by 
the Patent Office tribunals were entitled to “respectful considera- 
tion,” held that on the evidence subsequently submitted to the 
court a finding of likelihood of confusion could not be justified. 
Similarly unsuccessful was the owner of two trademarks for 
asphalt tiles, TmLE-TEX and FLEXACHROME, against a defendant who 
also owned two registrations for similar products entitled tTILE- 
TONE and FLEXTONE.**® Chief Judge Kirkpatrick, in finding no 
likelihood of confusion, was apparently influenced by the fact 
that plaintiff had failed to prove any “sharp-shooting” on the part 
of defendant but that, on the contrary, defendant’s good faith in 
selecting its trademarks had been clearly established. Weight was 
given to the fact that defendant had employed counsel for the 
purpose of making an exhaustive search of existing Patent Office 
registrations and had commenced use of the two marks here in- 
volved upon counsel’s advice. The court also commented upon the 
significance of the numerous third party registrations put in 
evidence by the defendant to show that in the expert opinion of 
the Patent Office, plaintiff’s marks were not considered confusingly 
similar either to defendant’s or a large number of other similar 
registrations. Contrary to the above mentioned California case,*™* 
the owner of the trademark pramamrineE failed to get relief in 
G. D. Searle & Co. v. Chas. Pfizer & Co., Inc.,°* against a com- 
petitor’s use of the word BONAMINE on the same product; nor was 
the plaintiff’s mark FreEzomint for a cordial held to have been 
infringed by defendant’s mark FRAPPEMINT as used on a similar 
product.** 

A trade name case in which no relief was granted was The 
Guardian Life Insurance Company of America v. Guardian Na- 
tional Life Insurance Company;** the court considered that the 
Secretary of State of Louisiana had accepted defendant’s cor- 
porate name for registration and held that some evidence of 


363. The Flintkote Company v. Tizer, 158 F.Supp. 699, 115 USPQ 3, 48 TMR 
164 (D.C., E.D. Pa., 1957). 

364. Note 360 supra. 

365. 159 F.Supp. 878, 116 USPQ 315, 48 TMR 617 (D.C., N.D. Ill, 1958). 

366. Société Anonyme de la Grande JDistillerie E. Cusenier Fils Aine & Cie. v. 
Julius Wile Sons & Co., Inc., 161 F.Supp. 545, 117 USPQ 257 (D.C., S.D. N.Y., 1958). 

367. 158 F.Supp. 623, 116 USPQ 186, 48 TMR 602 (D.C., E.D. La., 1958). 
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confusion in the delivery of mail was not sufficient to justify the 
issuance of a temporary injunction. 

The difficulties in proving secondary meaning for a design or 
shape of an article—in this case, luggage—were drastically illus- 
trated in Judge Wyzanski’s decision in American Luggage Works, 
Inc., et al. v. United States Trunk Co., Inc.*** The plaintiff there 
had submitted a public opinion poll as proof of secondary mean- 
ing which, however, was considered quite ineffective and uncon- 
vincing as a result of the method in which the survey had been 
conducted. Although not ruling out survey evidence as inadmis- 
sible, the court, at the end of the opinion, deemed it advisable to 
lay down certain guide posts which would seem of sufficient im- 
portance to the trademark bar to merit partial reiteration here. 
Judge Wyzanski said: 


“In every case where the results of a poll or similar survey 
are offered, there arise as preliminary problems the propriety 
of the universe, the choice of the sample, the qualifications 
of the experts and investigators, the manner of interviewing, 
the questions asked by the investigators, and the scope of 
freedom of the interviewee to frame an answer in his own 
terms. Ordinarily if the parties have not agreed between 
themselves as to these matters, it would be desirable to have 
them discussed at a pre-trial hearing at which the Court can 
enter appropriate orders.” °° 


The court also pointed out that it would seem more economical and 
convenient to rule on technical objections raised by the adversary 
before the poll had been taken, rather than at the trial itself.*”° 








368. 158 F.Supp. 50, 116 USPQ 188, 48 TMR 579 (D.C., Mass., 1957). 
369. 158 F.Supp. 50, 54, 116 USPQ 188, 48 TMR 579, 583. 

370. Cf. Price, Financial Recovery in an Action for Trademark Infringement, 47 
TMR 1297 (November 1957). Several recent cases deal with intricate questions con- 
cerning accounting of profits and defendant’s damages. See Wolfe v. National Lead 
Company, 156 F.Supp. 883, 116 USPQ 282, 48 TMR 817 (D.C., N.D. Calif., 1957) and 
Admiral Corp. v. Sewing Machine Sales Corp., 156 F.Supp. 796, 116 USPQ 17, 48 TMR 
484 (D.C., S.D. N.Y., 1957). The question of counsel fee as part of the recovery in civil 
contempt proceedings arose in The Babee-Tenda Corp. v. Scharco Mfg. Co., 156 F.Supp. 
582, 115 USPQ 328, 48 TMR 469 (D.C., 8.D. N.Y., 1957). In Simmonds Aerocessories, 
Ltd. v. Elastic Stop Nut Corp. of America, 158 F.Supp. 277, 116 USPQ 91, 48 TMR 594 
(D.C., N.J., 1958), it was held—apparently for the first time—that a statutory cause of 
action for injury resulting from registration of a trademark “by a false or fraudulent 
declaration or representation . ’ should not be interpreted so as to make the words 
“false” and “fraudulent” synonymous. In other words, a cause of action may arise under 
Section 37 of the Act where the registrant’s declaration can be shown to have been 
false, without necessarily having been fraudulently so. 

There have been but a few higher state court decisions of significance in this field. 
The Court of Appeals in Maryland held in A. & H. Transportation, Inc. et al. v. Save 
Way Stations, Inc. et al., 135 A.2d 289, 115 USPQ 251, 48 TMR 310 (1957), that the 
owner of the trademark SAVON as applied to gasoline could not enjoin defendant from 
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II. “DILUTION” OF TRADEMARKS 


The psychological—if not the legal—impact of the existence 
of the “antidilution” statutes in four states appears to become 
more noticeable from year to year and the doctrine continues to be 
invoked—although often without proper foundation—even in juris- 
dictions which have not enacted such legislation. In New York, 
protection of the gin trademark, BEEFEATER, against use of the 
same name by a restaurant, was expressly based on the anti- 
dilution statute (although the court suggested that the consuming 
public may infer an association or connection between the gin 
manufacturer and the restaurant.** “It is reasonable to suppose 
that their confidence in the quality of BEEFEaTER gin would induce 
people to patronize the BEEFEATER restaurant.”) Most recently, in 
Joseph E. Seagram & Sons Limited et al. v. Restaurant Cherry 
Lane, Inc., et al.,*"* the restaurant was enjoined from disparaging 
the plaintiff’s product by poster signs advising its patrons that 
plaintiff’s product did not live up to the specifications on the bottle. 
A temporary injunction was granted based partially on the New 
York Antidilution Statute®** and on defendant’s malicious attack 








using the common or descriptive word SAFE in connection with the term SAFE way for 
the same product. This, the court ruled, would be true even if plaintiff’s mark had 
acquired a secondary meaning as long as the defendant did not use SAFE WAY in such 
a way as to mislead the public. The Supreme Court of Rhode Island in Bostitch, Inc., 
et al. v. King Fastener Co., 140 A.2d 274 (1958), held that the original manufacturer 
of a formerly patented product, while unable to enjoin a competitor from making and 
marketing an exact copy of the article after expiration of the patent, will be entitled 
to relief where it is not only the article itself but the package which is imitated. It was 
held that imitation of the trade dress and packaging under such circumstances constitutes 
unfair competition especially where it can be shown that the plaintiff’s dress has acquired 
a secondary meaning. However, an accounting of profits was denied in the absence of an 
express finding of fraud. The Supreme Court of Washington, in C. S. Holmes, et al. v. 
Border Brokerage Co., Inc., 321 P.2d 898, 116 USPQ 539, 48 TMR 844 (1958), held 
that a person may be limited even in the use of his own firm name where such name is 
already the distinctive feature of somebody else’s trade name and may result in con- 
fusion of the public. 

Rather surprisingly, no protection was awarded by the New York Appellate Division 
to the manufacturer of ELECTROLUx vacuum cleaners, as against a defendant who was 
found guilty of “bait” advertising and who advertised rebuilt or reconditioned ELECTRO- 
LUx cleaners under the trade name FAMOUS VACUUM SHOPS. In Electrolux Corp. v. Val- 
Worth, Inc., et al., 170 N.Y.8.2d 738, 117 USPQ 40, 48 TMR 962 (1958), the lower court 
had enjoined the defendant, inter alia, from using the name ELECTROLUX on reconditioned 
cleaners unless all replacement parts came from the manufacturer, but it was held on 
appeal that plaintiff was estopped from objecting to such use in view of the fact that 
defendant had resold reconditioned ELECTROLUX cleaners for many years with plaintiff’s 
approval. It was also indicated that defendant’s practices amounted to a “repair” rather 
than “reconstruction.” Over the dissent of one of the judges, the injunction against 
“bait” advertising was also set aside on the ground that defendant’s conduct amounted 
to nothing more than “the practice of offering a well-known product at a low price to 
stimulate an interest which the seller attempts to divert to a lesser-known product at a 
more profitable price. This commonplace in the retail economy creates no cause of action.” 

371. James Burrough, Ltd., et al. v. Thomas M. Ferrara, et al., 169 N.Y.2d 93, 
48 TMR 341 (N.Y. Sup. Ct., N.Y. Co., 1957). 

372. 118 USPQ 41 (N.Y. Sup. Ct., N.Y. Co., 1958). 
373. New York Gen. Bus. Law Sec. 368-c(3); ef. “The Tenth Year,” 114 USPQ 
7, 30, 47 TMR 879, 952. 


wt 
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on the integrity and reputation of plaintiff’s name. The antidilu- 
tion statute was also cited in The L. S. Starrett Company v. Aaron 
Machinery Co., Inc.,** where the court granted a preliminary in- 
junction against defendant’s use of the firm name sTARRETT; it was 
held that the borrowing of a trademark owner’s reputation con- 
stituted an injury warranting injunctive relief. 

In Illinois, the influence of that state’s antidilution statute 
became evident in at least two cases. In HMH Publishing Co., 
Inc. v. Playboy Records, Inc. plaintiff, publisher of a monthly 
magazine entitled pLaysoy, who also sold phonograph records 
under that name, sought to enjoin defendant’s use of the identical 
trademark on records. Defendart moved to dismiss the complaint 
as to trademark infringement on the ground that it had been the 
prior user of the word pLaysBoy on records; the motion was denied 
in this respect, based on the prima facie effect of plaintiff’s regis- 
tration of pLayBoy which included records. With regard to defen- 
dant’s further allegation that under Illinois law no relief against 
either trademark infringement or unfair competition should be 
granted in view of the fact that plaintiff’s magazine and defen- 
dant’s phonograph records were “unrelated” goods, the court ruled 
against defendant on the ground that under Illinois law, the law 
of unfair competition was no longer restricted to cases of passing 
off since the Illinois supreme courts decision in the Lapy ESTHER 
case.*** In addition, the District Court expressly referred to the 
Illinois antidilution statute of 1955,°° which now permitted the 
bringing of an action for unfair competition “even though the 
products involved in the suit are noncompetitive and unrelated.” 

In Massachusetts, where the first antidilution statute was 
adopted,** the Supreme Judicial Court in Skil Corporation v. 
Barnet,*” reversed the lower court and granted an injunction to 
the owner of the registered trademark ski for certain power tools 
and accessories against a defendant who used the mark skKILL 
BUILT and did business under the name SKILL BUILT TOOL COMPANY. 
The plaintiff had also previously used the trademark skim saw, 
which had been registered in the Patent Office in 1925 and was 


374. 160 F.Supp. 805, 117 USPQ 164, 48 TMR 1130 (D.C., E.D. N.Y., 1958). 

375. 161 F.Supp. 540, 118 USPQ 144 (D.C., N.D. Ill, 1958). Cf. also, text at 
note 549 supra. 

376. Lady Esther Ltd. v. Lady Esther Corset Shoppe, Inc., 317 Ill. App. 451, 46 
N.E.2d 165, 148 A.L.R. 6 (1943). 

377. Ill. Rev. Stat. c. 140, Sec. 4a (1953). 

378. Mass. Laws. Ann. ec. 110, Sec. 7A (1954). 

379. 150 N.E.2d 551, 117 USPQ 461 (Mass. Sup. Jud. Ct., 1958). 
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still subsisting when the present lawsuit was instituted. The 
lower court had held that defendant’s products, thermometers 
and broilers, were not competing with plaintiff’s goods and that 
plaintiff had failed to show injury to his business reputation or 
“dilution” under the Massachusetts statute. After thorough review 
of the earlier Massachusetts law on dilution,**° it was found that 
the word skin, as used by plaintiff, had acquired a secondary 
meaning and that, based thereon, the plaintiff was entitled to pro- 
tection against the dilution of the distinctive quality of its trade- 
mark resulting from defendant’s use of the name SKILL BUILT on 
unrelated products. 

In the District of Columbia, Judge Holtzoff’s decision in the 
Champion Paper case, to which reference was made in last year’s 
report,*’ was affirmed by the Court of Appeals. The court, after 
emphasizing that federal legislation had not yet recognized the 
“dilution” concept, pointed out that even if the doctrine were part 
of federal equity jurisprudence, it could not be invoked in the 
present case where more than 20 registrations similar to plaintiff’s 
were in existence, with the result that plaintiff’s mark could not 
be characterized as a “strong original conception” but “was al- 
ready diluted when it was adopted in 1927, and has since been 
further weakened by the registration and use by others of many 
similar marks.” ** 


III. PROBLEMS OF FEDERAL JURISDICTION: 
THE FEDERAL LAW OF UNFAIR COMPETITION®** 


a. Jurisdiction under Section 43(a) or Section 44(1) 
of the Lanham Act: The Stauffer Doctrine.*™* 


As a result of the decision by the Court of Appeals for the 
Third Cireuit in the L’Aiglon case,** which clearly established 


380. Esquire, Inc. v. Esquire Slipper Mfg. Co., Inc., 139 F.Supp. 228, 109 USPQ 
30, 46 TMR 577 (D.C., Mass., 1956); Food Fair Stores, Inc. vy. Food Fair, Inc., 83 
F.Supp. 445, 79 USPQ 114, 38 TMR 1085 (D.C. Mass., 1948), and other cases. Cf., 
Derenberg, The Problem of Trademark Dilution and the Antidilution Statutes, 44 
CALIF. L, REV. No. 3, 439 (July 1956). 

381. The Champion Paper & Fibre Co. v. National Association of Mutual Insurance 
Agents, 148 F.Supp. 123, 112 USPQ 285, 47 TMR 621 (D.C., D.C., 1957). Judge 
Holtzoff’s decision was discussed in “The Tenth Year,” 114 USPQ No. 7, 30; 47 TMR 
879, 952. 

382. 249 F.2d 525, 115 USPQ 210, 48 TMR 323 (C.A., D.C., 1957). 

383. Cf. Derenberg, Federal Unfair Competition Law at the End of the First 
Decade of the Lanham Act: Prologue or Epilogue? 32 N.yY.U. L. REV. No. 6, 1129 
(June 1957); Lunsford, Unfair Competition: Uniform State Act Needed, 44 VA. L. REV. 
No. 4, 583 (1958). 

384. Stauffer v. Exley, 184 F.2d 962, 87 USPQ 40, 40 TMR 960 (C.A. 9, 1950). 

385. L’Aiglon Apparel, Inc. v. Lana Lobell, Inc., 214 F.2d 649, 102 USPQ 94 
(C.A. 3, 1954), reversing 118 F.Supp. 251, 99 USPQ 339 (D.C., E.D. Pa., 1953); ef. 
“The Seventh Year,” 102 USPQ No. 7, 27, 44 TMR 991, 1053. 
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both federal jurisdiction and a federal law of unfair competition in 
cases coming within the purview of Section 43(a) of the Lanham 
Act, numerous attempts have been made in recent months to sue 
for unfair competition in the federal courts in the absence of 
diversity of citizenship, even where the facts alleged either did 
not come within the scope of Section 43(a) or where the plaintiff 
did not expressly rely upon that section. In City Messenger of 
Hollywood, Inc. v. City Bonded Messenger Service, Inc.,**° the 
Court of Appeals for the Seventh Circuit held that a counterclaim 
based on unfair competition in the absence of a federal registration 
and diversity of citizenship was governed by the law of Illinois 
and not by the Lanham Act. Defendant’s contention that the 
Lanham Act created an independent ground for federal jurisdic- 
tion (under the rule of the Stauffer case in the Ninth Cireuit)**’ 
so that a claim for damages for unfair competition between two 
American citizens would be governed by the federal registration 
statute, was rejected by the Court. As a result, it was held that 
under Illinois law, an award of treble damages for common law 
trademark infringement could not be sustained and that, more- 
over, there was no authority to assess attorneys’ fees. A different 
conclusion, however, was reached with regard to that part of the 
counterclaim which was based on an infringement of defendant’s 
registered service mark. In this respect, the unfair competition 
count was held to be pendent to the infringement count under Sec- 
tion 1338(b) of the United States Code.** In J. H. Smith Co., Inc. 
v. Jordan Marsh Co. et al.,*® plaintiff had commenced an unfair 
competition suit in the state court but the action was removed by 
defendant to the federal court on the ground that plaintiff’s cause 
of action fell within the scope of Sections 43(a) and 44(c) of the 
Lanham Act. The plaintiff subsequently succeeded in having the 
action remanded to the state court on the ground that there was 
no diversity of citizenship and that although plaintiff might have 
alleged a cause of action under Section 43(a), he had not chosen 


386. 254 F.2d 531, 116 USPQ 75, 48 TMR 587 (C.A. 7, 1958). 

387. Note 384 supra. 

388. Similarly, an Illinois district court, in The Seven-Up Company v. The Blue 
Note, Inc., 117 USPQ 206, 48 TMR 957 (D.C., N.D. Ill., 1958), in relying on the just- 
quoted HOLLYWooD case, dismissed an unfair competition suit on the basis that the 
Lanham Act had not created a general federal law of unfair competition and that 
plaintiff had failed to prove injury in an amount exceeding $3,000; the mere allegation 
of such injury was held insufficient under the authority of Seagram-Distillers Corp. v. 
New Cut Rate Liquors, Inc., 245 F.2d 453, cert. denied 355 U.S. 837. 

389. 117 USPQ 256, 48 TMR 1141 (D.C. Mass., 1958). 
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to do so but had relied expressly on his common law rights and 
the Massachusetts statute.**° 

The most roundabout invocation of federal jurisdiction under 
Section 43(a) occurred in Harms, Inc. v. Tops Music Enterprises, 
Inc. of California,’ which included a cause of action charging 
injury to the plaintiff songwriters’ reputation as a result of selling 
inferior recordings without plaintiff’s supervision. A motion was 
made to dismiss this cause of action for lack of jurisdiction in the 
absence of diversity of citizenship. Judge Yankwich ruled at the 
outset that the owner of a copyrighted song may not in one claim 
sue for copyright infringement and in another seek to recover for 
unauthorized use of the title. He said: 


“The cause of action is one,—namely, violation of the copy- 
right through unauthorized and unlicensed recording. It can- 
not be split into two causes of action with separate demands 
for relief under each. This the plaintiff has done.” ** 


He consequently held that, regardless of whether Section 43(a) 
did or did not establish a federal law of unfair competition, the 
section had no application here. The alleged misuse of the title 
of the song did not lay a proper foundation for a recovery for 
unfair competition or for a cause of action under Section 43 of 
the Lanham Act in the absence of misrepresentation or deception 
of the public. 


b. Cancellation of Registered Trademark by Court Decree. 


The question to what extent a federal court can or should 
order cancellation of registered trademarks before the validity 
of the registration may have been tested in a cancellation pro- 
ceeding before the Patent Office tribunals, appears not yet to have 








390. To the same effect, M. g D. Simon Co., Inc. v. R. H. Macy & Co., Inc. et al., 
152 F.Supp. 212, 113 USPQ 214, 47 TMR 759 (D.C., S.D. N.Y., 1957). For a note on 
this case, see 71 Harv. L. Rev. 1374 (1958). To the same effect, Fluidless Non-Tact 
Lenses, Inc., et al. v. Klear Vision Contact Lens Specialists, Inc., 116 USPQ 256, 48 
TMR 709 (D.C., S8.D. N.Y., 1958). On the other hand, in Catalina Inc. v. Gem Swim 
Wear Inc., 117 USPQ 444 (D.C., S.D. N.Y., 1958), a motion to remand was denied 
because the complaint there included an express reference to Section 43(a) of the 
Lanham Act. In Morris Struhl, Inc. v. Relaxor Cushion Corp., 161 F.Supp. 826 (D.C., 
S.D. N.Y., 1958), doubt was expressed by a New York district court whether, in an 
action charging slavish imitation of plaintiff’s unpatented product and including an 
allegation of violation of Section 43(a) of the Lanham Act, the court had jurisdiction 
in the absence of diversity of citizenship. The court indicated that the mere alleging 
of the cause of action under Section 43(a) would not be sufficient to vest the court with 
jurisdiction unless there actually was a misrepresentation within the scope of that 
section. 

391. 160 F.Supp. 77, 117 USPQ 72 (D.C., S.D. Calif., 1958). 

392. 160 F.Supp. 77, 82, 117 USPQ 72, 74. 
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been finally determined. In at least one reported case, Simmonds 
Aerocessories, Ltd. v. Elastic Stop Nut Corp. of America, in- 
volving an action for declaratory judgment as to the validity of 
defendant’s registered trademark, a New Jersey District Court 
expressed the view that such action on behalf of a plaintiff not 
vested with any interest in the mark and not having been charged 
with infringement, did not lie and that the plaintiff should have 
resorted to a cancellation proceeding in the United States Patent 
Office. The court said: 


“This Court feels that such an attempted attack upon a pre- 
sumably valid registered trademark, by one who has not 
brought and is not a party to any proceedings for the regis- 
tration or its cancellation in the Patent Office, if encouraged 
and permitted, would completely nullify the purpose and effect 
of the registration of every trademark and should therefore 
not be permitted. The Declaratory Judgment Act has not 
enlarged the jurisdiction of the Courts over the subject matter 
and parties. It created no new rights, but merely introduced 
an additional remedy for the determination of an already 
existing right.” ** 


However, the Court of Appeals on July 16, 1958 reversed the lower 
court and held that a court proceeding for a declaratory judgment 
and cancellation of a registered trademark under Section 37 and 
a Patent Office cancellation proceeding are not “mutually exclu- 
sive” but “concurrent” remedies. Said the appellate court: 


“Congress has provided that all questions in respect to a 
registered trademark shall be determined in one proceeding, 
thus preventing vexatious and harassing litigation as well as 
saving time, expense and inconvenience to the parties and to 
the courts and Patent Office tribunals.” **” 


In the only other recent court decision involving this issue,** a 
Tennessee District Court had taken the same view which the lower 
court had adopted in the Simmonds case. There the owner of 
the trademark sun prop moved for summary judgment as against 
a defendant using sNow pDRop and skKI pRopP, on the ground that 


393. 154 F.Supp. 615, 114 USPQ 393, 47 TMR 1503 (D.C. N.J., 1957). 

394. 154 F.Supp. 615, 619, 114 USPQ 393, 396; 47 TMR 1503, 1508. 

395. Simmonds Aerocessories, Ltd. v. Elastic Stop Nut Corporation of America, 
118 USPQ 187, 191 (C.A. 3, 1958). 

396. Sun Drop Sales Corp. of America v. Seminole Flavor Company, 159 F.Supp. 
828, 116 USPQ 341, 48 TMR 606 (D.C., E.D. Tenn., 1958). 
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defendant had never used the infringing marks to the extent 
required by the registration statute. The court deemed it advis- 
able and “perhaps mandatory” to defer action passing on the 
validity of defendant’s registrations “until the remedies available 
in the Patent Office have been exhausted.” It was held that the 
Commissioner of Patents and his assistants, “being experts in 
this field are far better equipped to pass upon that question”; 
moreover, the plaintiff had already instituted cancellation pro- 
ceedings and had, therefore, in the court’s opinion, elected to 
have the issue of validity of defendant’s registrations determined 
by the Patent Office tribunals. All further proceedings before the 
court were suspended until final adjudication of the pending can- 
cellation proceeding in the Patent Office. 


LEGISLATIVE CHANGES 
H. R. 469 


On September 2, 1958 the President signed H. R. 469, An 
Act to “Protect Producers and Consumers against Misbranding 
and False Advertising of the Fiber Content of Textile Fiber Prod- 
ucts” and which may be cited as the “Textile Fiber Product Iden- 
tification Act.” 

Section 15 provides that “This Act shall take effect eighteen 
months after enactment, except for the promulgation of rules and 
regulations by the Commission (Federal Trade Commission), which 
shall be promulgated within nine months after the enactment of 
this Act * * * .” 


H. R. 11102 


On July 25, 1958 the President approved H. R. 11102 amending 
sections 1331 and 1332 of title 28 of the United States Code 
increasing the amount in diversity of citizenship controversies 
from $3,000 to $10,000. 

In view of the importance of these new laws we intend to carry 
comments on the pertinent points in the next issue of The Trade- 
mark Reporter®. 
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Australia 






Rejected Applications 






An application to register THYTROPHIN in respect of pharma- 
ceutical preparations was rejected on the ground of confusing 
similarity with the generic term “thyrotrophin” which is the name 
of a thyroid stimulating hormone produced by the interior pitui- 
tary. The Registrar recognized the fact that the goods involved 
would be handled only by doctors and pharmacists and conceded 
that he did not have to be as strict in examination as he would if 
the goods were for sale to less educated and skillful purchasers. 
The Registrar also conceded that he should have regard to action 
taken with respect to this trademark in other jurisdictions and the 
applicant showed that the mark had been registered in Great 
Britain. Nevertheless, the application was rejected because the 
Registrar considered the trademark to be confusingly similar with 
the generic word. 

An application to register BLAcTONE in respect of furniture 
and upholstery was rejected on the ground that purchasers would 
regard the term as descriptive of furniture or upholstery which was 
highlighted in black. The applicant had contended that only a pur- 
chaser with an ingenious mind would attribute any descriptive sig- 
nificance to the mark but the Registrar held that the word “tone” 
has come to denote a color combination. 28 Official Journal of 
Patents, Trade Marks and Designs 1585-1586. 




























Austria 
Similarity of Word Marks 





In connection with a recent Appeal from a decision of the 
Cancellation Section of the German Patent Office, involving the 
trademarks soto and soLocuraNn, the Austrian Patent Court re- 
affirmed its fundamental disagreement with the Patent Office 
concerning the comparison of two marks, one of which is entirely 
contained in the other. The Patent Office has, in several decisions 
in the past few years, taken the position that a petition for cancella- 
tion must be granted where the plaintiff’s mark is entirely con- 
tained in the defendant’s. This view, according to the Patent Court, 
is wrong; the only proper criterion being the likelihood of confusion 
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considering both marks in their entirety. Decision of the Austrian 
Patent Court, dated December 31, 1957, Reported at 1958 GRUR 
(International Section) 426. 


Brazil 
Reinstatement of German Industrial Property Rights 


The Treaty between Brazil and the Federal Republic of Ger- 
many, reported herein at 48 TMR 20, came into effect on May 23, 
1958 when the instruments of ratification were exchanged at Bonn 
on that date. 


Germany (East) 


Cancellation 


A petition for cancellation of a registration of LILoL was 
granted by the Kast German Patent Office on the basis of the prior 
registration of Lysot. The claim of the LiLou registrants that their 
mark was well-known since 1930 and that the public was used to 
seeing both marks side by side without confusing them with each 
other was held to be of no consequence insofar as the petition for 
cancellation was concerned. Reported at 1958 GRUR (Interna- 
tional Section) 441. 


Iran 


Trademark Regulations Amended 


The Iranian Trademark Regulations have been amended ef- 
fective July 15, 1958. The new Regulations contain, inter alia, pro- 
visions for a new classification, opposition procedure, and recordal 
of trademark licenses. 


Iraq 
Opposition Proceedings 


An application was filed by an Iraqi for registration of a trade- 
mark consisting of the device of a tiger with the word tTicrer in 
Arabic and English in respect of soap and soap powder. Before 
the application was accepted, the Registrar required the applicant 
to amend the mark particularly the letter “T” in the word ticreR 
because of similarity with the trademark tive which had been regis- 
tered in Iraq in respect of soap and cleaning materials. 

After publication the ticeR application was opposed by the 
owners of TipE on the basis that the appearance of the word TIGER 
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in the mark made it confusingly similar with tipz. The opponent 
submitted specimens of the TIpE and tTiceR products sold in Iraq 
and it was noted that the applicant was using his mark in the form 
covered by the original application and that the colors on the 
applicant’s cartons were identical with the colors on the opponent’s 
cartons. 

The Registrar of Trade Marks rejected the TIGER application 
and informed the Investigating Judge of this matter for possible 
action against the applicant. Iraqi Official Gazette, August 2, 1958. 


Tanganyika 
Trademarks Ordinance, 1957 


The above Ordinance which is closely similar to the British 
Trade Marks Act, 1938 came into effect on July 1, 1958. This Act 
contains a provision for whitewashing previous unrecorded licensed 
use of a trademark provided an application to enter the licensee as 
a Registered User is filed prior to July 1, 1958 and the Registered 
User is recorded. 
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LIST OF OTHER TRADEMARK ARTICLES 
AND LEGAL NOTES* 


ARTICLES 

Cornejo, Oscar S. 
Coordinating Your Foreign Subsidiaries’ Advertising. (Industrial Marketing, 
August, 1958, pp. 46-49.) 

Eastman Kodak Company. 
How KODAK Stays on Top. (Modern Packaging, July, 1958, pp. 102-105.) 
Eastman packaging deserves careful study by packagers striving for the versatility 
demanded in today’s retailing. 

Honig, F. 
Letter from Great Britain. The Law of Industrial Property in 1957. (Industrial 
Property Quarterly, No. 3, July, 1958, pp. 5-25.) 

International Classification of Trademarks, 
Committee of Experts Appointed to Undertake the Preparatory Work to Complete 
the International Classification of Trademarks. (Industrial Property Quarterly, No. 
3, July, 1958, pp. 25-36.) 

Latman, Alan. 
The Status and Impact of Design Piracy. (Patent, Trademark, and Copyright 
Journal of Research and Education, Vol. 2, No. 2, June, 1958, pp. 286-288.) 

Limitation of Use of Own Name. (Baume & Co. v. A. H. Moore, Ltd.) (Law Journal, 
Vol. 108, No. 4817, May 23, 1958, pp. 324-326.) 

Lutz, Karl B. 
Can Ornamental Designs for Useful Articles be Protected by Copyright. (Patent, 
Trademark, and Copyright Journal of Research and Education, Vol. 2, No. 2, June, 
1958, pp. 289-302.) 

Singer Sewing Machine Company. 
Design Control. Package Design Program. (Modern Packaging, July, 1958, pp. 
81-85. ) 

Tuttle, John B. 
Rules of Cautionary Labeling. (Modern Packaging, August, 1958, pp. 106-111, 164.) 
Chemical manufacturers are now evolving recognized code for labeling requirements 
for hazardous produc-s. 


LEGAL NOTES 

General Electric Co. vy. Masters Mail Order Co. 
Unfair Competition—Sales of Goods Bearing Trademark at Less than Stipulated 
Price. (North Dakota Law Review, Vol. 34, April, 1958, pp. 179-80.) 

Tas-T-Nut Co. vy. Variety Nut & Date Co. 
Unfair Competition—Imitation of Package Held to be Unfair Competition. (Uni- 
versity of Illinois Law Forum, Vol. 1957, Winter, 1957, pp. 677-681.) 





* Copies of these articles and legal notes are available for reference in the Association’s 
library. 
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THE PURE OIL COMPANY v. PARAGON OIL COMPANY 
No. 33755 —D. C., N. D. Ohio, E. Div. — January 9 and February 17, 1958 


CouRTS—J URISDICTION 
Plaintiff asserts claim of infringement of registered trademarks; evidence shows 
this is substantial claim, and if court decides claim adversely to plaintiff, it may 
retain jurisdiction and decide related question of unfair competition. 
REGISTRABILITY—DESCRIPTIVE TERMS 
CoMMON LAW TRADEMARKS—NATURE OF RIGHTS 
PURE is not descriptive of plaintiff’s petroleum products except that it may be 
considered to have connotations referable to quality of plaintiff’s products; even 
if word were descriptive, it is nevertheless appropriate to hold it to be proper subject 
of trademark if it be established that word has acquired secondary meaning. 
REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—ACCOUNTING 
Penalty is not contemplated by 15 U.S.C. 1117, in determining award of profits 
to one whose trademark has been infringed. 
REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—DAMAGES 
There being no actual damages, court cannot award punitive damages. 
CourTs—CostTs 
Defendant is required to pay costs of case, but not counsel fees since there is 
not a showing that infringer acted in bad faith, but on advice of counsel, and wher 
threatened with lawsuit, made substantial changes, and indicated a willingness to 
discuss further changes. 
REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—ACCOUNTING 
Plaintiff, owner of trademark, is not required to submit evidence of lost sales 
as a predicate for recovery of profits; defendant has burden of proving that some 
or all of profits made by it had no cause or relation to infringement; where it is 
impossible to isolate profits attributable to infringer, trademark owner may be 
entitled to windfall, but if infringement only created a portion of profits, trade- 
mark owner’s recovery should be limited to that portion of net gains. 





Action by The Pure Oil Company v. Paragon Oil Company for trade- 
mark infringement and unfair competition. Judgment for plaintiff. 


Thomas J. Quigley, of Cleveland, Ohio, Edward H. Lang, of Chicago, 
Illinois, Glenn P. Beavers, of Toledo, Ohio, and John C. Snodgrass, 
for plaintiff. 


S. Neil Hosenball, of Cleveland, Ohio, for defendant. 


McNaMEE, District Judge (orally). 

Gentlemen, as you were advised yesterday, I have made such exam- 
ination of the law and the exhibits in evidence as was possible within the 
allotted time and the customary interruptions and interferences which 
suspend concentrated work on one case, and I have, for the reason that I 
indicated yesterday—the absence of stenographic help—attempted to set 
out in notes, not too easily read—I may remark that one time while I was 


1117 








1118 THE TRADEMARK REPORTER Vol. 48 T. M. R. 





a youngster, I won a prize for having the worst writing in the class— 
and so it may be with some difficulty that I can interpret and read the 
scribbling that I have indulged in, but I have done so in an effort to set 
forth in a more orderly manner than would be possible by purely an 
extemporaneous exposition of the reasons for the decision which I have 
reached. 

I think it quite unnecessary to comment upon the pleadings. 

The first issue raised by the pleadings is whether the Court has juris- 
diction of the subject matter and of the parties. This issue may be resolved 
without any difficulty. Both Sections 1338 of Title 28 and Section 1121 of 
Title 15 confer jurisdiction upon this Court. Section 1338 in express terms 
confirms jurisdiction upon the District Courts of the United States in 
trademark cases, and Subsection (b) thereof confers jurisdiction inactions 
asserting claims of unfair competition when joined with substantive and 
related claims under the trademark laws. Section 1121 of Title 15, which 
deals specifically with trademarks, confers original jurisdiction upon 
District Courts in all trademark cases without regard to the amount involved 
or the diversity of citizenship or lack thereof. 

Plaintiff asserts a claim of infringement of its registered trademarks 
—five in number. As shown by the evidence, this is a substantial claim, and 
this Court has jurisdiction to determine it; and if the claim of infringement 
be decided adversely to the plaintiff, this Court may retain jurisdiction and 
decide the related question of unfair competition. 

The question as to the validity of the trademarks may be disposed of 
quickly. These trademarks bear the word PURE as applied to various prod- 
ucts, such as motor oil, gasoline, tires, storage batteries and so forth. 
We are concerned here with the trademark PURE as applied to gasoline and 
motor oil. There can be no doubt that these marks have acquired a 
secondary meaning in the petroleum business. They have been used by 
plaintiff for more than twenty years, that is, most of them. Plaintiff has 
been a producer and distributor of petroleum products for more than 
thirty-seven years and presently does a business in twenty-four states. 
Plaintiff has spent more than fifty million dollars in advertising its prod- 
ucts, its trademark and trade name in all forms of advertising media, and 
as recognized by articles in trade and financial journals; and, as shown 
by other evidence, the word PurRE as used in relation to petroleum products 
means the products of the Pure Oil Company, plaintiff in this case. It is 
also clearly established that plaintiff has built up an excellent reputation, 
and that great good will attaches to its corporate name and to its trade- 
marks and the trade name it uses in the operation of its business. 

The two trademarks which it is claimed here are infringed are Nos. 
514,028 and 587,523. By virtue of plaintiff’s compliance with the provi- 
sions of Section 1065 of Title 15, these marks are incontestable. By virtue 
of their incontestability, these trademarks are conclusively presumed to 
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be valid. Defendant urges, however, that these marks, which bear merely 
the word PURE are descriptive and not eligible for valid registration. 

It is enough to say in answer to that contention, that the trademarks 
are not descriptive of the products of plaintiff except as they may be 
considered to have connotations referable to the quality of plaintiff’s 
products. But even if the word PURE be regarded as descriptive, it is, 
nevertheless, appropriate to hold it to the proper subject of a trademark 
if it be established that the word PuRE has acquired a distinctive secondary 
meaning, as is true here. 

As previously indicated, the word PURE as used in connection with 
petroleum products is understood to mean the products of the Pure Oil 
Company. The word PurE has connotations similar to the word STANDARD, 
like the latter word has acquired distinctive secondary meaning in the 
petroleum business through its exclusive and long-continued use by the 
plaintiff. NU-ENAMEL is a descriptive word which the Supreme Court held 
was the subject of a valid trademark, and this holding was made under 
the previous Act of 1920. See Armstrong v. Nu-Enamel Company, 305 U.S. 
315, 39 USPQ 402 (29 TMR 8). 

While there are restrictions on the use of surnames or geographical 
names similar to those on descriptive names, it is recognized that such 
surnames aS FORD, CHRYSLER, and DESOTO have acquired secondary meaning, 
and the same is true of such geographical names as SANTA FE, ROCK ISLAND 
and BALTIMORE & OHIO in the railroad business. 

Without further comment, deeming such further comment to be un- 
necessary, I hold that the trademarks in question are valid. 

The next issue to be determined is, are the trademarks infringed? 
Section 1114 of Title 15 is the applicable statute on this issue. The proscrip- 
tive terms of the section are broad and, in substance, forbid the use, with- 
out consent of the registrant, or any reproduction, counterfeit, copy, or 
colorable imitation of any registered trademark in connection with the 
sale, offering for sale, or advertising of any goods or services on, or in 
connection with which, such use is likely to cause confusion or mistake 
or to deceive purchasers as to the source or origin of such goods or services. 
There is much more to the section, of course, but that is sufficient to indi- 
eate the prohibitions therein. 

The defendant commenced doing business at its gasoline station at 
McBracken and Broadway in Maple Heights in March of 1957. At the 
outset, defendant displayed large blue signs bearing the words PURE OIL, 
PURE HI-TEST, and its gasoline pumps bore the words PURE REGULAR and 
PURE PREMIUM in a color scheme of blue and white for the signs, and blue 
and white on the pumps for regular gasoline and red and white on the 
pumps for premium gasoline, all in close simulation of the color scheme 
employed by plaintiff. 

On April the 12th, 1957, plaintiff wrote defendant a letter protesting 
the infringement of plaintiff’s trademarks and claiming unfair competition. 
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A short time thereafter, the word puRE was removed from the billboard 
sign and the pumps. The large sign across the upper part of defendant’s 
station, however, retained the words PURE OIL. 

Sometime later, the figures “100%” were inserted in small print imme- 
diately before the word PURE. These signs now read PURE OIL in large 
letters, followed by the figures “59¢” in large letters, and preceding the 
words PURE OIL, in much smaller letters—as I recall it, there was no testi- 
mony as to the exact dimensions of the lettering except as indicated by 
either Crum or Ciha, who estimated that the smaller letters were about one- 
fourth the size of the large lettering of PURE om. Then there appears on 
a movable billboard the words PARAGON, NONE BETTER, GUARANTEED MAJOR 
BRAND, HI-TEST, 26.9. I have read from Exhibit No. 74, which does not 
clearly depict what follows the figures “59” but, as I recall it, that’s “59¢ 
a gallon.” 

Sometime later, as I indicated, the figures “100%,” being written by 
a symbol, were inserted before the word PuRE. Those figures also appear 
in much smaller dimensions than the words PURE OIL. 

At the time of making the first change, defendant’s counsel and secre- 
tary of the company, wrote plaintiff. The date of the letter was May the 
Ist, 1957. In it, defendant, through its counsel, advised plaintiff of the 
changes that were made and expressed a willingness to confer or discuss 
further changes that might be reasonable. This letter was ignored by the 
plaintiff or, at least, there was no response to it either in writing or at any 
time verbally by any representative of the Pure Oil Company. 

For a time, the defendant displayed and sold the PURE MOTOR OIL in 
cases placed in a rack. This oil was purchased from the Pure Oil Company 
before the defendant commenced doing business by the Highland Rubber 
Company, in which corporation, Gerstenfeld, president of the defendant 
company, had an interest. According to Mr. Gerstenfeld, all of this oil 
was sold by the latter part of June, 1957. Since that time, or thereabouts, 
no PURE OIL products have been sold at the defendant’s station. 

It appears that at no time was there any gasoline produced or refined 
by the Pure Oil Company sold at defendant’s station; and except for the 
cans of oil above mentioned, no products of plaintiff were sold by the 
defendant. 

That the appearance of defendant’s signs and coloring were calculated 
to confuse and mislead the motoring public, particularly the incautious 
and casual purchaser and the ordinary buyer of gasoline and oil, is amply 
demonstrated by a comparison of the photographs of the defendant’s sta- 
tion in evidence, with the typical PURE om stations as shown by Exhibit 
No. 66 introduced by the plaintiff. Misleading and confusing potentialities 
of defendant’s station were recognized by the president of the defendant 
company as shown by admissions made by him on deposition. He said, 
among other things, that a few customers thought it was PURE, and a PURE 
OIL station when they came in, but they were set right in a hurry. 
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In answer to a question: 


“You recognize that some of these uncareful buyers are confused, 
do you not?” 

He answered: “They are always confused. They have been con- 
fused.” 












In addition, Mr. Gerstenfeld stated that the appearance of the word 
PURE on the signs on the station meant nothing to him and his business, 
and that the removal of that word from the signs would have no effect 
whatever in his business. 

There is further testimony by the president of the defendant company, 
which I consider unnecessary to review here, but which is of the general 
tenor and character of the portions of his testimony to which I have re- 
ferred, and from which it is fairly to be inferred that he was unsure and 
uncertain of his right to use the word PuRE. But apparently acting upon 
the advice of counsel, he thought he had some right to do it and continued 
to do so, but that did not in any way diminish the misleading effect of the 
signs. 

In addition, there is the testimony of the four Pinkerton agents. I 
think it unnecessary to comment at any length upon their testimony. 

Plaintiff has emphasized particularly the testimony of two of those 
agents, Walsh and— 

Mr. Quigley: Potoezak. 

The Court: —Potoezak, and supplemented their testimony by a tape 
recording of conversations between those two agents and Mr. Gerstenfeld 
when they entered the station of the defendant on July the 12th, 1957. It 
is clear from the conversations that Gerstenfeld stated that his station was 
not a PURE OIL station; that it was an independent station. But in the con- 
versations that he had with these men and with the other two agents who 
appeared at different times with respect to the use of the credit cards, 
he gave the impression that while it was not a PURE OIL station, he did sell 
PURE OIL products. 

Then there is the testimony of Sada, who was the operator of a PURE OIL 
station located in the general area served by defendant’s station, in which 
he described defendant’s station as he first saw it, and said that it looked 
like a PURE OIL station. 

The testimony of Mr. Crum, who also was the operator of another 
PURE OIL gasoline station, is to the same effect. 

Mr. Ciha who, by the way, is the only customer called, testified, in 
effect, that he was under the impression that he was purchasing PURE OIL 
at a reduced price at the station of the defendant. 

The evidence in its totality, in my opinion, makes it abundantly clear 
that the use of defendant’s signs on the station property were and are likely 
to confuse and mislead motorists approaching the station and cause them 
to believe that the products sold there are the products of the Pure Oil 


Company. 
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I hold, therefore, that the plaintiff's Trademark No. 514,028 was 
infringed by the defendant, and that plaintiff is entitled to the permanent 
injunction prayed for in its complaint. 

There also seems to be a violation of part of Trademark No. 587,523. 
The evidence fails to show any violation of the other three marks referred 
to in the complaint. 

We then come to the question of damages. Apparently it was assumed 
by counsel that under the provisions of Section 1117, proof of infringe- 
ment, together with proof of defendant’s sales as required by that statute, 
would ipso facto entitle plaintiff to a recovery of defendant’s profits. The 
case was presented upon this theory, and evidence was offered by the plain- 
tiff of the sales of the defendant, and defendant offered evidence of the 
cost and deductions, all as provided by the statute. 

A close reading of the statute, however, indicates that more than a 
finding of infringement and proof of defendant’s sales are required to 
entitle plaintiff to recover profits. Profits are awarded on the theory that 
the infringer’s gain is the loss of the registrant or owner of the trademark. 
The principle of awarding profits is to prevent a wrong-doer from profiting 
by his own wrong. Some courts have held that the wrong-doer in such 
cases is a trustee for the benefit of the registrant for the profits realized 
as a result of his tortuous conduct. But in order to be entitled to profits, 
a registrant must submit some evidence of a loss of profits as a result of 
the infringement. A decrease in the sales of the party claiming damages 
is usually regarded as sufficient if it is substantial. 

Now, we turn to the statute in question, Section 1117. As I have indi- 
cated, that statute must be read closely, and I shall direct counsel’s atten- 
tion to the part that I think is significant and material here: 


“When a violation of any right of the registrant of a mark regis- 
tered in the Patent Office shall have been established in any civil action 
arising under this chapter, the plaintiff shall be entitled, subject to the 
provisions of Sections 1111 and 1113.1(b)—” probably should be 
1114.1(b), but neither of those sections are applicable here— “—of 
this title, and subject to the principles of equity, to recover (1) defen- 
dant’s profits, (2) any damages sustained by the plaintiff, and (3) the 
costs of the action. The court shall assess such profits and damages 
or cause the same to be assessed under its direction. In assessing profits 
the plaintiff shall be required to prove defendant’s sales only; defen- 
dant must prove all elements of cost or deduction claimed. In assessing 
damages the court may enter judgment, according to the circumstances 
of the ease, for any sum above the amount found as actual damages, 
not exceeding three times such amount.” 


What follows I consider to be especially significant : 


“Tf the court shall find that the amount of the recovery based on 
profits is either inadequate or excessive the court may in its discretion 
enter judgment for such sum as the court shall find to be just, accord- 
ing to the circumstances of the case. Such sum in either of the above 
circumstances shall constitute compensation and not a penalty.” 
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It seems quite apparent that the last sentence, reading: “Such sum 
in either of the above circumstances shall constitute compensation and not 
a penalty” refers to the circumstances where the Court might find the 
profits to be inadequate or excessive, and enter judgment for such amount 
as the Court finds to be just. Quite clearly, the Congress intended that 
there should be no imposition of a penalty in awarding profits to one whose 
trademark had been infringed. Penalty is an award of damages that is 
grossly disproportionate to the amount of actual damage sustained. And, 
as I have indicated, it seems to me that the governing statute here clearly 
forbids the allowance of profits as a penalty. 

Now, what do we have in evidence here to show a decrease of sales 
suffered by the plaintiff? We have the testimony of Mr. Sada. As I have 
previously indicated, he was the operator of a PURE OIL gasoline station 
located some distance away from that of the defendant. In addition to the 
testimony he gave with relation to the confusing character of the defen- 
dant’s station and his belief that it looked like a puRE or station, he stated 
that he had received numerous complaints from his customers about the 
fact that a cheaper price for what were presumably PURE OIL products was 
being charged at the PARAGON o1L station than he was exacting from his 
customers. He said that he lost about a dozen customers, but he was unable 
to name a single one of them. He testified that he had received about three 
dozen complaints. He also testified that he was still receiving complaints, 
presumably from dissatisfied customers who were still doing business with 
him. His statement that he lost twelve customers is obviously a rough guess. 
But Sada further testified, in effect, that he was unable to say that he lost 
any gallonage. That he kept his gasoline station open longer, and it’s my 
impression from all of his testimony, that he indicated that the sales were 
no less by reason of the sales being made or the business being done by the 
Paragon Oil Company. 

Mr. Crum testified, and I should say that he testified, of course, about 
the complaint that he made to the Pure Oil Company in connection with 
the business being done and the manner of its being done by Paragon Oil. 
Crum testified that he lost two customers, but it’s quite clear that the loss 
of one of those customers, who was an excavating contractor, was due to 
the fact that the defendant company had employed him to do work at 
its premises, and in return for that, he became a customer of that company 
for the purchase of gasoline and oil. 

That left one customer that was lost by Crum. That customer was 
Mr. Ciha. I recall no evidence in the record as to the amount of gasoline 
purchased by Ciha; but if it be assumed that within the nine or ten months’ 
time that he was a customer of the defendant company that he purchased 
four or five hundred gallons of gasoline, and assuming that there was a net 
profit of three or four cents a gallon, the loss there would not be more 
than twelve or sixteen dollars. That, as I recall it, is all of the evidence 
tending to show any loss of sales by the plaintiff. 
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Now, in my opinion, there is no basis for a claim by the plaintiff that 
there was great difficulty of proof of loss of sales. It is to be remembered 
that the plaintiff here was a large oil company, operated directly in this 
territory and operated through its distributor, the General Oil Company. 
Certainly, if there was a decrease in sales suffered by the plaintiff as a 
result of the defendant’s infringement of its trademark, the plaintiff was 
in a position to establish the decrease of sales by its own books and records, 
or by the books and records of the General Oil Company. No such books 
or records were submitted, and I think it a fair inference that their absence 
is an indication that the books and records, if shown, probably would not 
show a decrease in sales caused by the activities of the Paragon Oil Com- 
pany. And I think, in the respect indicated, that the plaintiff has failed 
in this requisite of proof to entitle it to recover profits. 

Now, the defendant here showed profits of $931. I entertained no illu- 
sions about the accuracy of that figure. But if we assume it to be accurate 
and assume, as I have indicated, that the only loss of sales of plaintiff 
indicated by the evidence is the sales made by the defendant to Ciha, then 
we have a situation in which the actual loss of profits could not amount 
to more than $25. And certainly, as against that, an award of $931—even 
though I think that is not representative of the actual profits made by the 
defendant—would be grossly disproportionate. And, of course, if the 
Court were to find under the proper circumstances that the profits made 
by the defendant were fifteen hundred, two thousand, twenty-five hundred 
or three thousand dollars then, of course, the disproportion between such 
award and the amount of decrease in sales shown by the evidence would 
constitute a penalty which, as I have heretofore indicated is, in my opinion, 
not contemplated and, in other words, prohibited by Section 1117. 

Now, there are authorities supporting the views that I have just 
expressed. 

In the case of Rosenberg Bros. & Company v. Elliott, 7 F.2d 962, it 
was held: 


“Any damages of plaintiff, manufacturer of clothes, by infringe- 
ment of its trademark and unfair competition by defendant dealer in 
hats and caps, being incapable of computation, relief will be confined 
to injunction and recovery of taxable costs.” 


There are other authorities, perhaps not directly in point, but which 
shed light on this question. 

In the case of Obear-Nester Glass Company v. United Drug, reported 
in 149 F.2d 671, 65 USPQ 558, 561 (35 TMR 231), certiorari denied by 
the Supreme Court, it was held: 


“A plaintiff seeking to recover damages for lost sales resulting 
from trademark infringement has the burden of establishing that he 
lost sales and that defendant’s conduct caused the loss, and there is no 
presumption of law or fact that plaintiff would have made the sales 
that defendant made.” 
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In that same case, it was held that plaintiff may recover only such 
damages as naturally and proximately result from the infringement of 
plaintiff’s mark, which is no more than the statement of the general rule 
of damages applicable in all cases. 

Now, I turn to the very interesting commentary which is set out prefa- 
tory to the Lanham Act as codified, and which was written by Daphne 
Robert of the Georgia Bar, who is the author of The New Trade-Mark 
Manual. 

The fact that this commentary is included in the United States Code 
Annotated lends some weight to the fact that it is and was considered as 
authoritative. I have read a considerable portion of the commentary, and 
I think that the difficulty that we have had here on the question of damages 
would have been obviated, and the trial would have been concluded long 
before it was if the Court and counsel had read this commentary prior to 
the time I read it after court adjourned last night. 

In this connection, it might be said that this commentary points out 
very clearly the numerous ways in which the Lanham Act has expanded 
and enlarged the rights of trademark owners, and it points to the one 
significant change that makes registration of the trademark constructive 
notice upon all potential infringers or others, and I commend the reading 
of this commentary to counsel. But of particular interest here in connec- 
tion with the subject of damages is this portion of it which appears on 
Page 287, but which cannot be understood unless read in connection with 
the lower part of what appears on Page 286 of the volume that contains 
Sections 81 to 1113 of Title 15. 


I read: “The goods or services need not be identical or even 
remotely related. If it is shown that purchasers are likely to be misled 
by the mark into thinking that the same concern is selling, offering 
for sale or advertising the goods or services of both parties, relief will 
be granted. 

“Further broadening protection of registered marks, the Act pro- 
vides for injunction in three types of cases: (1) when a person actually 
uses an infringing mark advertising or selling his goods or services; 
(2) when a person prints, lithographs, or otherwise reproduces an 
infringing mark for another to use; and (3) when a person publishes 
a newspaper, magazine or other periodical in which the infringing 
mark is advertised.” 

Continuing: “With regard to the first,—” and this case is in the 
category of the first of the three referred to by the author— “—relief 
is not limited to an injunction. Damages and profits may be assessed. 
Damages may be assessed when it is proved that the infringement was 
intentional, the registrant has sustained actual damage, and the dam- 
age was the natural and proximate result of the infringer’s acts. Intent 
is not a necessary element in recovering profits, however. Upon proof 
that the infringing mark brought about confusion, mistake or decep- 
tion of purchasers as to source and a showing that the registrant’s 
sales were thereby decreased, profits of the infringer may be recovered.” 
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Now, I adopt that as a correct statement of the law because yesterday, 
while the matter was being argued, I was troubled. I assumed, however, 
that counsel—particularly patent counsel representing the plaintiff—was 
familiar with the law; and acting upon that assumption raised no question 
such as occurred upon a close reading of the statute. When I read it and 
saw the language of it was as I have here read it to counsel, and in connec- 
tion with the provision that recovery of profits should be as compensation 
and not as a penalty, it seemed to me that it was necessary for the plaintiff 
to do more by way of proving its loss of profits than was done in this ease. 
After some reflection upon the matter, I assumed that proof of decreased 
sales would be sufficient; and after some investigation of the matter and 
reading of this commentary, I found the views which I had tentatively 
developed were set forth precisely and accurately as I have just read them 
from the commentary. 

Now, I think in this connection, too, it must be realized that defendant 
operated his business at a location that was an exceptionally desirable one 
for a gasoline station. As I recall the evidence, there were three stations, 
including the defendant’s, located at three of the four corners of McCracken 
Road and Broadway. Defendant’s president testified on deposition that 
much of the traffic that passed there was transient traffic. It should also 
be taken into consideration that there were two, and probably three, other 
cut-rate gasoline stations in the immediate neighborhood that were making 
no pretense of selling PURE o1L products. The evidence is clear that the 
neighborhood in question is a neighborhood of working men who own their 
own homes, and of people who are very price conscious in the matter of 
gasoline and oil costs. 

Taking all of those factors into consideration, and in the light of the 
other evidence, it certainly does not appear with any degree of reasonable 
certainty that the plaintiff in this case suffered any decrease of sales, except 
the sales to one customer, Ciha. And I submit that the loss there was so 
insignificant as not to be a matter that a court of equity should consider 
in a case of this kind. That, together with the absence of any proof by the 
plaintiff, when the plaintiff had such proof available of decrease of sales, 
in my opinion, precludes the plaintiff from recovering any loss of profits. 

Now, as to actual damages: it must be apparent from what I have 
already said that no actual damages were shown. That fact was practically 
conceded by Mr. Snodgrass in his argument yesterday. I do not believe 
that this is a case in which attorney fees can be allowed. 

In an effort to get a case in point on one involving trademark, I found 
the case of Gold Dust Corporation v. Hoffenberg, reported in 87 F.2d 451, 
and I read from the bottom of Page 453 and the top of Page 454, 32 USPQ 
207, 210 (27 TMR 205) : 


“In Marks v. Leo Feist, Inc., supra, this court awarded counsel 
fees pursuant to the provision of the Copyright Act. It stated, how- 
ever, as a general rule, that: “Each party to a litigation must pay his 
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own counsel fees, no matter how unjust the litigation may have been 
or how great may have been the expense litis.’ 

“Aside from any question of power, therefore, we are committed 
to the settled equity practice outlined above that counsel fees will not 
usually be allowed against an unsuccessful litigant.” 


The defendant in that case, as I recall it, attempted to recover counsel 
fees from an unsuccessful plaintiff, but the principle laid down in that 
ease is applicable here, and it is the principle that counsel are familiar 
with and the Court has long been familiar with; but here it is tied in 
directly to a case somewhat similar to this. 

Of course, there being no actual damages, the Court cannot award 
punitive damages. It’s fundamental that there must be actual damages 
shown before punitive damages can be awarded. But apart from that, I do 
not think this is a case that would warrant any punitive damages. 

As I remarked yesterday, and I shall not elaborate on the subject, 
the plaintiff ignored the defendant’s counsel’s offer to further discuss what 
changes reasonably could or should be made to obviate the possibility of 
confusion, and plaintiff paid no attention to that whatsoever but immedi- 
ately set about, through the Pinkerton concern, to investigate or place 
under surveillance the station of the defendant, and this was, as has 
been indicated through interviewing customers, all in an apparent deter- 
mined policy to proceed with litigation. It seems to me that there was 
present here a situation where there was a strong possibility of avoiding 
litigation. 

I think that the defendant in this case acted as he did under the advice 
of counsel, and I think that counsel misapprehended the defendant’s rights, 
but was of the honest belief that defendant had a right to use the word 
PURE, it being a word that has, as I have said before, connotations of quality 
and is part of a common stock of language available to all persons. But 
when threatened with a lawsuit by the first letter, he made substantial 
changes and indicated a willingness to discuss further changes. Instead of 
discussing those changes with the defendant, it appears through the testi- 
mony of the general manager of the plaintiff company here, Mr. Salisbury, 
that after ascertaining through its general distributor that Paragon Oil 
Company purchased no products of Pure Oil, then, for a reason that was 
not given, he called the company from whom the defendant was purchasing 
its gasoline and oil, the Ashland Oil Company. Mr. Salisbury impressed 
me as an intelligent, reasonable man. I would suppose that a man of his 
ability would not act foolishly or out of idle curiosity, but that he had 
some reason that impelled him to call the Ashland Oil Company. What it 
was, I do not know. What that reason was, he couldn’t say. Whether there 
is any relation between his conversation with Ashland Oil Company and 
the subsequent discontinuance of relations between the Ashland Oil Com- 
pany and the defendant, I am unable to say. 
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I don’t know that further comment would be at all helpful. I think 
that while the defendant in this case, acting under the advice of counsel, 
sought to gain every possible advantage under the law, that it cannot be 
said that he acted in bad faith. The letter of May the lst tends to negate 
such a finding, as does his attitude at the time his deposition was taken. 
He stated at that time that he was willing to remove the offensive matter 
in the signs. Now, I appreciate that at that time he realized that he was 
in a lawsuit that was going to be expensive to him and that might result 
in serious loss to him by the way of recovery of damages, and that that 
had some influence upon the statements that he then made. But the state- 
ments he made at that time are not altogether inconsistent with the atti- 
tude of his counsel. 

So, without further comment, no damages by way of recovery of 
profits or by way of damages, compensatory or punitive, aside from the 
profits, will be awarded the plaintiff; and no attorney fees will be awarded 
plaintiff. 

Defendant, however, will be required to pay the costs of the case, 
excluding counsel fees and the cost of the Gerstenfeld deposition. 

It is unnecessary to make any comment upon the counterclaim of the 
defendant, other than to say that the allegations of the counterclaim have 
not been sustained, and the counterclaim may be dismissed. 

Counsel are directed to submit findings of fact and conclusions of law 
in accordance with the statements just made on or before two weeks from 
today. , 

Feb. 17, 1958 


Plaintiff has filed a motion for rehearing on the issue of recovery of 
profits. The motion is based upon two principal grounds, which may be 
paraphrased as follows: 


1. That the plaintiff is not required to submit evidence of loss 
of sales as a predicate for the recovery of profits. 


2. That an award to plaintiff of all of the defendant’s profits 
would not result in the imposition of a penalty in contravention of 
the terms of Section 1117 T. 15. 


If the arguments made and the authorities cited in support of the 
first ground had been submitted at the trial, this Court undoubtedly would 
have reached a different decision. However, the arguments submitted in 
support of the second ground of the motion are as unpersuasive as the 
arguments in support of the first ground are convincing. Plaintiff’s motion 
will therefore be granted on ground number one. The issue of profits will 
be reconsidered upon the present record in the light of the rule of Misha- 
waka Mfg. Co. v. Kresge, 316 U.S. 203, 53 USPQ 323 (32 TMR 254), which 
casts upon the defendant the burden of proving, if it can, that some or all 
of the profits made by defendant had no causal relation to the infringe- 
ment. It is, of course, true that where “it is impossible to isolate the profits” 
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attributable to the infringement, the owner of the trademark may be en- 
titled to a windfall, but if the infringement only created a portion of the 
profits the trademark owner’s recovery should be limited to that portion 
of the net gains. Sheldon v. Metro-Goldwyn Corporation, 309 U.S. at p. 404, 
44 USPQ 607, 612. In the Sheldon case, which involved a copyright in- 
fringement, the court approved an apportionment of profits because it was 
there shown that apart from the pirated material, many profit-creating 
factors were supplied by the infringer. The apportionment was approved 
also on the ground that “equity is concerned with making a fair appor- 
tionment so that neither party will have what belongs to the other.” The 
following statement made by Chief Justice Hughes in the Sheldon case is 
significant, 44 USPQ at 613: 


“Petitioners stress the point that respondents have been found 
guilty of deliberate plagiarism, but we perceive no ground for saying 
that in awarding profits to the copyright proprietor as a means of 
compensation, the court may make an award of profits which have 
been shown not to be due to the infringement. That would be not to 
do equity but to inflict an unauthorized penalty.” 


The Restatement of Torts is in accord. See Restatement of the law of 
Torts, Sec. 747(c), p. 649. In Mishawaka v. Kresge, supra, 53 USPQ at 325 
(32 TMR 254), the court was careful to note that: 


“If it can be shown that the infringement had no relation to 
profits made by the defendant, that some purchasers bought goods 
bearing the infringing mark because of the defendant’s recommenda- 
tion or his reputation or for any reason other than a response to the 
diffused appeal of the plaintiff’s symbol, the burden of showing this 
is upon the poacher. The plaintiff of course is not entitled to profits 
demonstrably not attributable to the unlawful use of his mark. Cf. 
Straus v. Notaseme Co., 240 U.S. 179, 183 (6 TMR 103); compare 
Sheldon v. Metro-Goldwyn Corp., 309 U.S. 390, 44 USPQ 607; Westing- 
house Electric Co. v. Wagner Mfg. Co., 225 U.S. 604.” (Emphasis 
supplied. ) 


There can be little doubt that in order to do equity here the court, 
upon reconsideration, should make an apportionment of defendant’s profits. 
Concededly defendant has the burden of showing that some or all of its 
profits were due to causes unrelated to the use of the infringing mark. 
A review of the evidence compels the conclusion that the defendant has 
sustained this burden. The defendant produced two witnesses who testified, 
in effect, that they became purchasers of defendant’s products solely be- 
cause of the lower prices charged by defendant and that they were not 
confused or misled as to the source of the gasoline and oil sold by the defen- 
dant. In addition, the evidence shows that the defendant’s place of business 
was located at one of the valuable corners of an intersection where vehic- 
ular traffic was heavy, as evidenced by the presence of two other gasoline 
stations situated on two of the other corners of the intersection. Defen- 
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dant’s station was located in a neighborhood of workingmen and women 
who, according to the evidence, were “very price conscious” in the matter 
of gasoline and oil costs. There were two or three other cut-rate gasoline 
stations located nearby. Defendant sold its products at prices that were 
not only lower than the standard prices charged by others but which were 
less than the prices of the other cut-rate dealers in the neighborhood. 

It appears that wholly apart from the infringement, the factors of 
location and low prices, particularly the latter, contributed greatly to the 
defendant’s volume of sales and the profits realized therefrom. As against 
the defendant’s evidence there must be weighed the testimony of plaintiff’s 
witness, Ciha, and the inference to which plaintiff is entitled that defen- 
dant’s sales and profits were due to the infringement. In weighing the 
evidence it is difficult to avoid the conclusion that the magnet of low 
prices alone drew the great majority of defendant’s customers into its 
gas station premises. 

No division of profits can be made with reasonable accuracy in the 
present state of the record. To achieve such result would require further 
evidence by way of expert testimony. But in view of the small amount 
involved and the expense of the parties of another hearing, such procedure 
seems unwarranted. Therefore, in the interest of obviating further expense 
and delay, the Court will apportion profits on the basis of the record as 
it now stands. While this is not an altogether satisfactory method of dis- 
posing of the case, and will result only in a “rough approximation” of 
the profits due to the infringement, the alternative of additional hearing 
offers no promise of a substantially different result. It has been stipulated 
that the defendant’s profits amounted to $3,000. On the basis of the facts 
above referred to, I am of the opinion that plaintiff ought to be allowed 
334% of this amount, or the sum of $1,000. 

For the reasons stated, plaintiff’s motion for rehearing is granted. 
Upon rehearing it is held that plaintiff be awarded $1,000. To the extent 
that the foregoing considerations are in conflict with this Court’s oral 
opinion on January 9, 1958, that opinion is modified. Said oral opinion 
is in all other respects affirmed. A journal entry may be prepared in 
accordance with the foregoing. 





THE L. S. STARRETT COMPANY v. AARON 
MACHINERY CO. INC. et al. 


No. 18052 —D. C., E. D. New York — April 2, 1958 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—SIMILARITY OR DISSIMILARITY OF GOODS 
In cases of infringement and unfair competition it is the confusion of origin 

and not the confusion of goods which controls. 
If the product on which a trademark is used by another is fairly within the 
normal field of expansion of the registrant’s business, the latter is entitled to relief. 
Temporary injunction granted to restrain defendant’s use of STARRETT on 
foreign made machine tools as infringing upon and constituting unfair competition 
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with plaintiff’s prior use of the same word on hand tools and measuring instruments, 
notwithstanding defendant’s claims that the products were distinguishable because 
they bore different trade names, that the plaintiff’s mark was a surname and there- 
fore invalid, that no fraudulent intent had been shown, and that the mark had been 
used by others on various goods. 


Action by The L. 8S. Starrett Company v. Aaron Machinery Co. Inc., 
Samuel E. Aaron, and Jacob Freidus for trademark infringement and 
unfair competition. Plaintiff moves for preliminary injunction. Motion 
granted. 


Burgess, Ryan & Hicks, of New York, N. Y. (John F. Ryan, of New York, 
N. Y., and Herbert W. Kenway, of Boston, Massachusetts, of counsel), 
for plaintiff. 

Donner, Kinoy & Perlin (Marshall Perlin, of counsel), of New York, N. Y., 
for defendants. 


BRUCHHAUSEN, District Judge. 

This is a motion by the plaintiff for a preliminary injunction in an 
action for unfair competition and trademark infringement. 

There is no substantial dispute of the facts. It appears that the plain- 
tiff’s business was founded in 1880; that for the past seventy-five years it 
has been actively engaged in the manufacture of various kinds of hand 
tools and measuring instruments; that for many years the company has 
referred to and identified itself by the name STARRETT in advertising 
through catalogues and other means; that it is the owner of United States 
trademark registrations under that name and that its annual sales exceed 
fifteen millions of dollars. 

The individual defendants organized the corporate defendant in the 
year 1946. It is a family owned corporation, controlled and operated by 
the individual defendants. They are engaged in the business of selling 
foreign made machine tools. 

While the plaintiff’s business is concerned principally with the manu- 
facture of hand tools and measuring instruments, many of those tools are 
used and advertised for use by attachment to or in conjunction with ma- 
chine tools, not made by plaintiff, but manufactured by others. The plain- 
tiff’s catalogue, of which some 600,000 copies are circulated, contains a 
number of illustrations of such use, such as the plaintiff’s saw blades 
attached to a drill press. The press itself is not manufactured by the 
plaintiff. 

In October 1956, shortly after the plaintiff became aware of the defen- 
dants’ use of the name STARRETT on machine tools, it formally objected 
thereto and within a reasonable time thereafter commenced this action. 

The front cover of the plaintiff’s catalogue portrays the name STARRETT 
in large red letters, on a white, oblong shaped mat, within a black border. 
All but a few of the 462 pages of the catalogue contain the name STARRETT, 
printed in bold faced type at the top. 
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The plaintiff has submitted copies of the three full page advertise- 
ments published or caused to be published by defendants in or about the 
month of August 1957 (prior to the filing of the complaint) all of which 
have printed at the top thereof in large lettering the words STARRETT 
RADIAL DRILLS. In addition, on each of the pages is a picture of a machine 
with the name STARRETT in an oblong, bordered frame. The defendants 
continued to use the name STARRETT in several advertisements of machine, 
published in December 1957. 

The plaintiff has also presented a number of affidavits to the effect that 
the continued use by the defendants of the name STARRETT is misleading 
and deceptive and tends to cause confusion in the minds of the buying 
public. 

The opposing papers consist of an affidavit by the defendants’ counsel 
and a law memorandum, neither of which raise a major factual dispute. 

The principal contentions of the defendants are that the plaintiff is 
not entitled to injunctive relief under the circumstances; that the product 
of the plaintiff is readily distinguishable in that most of its tools bear 
the legend L. S. STARRETT COMPANY-ATHOL, MASS. MADE IN U.S.A., while the 
defendants’ machines bear a foreign label; that the use of a surname as 
a trademark renders it invalid; that there is no proof of intent to deceive 
or of fraud and that the name STARRETT has been commonly used on build- 
ings, television and goods other than tools. 

No foreign label is discernible in the defendants’ advertisements. The 
sole legend thereon is STARRETT. The use of the name STARRETT on buildings 
and articles other than tools could not lead to confusion in the purchase 
of tools. Obviously, the contention has no merit. 

In similar situations, it has been held that “it is the confusion of origin, 
not confusion of goods, which controls.” Vick Chemical Co. v. Vick Medt- 
cine Co., 8 F.2d 49, 52 (16 TMR 67). 

Injunctive relief is a recognized remedy for infringement of a trade- 
mark. Pan American World Airways, Inc. v. Clipper Van Lines, Inc., 98 
F.Supp. 524, 90 USPQ 53 (41 TMR 832); Mandee Fabrics, Inc. v. Slifka, 
97 F.Supp. 197, 89 USPQ 27; and New York State General Business Law 
368(c¢). 

If the product on which the trademark is being used by another is 
fairly within the normal field of expansion of the registrant’s business, 
the latter is entitled to relief. National Drying Machinery Company v. 
Ackoff, 129 F.Supp. 389, 104 USPQ 288 (45 TMR 449) ; Henry Muhs Co. v. 
Farm Craft Foods, Inc., 37 F.Supp. 1013, 49 USPQ 162 (31 TMR 164). 

The borrowing of a registrant’s reputation by the use of his trademark 
constitutes such an injury as warrants injunctive relief. Yale Electric 
Corporation v. Robertson, 2 Cir., 26 F.2d 972, 974 (18 TMR 321). See also 
Standard Brands, Inc. v. Smidler, 151 F.2d 34, 66 USPQ 337 (35 TMR 
277); and Garrett v. T. H. Garrett & Co., 78 F. 472. In the said Yale 
Electric case, Judge Learned Hand, writing for the Court, said: 
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“If another uses it (the mark), he borrows the owners reputation, 
whose quality no longer lies within his own control. This is an injury, 
even though the borrower does not tarnish it, or divert any sales by 
its use; for a reputation, like a face, is the symbol of its possessor and 
creator, and another can use it only as a mask.” 


The statute, 15 U.S.C.A. 1057(b), provides that the issuance of a regis- 
tration is prima facie evidence of the exclusive right to use the mark. Not 
only is there failure on the defendants’ part of rebuttal of such evidence, 
but the same applies to the claim of unfair competition. 

The cases, cited by the defendants, relating to the “family name” doc- 
trine are irrelevant. 

Motion granted. The plaintiff shall give security in the sum of $500. 

Submit order. 





FRANKS et al. v. MARKSON et al. 
Mass. Sup. Judicial Ct. — April 8, 1958 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
Contract between parties provides that names are sole and exclusive trade names 
and property of plaintiffs; court thinks that word “trade names” and “property” 
are used in their legal sense and refer to rights which law customarily gives to 
trade names and property; further provision to the effect that plaintiff’s ownership 
of names includes variations thereof does not enlarge rights to these names, but 
merely describes what law would do anyway, namely, forbid use of all similar names. 

Court finds in contract between parties providing that names are sole and 
exclusive trade names and property of plaintiffs that there is implication not to use 
names outside states agreed upon. 

Because businesses are identical in method of operation and use similar methods 
of advertising, chance for confusion on part of public is greater than would be 
the case if dissimilar businesses were involved, and matter of similarity of names 
must be closely scrutinized. 

Use of short, easily remembered names is common merchandising device and 
something more than this must be shown to entitle plaintiffs to injunctive relief. 

BILL BENTON is not an infringemeent of JIM CLINTON, names being used in 
clothing enterprise. 


On report from Massachusetts Superior Court, Suffolk County, Dew- 
ing, J. 

Bill in equity by Alfred A. Franks et al. against Robert T. Markson 
et al. to enjoin violation of contract. Final decree dismissing bill ordered. 
Edward O. Proctor, Charles M. Goldman, and Robert K. Lamere, of Boston, 

Massachusetts, for plaintiffs. 

George A. McLaughlin, Arthur M. Gilman, and Jerome P. Facher, of 

Boston, Massachusetts, for defendants. 

Before Witkins, Chief Justice, and RONAN, SPALDING, COUNIHAN, and 

WHITTEMORE, Justices. 
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SPALDING, Justice. 

The objective of this bill in equity is to enjoin the violation of a 
contract made by the plaintiffs and the defendants concerning, among 
other things, the right to the use of a trade name. The defendants set up 
the following by way of defence: (1) a plea in abatement, (2) a motion 
to decline jurisdiction,’ (3) a “plea” of forum non conveniens, and (4) 
a demurrer. At a hearing on the pleas and motion, evidence was intro- 
duced on the issues raised by the pleas, and an interlocutory decree was 
entered overruling the pleas and denying the motion. An interlocutory 
decree was also entered overruling the demurrer. The judge, being of 
opinion that these interlocutory decrees so affected the merits of the case 
that the questions ought to be determined by this court before further 
proceedings, reported the case. G. L. (Ter. Ed.) ¢. 214, § 30. The report 
includes a report of the evidence introduced in connection with the pleas 
and the findings of material facts made thereon. 

We summarize the averments of the bill as follows. The plaintiff 
Alfred A. Franks, hereinafter called Franks, is the sole stockholder in 
the three corporate plaintiffs (Samson, Crane Co., Lawrence Clothing 
Mfg. Corp., and Crane’s Clothes, Inc.). His wife, Florence, and their 
minor children, John and Virginia, all of whom own stock in subsidiary 
corporations, are also plaintiffs, the children being represented by their 
father and mother as guardians. For convenience they will be sometimes 
referred to hereinafter as the Franks group. 

About 1940 Franks started the Jim CLINTON clothing business, dealing 
principally in the manufacture and sale of “men’s ready made clothing 
of the lower price range.” “Its merchandise was widely advertised in 
distinctive fashion, under the name JIM CLINTON, in newspapers, and by 
radio and television.” The advertisements carried a “distinctive picture 
of a man.” Merchandise was sold by means of “pipe rack operation,” so 
called, requiring a minimum of service, so that prices have been kept 
relatively low. “The name JIM CLINTON became widely known * * * and 
the business, so known, was highly successful.” 

There are now seven JIM CLINTON stores in Massachusetts and New 
Hampshire which are operated by one of the plaintiff corporations, and 
another corporate plaintiff manufactures most of the clothing sold in these 
stores. 

In 1946 Franks and the individual defendants, Robert T. and Yoland 
D. Markson, as joint venturers, undertook to open and operate JIM CLINTON 
stores in California. In April, 1951, due to friction, Franks and the 
Marksons decided to separate and to divide their interests, the New 
England business going to Franks and the California business going to 
the Marksons. On May 31, 1951, a contract was drawn up and executed 





1. The basis for the motion to decline jurisdiction was that the relief sought 
“necessarily requires the performance of positive acts 


” 


in other jurisdictions. 





mone 
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between the Franks group (on the one hand) and (on the other hand) 
the Markson group, consisting of the defendants Robert T. and Yoland D. 
Markson, the defendant Markson Bros. (a Maine corporation), sixteen cor- 
porations (named as defendants in the bill) which were associated with 
the JIM CLINTON business in California. 

With regard to the ownership and rights to the use of the name Jim 
CLINTON the contract provided: “The Markson group acknowledges that the 
names CLINTON CLOTHING, JIM CLINTON, and any and all variations * * * 
and derivatives thereof, are the sole and exclusive trade names and prop- 
erty of the Franks group * * *.” The Franks group granted to the 
Markson group “the sole and exclusive right to use the names CLINTON 
CLOTHING, JIM CLINTON, and any and all variations * * * and derivatives 
thereof, in the States of California, Washington, Oregon, Idaho, Arizona 
and Nevada” without paying any compensation for the right. Nothing 
in the agreement “shall be deemed to prevent the Markson group, or any of 
them * * * from taking advantage of or making use of said names * * * 
in such States or locations where by final determination * * * in a court 
of competent jurisdiction the exclusive right of the Franks group * * * 
to said names * * * has been denied”; but the Markson group were not to 
initiate any proceedings which would put in issue the right of the Franks 
group to the exclusive use of these names. 

The Markson group, it is alleged, in violation of the contract have 
opened stores in Texas, Colorado, and Oklahoma, and are about to open 
stores in New Mexico and additional stores in Texas, “using the JIM 
CLINTON type of merchandising [and] advertising, substituting, however, 
the closely similar name BILL BENTON, and a closely similar picture to the 
one used in the JIM CLINTON advertising and signs * * * .” 

Concluding, the bill alleges that this use of the name BILL BENTON 
makes it virtually impossible for the Franks group to extend the Jim 
CLINTON chain to those States where the Bill Benton stores are operating 
and prays that the Markson group be enjoined from using the name 
BILL BENTON and all variations and derivatives of JIM CLINTON outside the 
six States agreed on in the contract. 

The defendants named in the bill are all signatories of the above 
mentioned contract. Of these, however, only Robert T. Markson and 
Markson Bros. have been served with process. These two defendants filed 
the pleas, motion and demurrer mentioned above. The plea in abatement 
assigned as grounds (1) that seventeen defendants named in the bill are 
indispensable parties, have not been served with process, and are beyond 
the jurisdiction of the court, and (2) that the fourteen corporations which 
use the name BILL BENTON are indispensable parties, have not been named 
in the bill, and are beyond the jurisdiction of the court. 

Findings of the judge include the following: The individual plain- 
tiffs reside in this Commonwealth; the corporate plaintiffs are incorporated 
in Massachusetts and have their principal place of business here. The 
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defendant Robert T. Markson resides here, and Markson Bros. (a Maine 
corporation) has a place of business here. Yoland D. Markson resides in 
California. The corporate defendants named in the bill and not served 
(hereinafter called the California corporations) are not within the jurisdic- 
tion of the court. None of these corporations was engaged in the Texas, 
Colorado, Oklahoma and New Mexico operations complained of in the bill. 
These findings are supported by evidence and are not challenged. 

The judge further found that the BILL BENTON corporations (which 
operate the stores using the BILL BENTON name) were wholly owned by 
Markson Bros., either directly or through intermediate corporations, and 
ruled that the “court has jurisdiction to enjoin Markson Bros. and Robert 
T. Markson or any corporate instrumentalities solely owned or controlled 
by * * * Markson Bros. from the use of the name BILL BENTON * * * if * * * 
such use is in breach of the contract in suit.” The judge also found that 
the California corporations were either wholly owned or controlled by 
Markson Bros.’ 

The defendants attack these findings as lacking evidential support 
and argue that the ruling was erroneous as matter of law. Turning first 
to the latter contention, we are of opinion that the judge erred in ruling 
that any decree entered against Markson Bros. is effective against any 
corporation owned ‘or controlled by Markson Bros. Despite the pattern 
of interlocking corporate ownership shown here, each of the corporations 
involved was a separate entity in the eyes of the law. Markson Bros.’ 
ownership and control of the BILL BENTON corporations, if such was the 
fact, would not, standing alone, empower the court to enter a decree against 
the parent corporation which would bind the subsidiaries. Such ownership 
and control did not “merge the corporations into one or * * * make either 
the agent of the other.” Marsch v. Southern New England Railroad, 230 
Mass. 483, 497. We do not pause to consider to what extent the findings 
on which this ruling was made were supported by the evidence for in our 
view it would not affect the outcome of the case. 

But we are of opinion that the ruling of the judge, although not 
supportable on the ground assigned by him, may nevertheless be upheld. 
Weidman v. Weidman, 274 Mass. 118, 125. “It is a fundamental principle 
of equitable procedure that a court will not proceed to a final determina- 
tion, which may affect third persons, without causing them to be made 
parties to the bill in order that after a hearing, at which they have had 
their day in court, their claims may be adjudicated. Lawrence v. Smith, 
201 Mass. 214, 215. Bayer & Mingolla Construction Co. Inc. v. Streeter, 
318 Mass. 311, 312, and cases cited. This rule may not apply, however, 
when necessary parties, in contradistinction to indispensable parties, are 
not within the jurisdiction and cannot be brought before the court. In 
such cases, rather than to make no determination whatsoever, the court 


2. The plaintiffs concede that this finding went beyond the evidence. 
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will proceed with those persons who are before it. Florence Sewing Ma- 
chine Co. v. Grover & Baker Sewing Machine Co., 110 Mass. 1, 8-10. J. P. 
Eustis Manuf. Co. v. Saco Brick Co., 198 Mass. 212, 219-220. As was said 
in the case last cited at pages 219-220, “In equity the general rule is that 
all persons having a material interest in the subject matter of the suit 
must be made parties. But, having been introduced for the purpose of 
justice, the rule will not be applied to accomplish its defeat, if, con- 
sistently with the merits of the case, the court can proceed to a decree 
as to the parties before it, even if other persons, who may be interested but 
over whom it does not possess jurisdiction, are absent.” This principle 
is recognized in Rule 15 of the Superior Court (1954). See note to Rule 15 
of the Superior Court (1932) at pages 54-55. There are, to be sure, in- 
stances where the absence of persons from the jurisdiction will prevent the 
court from going forward with the case. Thus in a minority stockholders’ 
suit against the directors of a corporation justice requires that the cor- 
poration be bound by the result. Accordingly the court will not proceed 
if the corporation is not before the court; the corporation in such a case 
is an indispensable party. Turner v. United Mineral Lands Corp., 308 
Mass. 531, 538. See Anderson v. Albert & J. M. Anderson Manuf. Co., 
325 Mass. 3438, 347. 

In the case at bar it would doubtless be desirable to bring all the 
persons interested in the outcome of this litigation before one tribunal 
which can decide the questions which have arisen concerning the use of 
the name BILL BENTON. Such persons would include parties to the contract 
(Yoland D. Markson and the California corporations) as well as the Bill 
Benton corporations. The plaintiffs, however, have no way of bringing these 
parties before the court and they have not chosen to come voluntarily. 
But that fact should not preclude the plaintiffs and such of the defendants 
as have been served here from having their rights adjudicated here so far 
as possible. A decree may be framed here which will bind those who are 
before the court, but which will in no wise affect the rights of those who 
are not. Accordingly, we hold that the California corporations and the 
Bill Benton corporations, and Yoland D. Markson are not indispensable 
parties. 

In view of what we are about to say concerning the demurrer there 
is no occasion to discuss the motion to decline jurisdiction and the “plea” 
of forum non conveniens. We might add, however, that we perceive no 
error in the judge’s disposition of these matters. 

Before discussing the question of whether the plaintiffs have set forth 
a ease in their bill something should be said as to the nature of the rights 
created in the contract. The contract specifically provides that the CLINTON 
names “are the sole and exclusive trade names and property of the Franks 
group.” We think the words “trade names” and “property” are used in 
their legal sense, and refer to the rights which the law customarily gives 
to trade names and property. The further provision to the effect that 
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the Franks groups ownership of the CLINTON names includes “any * * * 
variations * * * and derivatives thereof” does not enlarge the group’s 
rights to these names, but merely describes what the law would do anyway, 
namely, forbid the use of all similar names in accordance with the law of 
trade names and unfair competition. Thus, whether there has been a viola- 
tion of the contract will depend upon whether under such law there has 
been an infringement of the trade name. 

The defendants argue that under the contract the Markson group did 
no more than acknowledge that the Franks group owned the CLINTON names, 
but beyond such acknowledgment undertook no obligations with respect 
to the names. This contention cannot be sustained; such a construction 
would reduce this portion of the contract to hardly more than empty 
verbiage, and would not be “in accord with justice and common sense and 
the probable intention of the parties.” Clark v. State Street Trust Co., 
270 Mass. 140, 153. It is fair to infer that this provision was inserted in 
the agreement to accomplish something. When the Markson group acknowl- 
edged that the Franks group were the exclusive owners of the CLINTON 
names they impliedly agreed not to use these or similar names outside the 
six States agreed upon. In other words, the acknowledgment on the part 
of the Markson group carried with it by necessary implication an agree- 
ment on their part to do nothing that would derogate from the right 
acknowledged. See Old Corner Book Store v. Upham, 194 Mass. 101, 104- 
105; Horvitz v. Zalkind, 332 Mass. 125; Williston, Contracts (Rev. ed.) 
§ 670. 

With this background we now turn to the demurrer. We are of 
opinion that the bill fails to set forth a case for relief and that the demurrer 
ought to have been sustained. In reaching this conclusion we assume that 
the BILL BENTON and JIM CLINTON businesses are identical in method of 
operation, and use similar methods of advertising, including the use of a 
distinctive picture of a man.* Because of this similarity the chance for 
confusion on the part of the public is greater than would be the case if 
dissimilar businesses were involved, and the matter of similarity of names 
must be closely scrutinized. 

Admittedly, there are some similarities between the name JIM CLINTON 
and the name BILL BENTON. Both start with a short, familiar nickname. 
Both names end with the identical syllable Ton, and both are accented on 
the penult. But none of these attributes belongs exclusively to the Franks 
group. The use of short, easily remembered, names is a common mer- 
chandising device and part of the public domain. Something more than 
this must be shown to entitle the plaintiffs to injunctive relief. The ultimate 


3. The plaintiffs allege that the use of similar methods of merchandising and 
advertising is a violation of the 1951 contract. That contract makes no attempt, how- 
ever, to limit the right of the Markson group to run a pipe rack operation or use a 
picture of a man in its advertising, and no such agreement can fairly be implied. 
Accordingly, these acts cannot be regarded as a violation of the contract. 





: 
: 
; 
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test in determining whether the defendants have infringed the plaintiffs’ 
trade name is whether there is a reasonable probability that the buying 
public will confuse one name with the other so that they will be induced 
to purchase the defendants’ merchandise in the belief that it is the plaintiffs. 
Jays Inc. v. Jay-Originals Inc., 321 Mass. 737, 740, 76 USPQ 238, 239-240, 
and cases cited. Restatement: Torts, § 728, and comments. In the case at 
hand we are of opinion that there has been no infringement of the Jim 
CLINTON name. Despite the slight similarities mentioned above, we think 
that no reasonable person could mistake one name for the other. They 
neither sound nor look alike. See Buchanan-Anderson-Nelson Co. v. Breen 
& Kennedy, 27 App. D.C. 573 (HENDERSON does not infringe ANDERSON) ; 
Yeasties Products, Inc. v. General Mills, Inc., 77 F. 2d 523, 25 USPQ 393 
(25 TMR 396) (Ct. of Customs & Patent App.) (YEASTIEs does not infringe 
WHEATIES) ; Plough Chemical Co. v. Bullion, 5 F. 2d 117 (C.A. D.C.) (RED 
AND WHITE does not infringe BLACK AND WHITE). We have examined the 
many authorities cited by the plaintiffs on this point and find nothing 
that persuades us to reach a contrary conclusion. 

The interlocutory decree overruling the plea in abatement and the 
“plea” of forum non conveniens and denying the motion to decline juris- 
diction is affirmed. The interlocutory decree overruling the demurrer is 
reversed and a new decree is to be entered sustaining the demurrer. A 
final decree is to be entered dismissing the bill. The defendants are to have 
costs of this appeal. 

So ordered. 





THE BOSS COMPANY v. HOMEMAKER RUGS, INC. et al. 
No. 57 C 1035—D. C.,N. D. Ill., E. Div. — April 16, 1958 


COMMON LAW TRADEMARKS—IN GENERAL 
CoMMON LAW TRADEMARKS—EVIDENCE 
Use of WOOL-TONE in advertising circulars and invoices, with no proof of use 
on rugs or the labels thereof, is insufficient to establish trademark rights. 


Action by The Boss Company v. Homemaker Rugs, Inc., and Bernard 
G. Blum and Molly Blum, doing business as B. G. Blum Associates, for 
trademark infringement. Plaintiff moves for preliminary injunction. 
Motion denied. 
Byron, Hume, Groen & Clement and Richard E. Alexander, of Chicago, 


Illinois, for plaintiff. 
Harry Price, of New York, N.Y., and Frank H. Marks and Lederer, 
Livingston, Kahn & Adsit, of Chicago, Illinois, for defendants. 


HorrMaNn, District Judge. 


FINDINGS OF FACT 


1. The Boss Company has failed to prove priority in the usage of 
WOOL-TONE as a trademark on carpets. 
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2. The Boss Company used WOOL-TONE in connection with the word 
description on their invoices. 


3. The Boss Company failed to prove that Homemaker Rugs, Inc., and 
B. G. Blum Associates WOOL-TONE was of inferior quality, even though 
The Boss Company made such representation. 


4. The Boss Company’s use of WOOL-TONE in circulars and invoices 
did not create trademark rights. 


5. The Boss Company has only exhibited advertising circulars and 
invoices to establish its trademark rights prior to Homemaker Rugs, Inc., 
and B. G. Blum Associates, and these are not sufficient to establish trade- 
mark rights. 


6. The Patent Office made no decision in favor of The Boss Company 
on the basis of contested evidence and the constructive admissions by Home- 
maker Rugs, Inc., and B. G. Blum Associates are for the purpose only of 
Patent Office proceedings. 


7. The Boss Company showed use of the designation WOOL-TONE only 
on a price list and circular and invoices in 1954 in connection with its 
rugs, but it did not show use as a trademark on the rugs. 


8. Bernard G. Blum stated in his affidavit that The Boss Company had 
not used WOOL-TONE as a trademark on its labels, based upon his frequent 
inspection of rug counters, and the first time WOOL-TONE, as used by Plain- 
tiff, ever came to his attention was a descriptive use seen in the Boss 
showroom at 10 West 33rd Street, New York, N.Y. on November 4, 1957. 


9. The showing made by the Plaintiff in an attempt to establish prior- 
ity of trademark use is not free from reasonable doubt. 


CoNcLUSIONS oF LAW 


A. The Court makes no ruling on the question of jurisdiction of person 
or subject matter, which Defendant denies and has reserved for the trial; 
the Court had jurisdiction only to hear and decide Plaintiff’s Motion. 


B. The Boss Company has failed to establish priority of use of WooL- 
TONE as a trademark. 


C. The Boss Company has failed to establish use of the term WooL- 
TONE as a trademark. 


D. The Boss Company has failed to establish use of WoOL-TONE other 
than on invoices and circulars, which do not establish trademark rights. 


E. The Patent Office proceedings offered by Plaintiff on his Motion 
are not relevant or pertinent to the question of appropriation of the mark 
by Plaintiff. 


F. The motion of The Boss Company for an injunction should in all 
respects be denied. 
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J. H. SMITH CO., INC. v. JORDAN MARSH 
COMPANY et al. 


No. 58-324-F —D. C., Massachusetts — April 21, 1958 


CouRTS—J URISDICTION 

Claim for infringement of a trademark not federally registered was not properly 
removed to federal district court in view of plaintiff’s election to rely on common 
law and Massachusetts statutes, and its failure to allege possible claim under 
Lanham Act. 

Where plaintiff asserted against manufacturer and retailer seller of products 
bearing the infringing mark the single wrong of using an infringing label and 
trademark and other deceptive practices to pass off the product as that of plaintiff, 
there was no separate and independent claim or cause of action against the manu- 
facturer, as required for removal to federal district court by 28 U.S.C.A. 1441(c). 


Action by J. H. Smith Co., Inc. v. Jordan Marsh Company, Beacon 
Enterprises, Inc., and Parke Snow, Inc., for trademark infringement. 
Plaintiff moves to remand action to state court. Motion allowed. 


William R. Hulbert, Jr., and William W. Rymer, Jr., of Boston, Massa- 
chusetts, and Merrill F. Steward, of New Haven, Connecticut, for 
plaintiff. 

L. William Bertelsen III, Harris A. Reynolds, and Kenway, Jenney, Witter 
«& Hildreth, of Boston, Massachusetts, for defendants. 


ForD, District Judge. 

Plaintiff in this action as well as two of the defendants, Jordan Marsh 
Company and Parke Snow, Inc., are Massachusetts corporations and the 
third defendant, Beacon Enterprises, Inc., is a New York corporation. The 
complaint alleges that plaintiff manufactures an exercising device which 
it advertises and sells under the trademark SLIM-CYCLE and a distinctive 
label which it has registered in accordance with Mass. G. L. Ch. 110 § 8. 
There is no allegation of any Federal registration of the trademark or label. 
It is further alleged that Beacon manufactures a substantially identical 
exerciser which it puts on the market under the name SLENDER-CYCLE, 
using a label which is a counterfeit and imitation of plaintiff’s label, and 
that the other two defendants have advertised and sold Beacon’s exerciser 
using the name SLENDER-CYCLE and Beacon’s label. 

The action was commenced in the state court and removed to this court 
by defendant Beacon. Plaintiff now moves to remand the case to the state 
court. Beacon contends that the action was properly removable under 
28 U.S.C.A. § 1441(a) because the complaint sets forth a claim within the 
original jurisdiction of this court under 28 U.S.C.A. § 1338(a) and also 
removable under 28 U.S.C.A. § 1441(¢c) on the ground that the complaint 
sets forth a separate and independent claim against Beacon, between whom 
and plaintiff there is diversity of citizenship. 

Beacon argues that the complaint states a claim under § 43(a) of the 
Lanham Act, 15 U.S.C.A. § 1125(a), and is therefore one within the orig- 
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inal jurisdiction of this court. Assuming, however, that the facts set forth 
would constitute a cause of action under 43(a), the fact remains that 
plaintiff clearly has elected not to assert any right it may have under the 
Lanham Act, but expressly relies only on its rights under common law 
and the Massachusetts statutes. A case to be removable must set forth a 
claim arising under the Federal law. It is not enough that plaintiff might 
on the facts have asserted a Federal claim when he clearly has chosen not 
to do so. Bell v. Hood, 327 U.S. 678, 681, Fluidless Non-Tact Lenses, Inc. 
v. Klear Vision Contact Lens Specialists, Inc., 158 F. Supp. 145, 116 USPQ 
256 (48 TMR 709); Harrison Laboratories, Inc. v. House of Barri, Inc., 
D.C.S.D.N.Y. File No. 128-55, March 18, 1958. 

Neither does the complaint set forth a separate and independent claim 
or cause of action against defendant Beacon within the meaning of 28 
U.S.C.A. § 1441(¢). As the Supreme Court has pointed out, “where there 
is a single wrong to plaintiff, for which relief is sought arising from an 
interlocked series of transactions, there is no separate and independent 
claim or cause of action under § 1441(c).” American Fire & Casualty Co. 
v. Finn, 341 U.S. 6, 14. Here plaintiff asserts a single wrong, the use of an 
infringing label and trademark and other deceptive practices to pass off 
Beacon’s product as that of plaintiff, and asserts its claim against the manu- 
facturer of the offending product and two retailer sellers of that product. 
It is doubtful if the complaint sets forth a separable controversy against 
Beacon such as was required for removal before the enactment of the 
present § 1441(c). Lever Bros. Co. v. J. Eavenson & Sons, Inc., 7 F. Supp. 
679 (25 TMR 648). Clearly it does not set forth the separate and inde- 
pendent claim which is required by the present statute. Knight v. Chrysler 
Corporation, 134 F. Supp. 598, 600; Ronson Art Metal Works, Inc. v. 
Comet Import Corp., 103 F. Supp. 531; Silverman v. Swift & Co., 100 
F. Supp. 961. 

Plaintiff’s motion to remand to the state court is allowed. 


ANDRE L. RICHARD COMPANY, INC. v. SWISS PINE 
IMPORTING COMPANY, INC. 


N. Y. Sup. Ct., Spec. Term, N. Y. Co. — April 29, 1958 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF—INJUNCTION 
Plaintiff markets product called LAVENDER MIST, which is a lavender scented 
spray, and seeks to enjoin defendant’s use of LAVENDER SACHET MIST; existence of 
several users in field casts doubt on whether title is exclusive with plaintiff or in 
public domain, and motion for temporary injunction is denied. 


Action by Andre L. Richard Company, Inc. v. Swiss Pine Importing 
Company, Inc., for unfair competition. Plaintiff moves for temporary in- 
junction. Motion denied. 





Vol. 48 T. M.R. GILLETTE COMPANY v. KEMPEL 1143 


STEUER, Justice. 

Plaintiff markets a product called LAVENDER MIST which is a lavender 
scented spray for linens, closets and the like. Defendant has come on the 
market with a product to be similarly used called LAVENDER SACHET MIST. 
Plaintiff seeks to enjoin the use of that name. LAVENDER is a descriptive 
word of the scent and color of the flower of the same name. No exclusive 
rights to its use in connection with a product so scented or colored can be 
obtained. It is different with the word mist. mist refers to a natural 
phenomenon similar to a fine rain but suspended in the atmosphere rather 
than falling. The word also defines the obscurity resulting from its pres- 
ence. Its use in connection with a spray might ordinarily be said to be 
fanciful and rights in connection with it can be obtained. However the 
record shows that three manufacturers other than the parties use the word 
Mist to describe a like product. Where a use is general, even though 
fanciful no proprietary rights can be maintained. This is not to say that 
if several manufacturers adopt a title to which another has rights, the 
latter is without remedy any more than a patentee loses no rights because 
there are several infringers instead of one. It merely means that the 
existence of these several users in the field casts doubt on whether the title 
is exclusive with plaintiff or in the public domain. Plaintiff also complains 
of defendant’s packaging. An almost unbelievable number of similar prod- 
ucts were exhibited on the argument. They are all sold in cans of very 
similar size and generally of a pastel color associated with the flower sug- 
gested. Likewise they all have a spraying device in the cap. In fact, of 
the lot, defendant’s package appears to this non-professional eye as the 
most distinctive from the others. Final determination will have to await 
the trial but sufficient has been shown to defeat relief in advance. Order 
signed. 





THE GILLETTE COMPANY v. KEMPEL, 
doing business as SHUSH MFG. CO. 


Appl. No. 6331 —C. C. P. A.—April 23, 1958 


EFFECT OF REGISTRATION—THE PRINCIPAL REGISTER—EVIDENCE 
Ownership of a registration constitutes prima facie evidence of ownership and 





use of the mark; it is also prima facie evidence of continuing use subsequent to the 
filing date. 

TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 45 

REGISTRABILITY—ASSIGN MENTS 

The assignee of a registration stands in the place of the registrant in all 
respects and is entitled to the benefit of all evidentiary presumptions. 

Dismissal of opposition to mark SHUSH, for douche kits, filed by assignee of 
registration of mark HUSH, for toilet preparations, upon ground that opposer had 
failed to prove continuous use subsequent to applicant’s filing date, reversed; the 
registration is prima facie proof of such use. 


Opposition proceeding No. 32,871 by The Gillette Company v. George 
P. Kempel, doing business as Shush Mfg. Co., application Serial No. 636,787 
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filed October 17, 1952. Opposer appeals from decision of Commissioner of 
Patents dismissing opposition. Reversed. 
Case below reported at 46 TMR 1431. 


Rowland V. Patrick, of Boston, Massachusetts, for opposer-appellant. 
J. William Freeman, of Akron, Ohio, for applicant-appellee. 


Before JoHNSON, Chief Judge, and O’CoNNELL, WorLEY, and RicuH, 
Associate Judges. 


WORLEY, Judge. 

This is an appeal from the decision of the Assistant Commissioner, 
acting for the Commissioner of Patents, 110 USPQ 324, affirming the deci- 
sion of the Examiner of Interferences dismissing an opposition by appel- 
lant, the Gillette Company, to an application by appellee, George P. 
Kempel, doing business as Shush Mfg. Co., for registration of SHUSH as a 
trademark for a portable kit containing a disposable syringe, a disposable 
douche bag, and douche chemical preparations. Appellee’s application was 
filed October 17, 1952, and alleges October 1, 1952, as the date of first 
use of the mark in commerce. 

Appellant is the assignee, by mesne assignments, of trademark regis- 
tration No. 363,691, for the word HUSH as a trademark for toilet prepara- 
tions, granted January 3, 1939, to Estelle A. Kirstein, doing business as 
Hush Company. Appellant duly filed certified copies of its registration 
and the pertinent assignments as required by the Patent Office rules which, 
in the opinion of the Examiner of Interferences, adequately established 
appellant’s ownership of the registration. The examiner also stated that 
neither such ownership nor appellant’s priority of use of its mark was in 
dispute, and that the sole issue was whether contemporaneous use of the 
parties’ marks on their respective goods was likely to cause confusion, mis- 
take, or deception of purchasers. He found no such likelihood and dismissed 
the opposition. 

The Assistant Commissioner noted that appellant did not acquire title 
to its registration until after appellee had commenced use of its mark, and 
held, 110 USPQ at 325 (46 TMR at 1432), that “Under such circumstances, 
the burden was upon opposer to go forward with its proofs to establish 
that it had rights superior to applicant’s rights in order to prevail in this 
proceeding. The burden was not discharged, and the opposition is therefore 
dismissed.” The Assistant Commissioner then held that “Considering the 
marks from an ex parte viewpoint, the differences in goods are believed to 
be sufficient to avoid all likelihood of confusion, mistake or deception of 
purchasers.” 

Since the Assistant Commissioner considered confusing similarity as 
an ex parte question only, dismissal of the opposition must have been based 
on the theory that appellant was not entitled to rely on its registration 
alone as evidence of use of its mark from a date prior to appellee’s first 
use of its mark. 
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This court has consistently held that ownership of a trademark regis- 
tration constitutes prima facie evidence of ownership and use of the mark. 
The May Department Stores Co. v. Schloss Bros. & Co., Inc., 43 C.C.P.A. 
(Patents) 980, 234 F.2d 879, 110 USPQ 282 (46 TMR 1392), and cases 
there cited. In General Baking Co. v. Commander-Larabee Corp., 23 
C.C.P.A. (Patents) 973, 82 F.2d 427, 29 USPQ 28, 33, the following state- 
ment from the decision of the Commissioner of Patents in The Rosenberg 
Co. v. Phillips-Jones Company, Inc., 1921 C.D. 81, 289 O.G. 411 (11 TMR 
356 at 359), was quoted with approval : 


All this leads to the conclusion that the filing of a regular applica- 
tion for the registration of a trademark supported by an affidavit under 
section 2 and accompanied by specimens of the mark as actually used 
should be taken as prima facie proof that the applicant was the owner 
of the mark on the date the application was filed, and that fact having 
been established the presumption must arise that the applicant con- 
tinued to own the mark and to use it. 


The same presumption applies after a registration has been granted and, 
accordingly, a registration is prima facie evidence of continuing use of the 
registered mark beginning on the filing date of the application on which 
the registration was granted. Charles of the Ritz v. Elizabeth Arden Sales 
Corporation, 34 C.C.P.A. (Patents) 1029, 161 F.2d 234, 73 USPQ 413 (37 
TMR 457). That the assignee of a registration stands in the place of the 
registrant in all respects is also clear from section 45 of the Lanham Act 
which provides that “The terms ‘applicant’ and ‘registrant’ embrace the 
legal representatives and successors and assigns of such applicant or regis- 
trant.” 

It follows from the foregoing that appellant’s registration constitutes 
prima facie evidence of continuous use by appellant and its predecessors 
of the trademark HUSH on the goods listed in the registration, beginning 
on August 11, 1938, the filing date of the application on which the regis- 
tration was granted. Accordingly, the question as to confusing similarity 
between that mark and appellee’s mark was an inter partes one and should 
have been so considered by the Assistant Commissioner. 

Appellant alleges error in the holding of the Assistant Commissioner 
with respect to confusing similarity, but since that holding was expressly 
made ex parte and was favorable to the applicant, it cannot properly be 
reviewed on the instant inter partes appeal by the opposer. Roger & Gallet 
v. Janmarie Inc., 44 C.C.P.A. (Patents) 965, 245 F.2d 505, 114 USPQ 238 
(47 TMR 1126), and the appeal is accordingly dismissed with respect to 
that ground. 

Ultimate determination of the issues involved here has been consider- 
ably delayed because the Assistant Commissioner, instead of ruling inter 
partes upon a question which had been properly raised in an inter partes 
proceeding and which had been fully argued and briefed by both parties, 
made an ex parte ruling thereon. In our opinion it would be highly de- 
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sirable in the interest of expeditious and orderly procedure to make the 
ruling in such cases inter partes in the first instance rather than ex parte. 
It would then be subject to review by us in the inter partes appeal if the 
decision on other issues required such review, without having to await an 
inter partes ruling on remand. 

The decision dismissing the opposition is reversed and the case re- 
manded for further proceedings consistent with this opinion. 


SILBER, doing business as ECONOMY PRODUCTS CO. 
v. THE BULLSEYE CORPORATION 


Appl. No. 6332—C. C. P. A.—April 23, 1958 


CourTsS—CostTs 
The cost to appellee of adding relevant and material papers to the record were 
properly taxable against appellant. 
REGISTRABILITY—CONCURRENT MARKS 
A decision awarding unrestricted registration to the applicant for a concurrent 
registration of PLASTICOTE, used on a cleaning and polishing compound, excluding 
the states of California, Arizona, and Washington, was reversed upon the ground 
that applicant had admitted prior use by another of the mark PLASTICOTE, for 
similar products, and, moreover, registration cannot be broader in scope than re- 
quested in the application. 


Concurrent use proceeding No. 110 between The Bullseye Corporation, 
application Serial No. 602,120 filed August 12, 1950 and Tj Silber, doing 
business as Economy Products Co., application Serial No. 602,424 filed 
August 18, 1950. Silber appeals from decision of Commissioner of Patents 
holding The Bullseye Corporation entitled to registration, but refusing his 
registration. Modified: Worley, Judge, dissenting in part with opinion. 

Case below reported at 46 TMR 1433. 


Mason & Graham and Collins Mason, of Los Angeles, California (Russell 
L. Law and Donald A. Gardiner, of Washington, D. C., of counsel), 
for appellant. 

Steward & Steward, Roy F. Steward, and Merrill F. Steward, of New 
Haven, Connecticut, for appellee. 


Before JOHNSON, Chief Judge, and O’CoNNELL, WoRrRLEY, and Ricu, 
Associate Judges. 


O’CONNELL, Judge. 

This is an appeal from the decision of the Assistant Commissioner of 
Patents, acting for the Commissioner, in a concurrent use proceeding under 
section 2(d) of the Trademark Act of 1946, 110 USPQ 374. Involved is an 
application for registration for concurrent use filed August 12, 1950, by . 
appellee, The Bullseye Corporation, hereafter referred to as Bullseye; and 
an application for unrestricted registration filed August 18, 1950, by appel- 
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lant, Tj Silber, doing business as Economy Products Co., hereafter referred 
to as Silber. 

Bullseye’s trademark PLASTICOTE is used as a single word on a cleaning 
and polishing composition for automobiles and furniture. Silber’s mark 
consists of two words, PLASTI-COTE, and is used with similar merchandise 
for cleaning and polishing purposes. The marks and the goods of the 
parties have been considered substantially identical, however, and will be 
so regarded here. 

The Examiner of Interferences rejected both of the applications herein- 
before described on the ground that the respective marks therein defined 
are merely descriptive of the goods with which the marks are used. New 
applications were thereafter filed by the parties, and those substituted 
applications are here in issue. Therein each applicant, in an effort to 
establish distinctiveness by appropriate evidence of secondary meaning, 
claims substantially exclusive and continuous use of the mark during the 
period of five years next preceding the filing date of the application as 
provided by section 2(f) of the Act of 1946. Bullseye’s application acknow!- 
edges an exception to such claim, however, in the use of the mark by Silber 
“from at least November 1, 1949” in the states of Arizona, California and 
Washington, wherein Silber had obtained a state registration for his mark. 

Silber alleges first use of the mark in commerce, which may be lawfully 
regulated by Congress, on July 1, 1941, while Bullseye alleges first such use 
on August 1, 1945. Both parties in support of their contentions took testi- 
mony by deposition, but neither party cross-examined the witness or wit- 
nesses of the other, nor did either party appear when the other party took 
its testimony. 

The Examiner of Interferences and the Assistant Commissioner upon 
the evidence of record both held that Bullseye had established continuous 
use of its mark on the goods here involved, by its predecessors and itself, 
at least as early as 1946, and continuing from that date, in increasing 
amounts, up to the time when its application herein to register was filed. 
Those holdings are clearly supported by the record. 

Silber, who, as hereinbefore indicated, waived the right to be repre- 
sented at the taking of testimony on behalf of Bullseye, now objects to the 
admission thereof on the ground that much of it was elicited by leading 
questions. That objection can apply only to the weight of the testimony, 
and, giving such objection full consideration, we find that Bullseye’s evi- 
dence amply supports a date of use as early as the end of 1946 and continu- 
ous use thereafter. 

The -principal controversy here concerns the credibility of the evidence 
offered by Silber, who testified, without corroboration, in his own behalf, 
and offered in evidence a multiplicity of invoices, letters, sales slips and 
other papers, none of which were identified by any other person. The 
Examiner of Interferences, in his disposition of the issues presented, among 
other things, found that neither party had shown substantially exclusive 








1148 THE TRADEMARK REPORTER Vol. 48 T. M. R. 





use of its mark during the critical five year period, and accordingly held 
that neither was entitled to registration. 

The Assistant Commissioner on appeal from that decision extensively 
reviewed the testimony and exhibits submitted and held that Silber’s evi- 
dence was of such a nature that it could not be credited; that it established 
no sales of merchandise under his mark here involved prior to 1952, “which 
long postdates Bullseye’s use’; and that the record submitted by Silber 
constituted an attempted fraud on the Patent Office. She accordingly 
affirmed the holding of the Examiner of Interferences that Silber was 
not entitled to registration, but reversed his holding as to Bullseye which, 
she held, was entitled, upon appropriate amendment of its application, 
to an unrestricted registration of the contested mark. 

The record discloses that months after the first rejection of both 
applications by the examiner on the ground of descriptiveness, and “Re- 
sponsive to Patent Office Action of September 7, 1951,” Silber, by his 
amendment of February 29, 1952, incorporated in his substituted applica- 
tion all matters touched upon in said Patent Office action, and further 
remarked that “* * * The statement wnder Section 2(f) is now verified, 
and alleges that the registration is sought in accordance with Section 2(f) 
of the 1946 Act.” (Emphasis added.) 

It is properly pointed out by Bullseye that in February 1952, when 
Silber incorporated in his application the statement, under oath, that he 
had acquired ownership of the mark here in issue “through substantially 
exclusive and continuous use thereof as a mark by the applicant in com- 
merce among the several states for the five years next preceding the date 
of the filing [February 29, 1952] of the above-entitled application,” Silber 
actually knew of the substantial use of the PLASTICOTE mark by the Living- 
ston Company, an associate of Bullseye, prior to the filing by Silber of his 
substituted or amended application. 

There is of record in support of that contention a petition filed in the 
Patent Office by Silber on October 26, 1951, for access to the Bullseye 
application, in which Silber’s attorneys state that Silber had advised them 
“that he had had considerable past trouble, infringement, correspondence 
and negotiations with the Bullseye Corporation through its attorneys and 
agents, seeking rights under your petitioner’s trademark in question.” 
Attached to the petition as Exhibit A was a letter to Silber’s attorney from 
Bullseye’s attorney stating that Bullseye has authorized its distributor in 
California to discontinue the use of the PLASTICOTE mark. Exhibit B was 
a letter to Silber’s company from the president of the Livingston Company, 
inquiring as to the possibility of purchasing Silber’s automobile polish 
business in California. Exhibit D was a letter from Silber’s attorney to 
Lester Tobias, an employee of Bullseye, dated June 27, 1950, stating that 
“Mr. Silber and I finally discussed the PLASTICOTE trademark used by your 
friends on a royalty basis” (emphasis added), and declining to do business 
with such friends. 





Vol. 48 T. M.R. SILBER v. THE BULLSEYE CORP. 1149 

Bullseye also offered the testimony of its president, Francis W. Wester- 
son, to the effect that J. Allan Trankel, as attorney for Silber, wrote letters 
on July 20, 1949 to two California companies, one in San Francisco and 
the other in Fresno, charging them with an infringing use and advertising 
of the mark PLASTICOTE. Copies of such letters are in evidence. 

In view of the foregoing enumerated facts, it is evident that Silber 
knew of the use of the PLASTICOTE mark by Bullseye or its associates during 
the five years next preceding Silber’s application, and the extent of use 
indicated by the petition, exhibits and testimony just considered would 
certainly be “substantial” as that term is ordinarily understood. Accord- 
ingly, Silber’s affidavit in February 1952 as to substantially exclusive use 
of the mark by him reflects definitely upon his credibility. Moreover, as 
pointed out in the decision of the Assistant Commissioner, there are a 
number of apparent inconsistencies in the evidence presented by Silber 
which, in our opinion as in her opinion, have not been satisfactorily ex- 
plained. 

For the reasons given, we are in agreement with the Assistant Commis- 
sioner that Silber’s evidence is of such a nature that it cannot be accepted 
as provirg substantially exclusive use by him of the trademark here in- 
volved prior to 1952, which is long subsequent to the time when Bullseye 
began continuous use of that mark. Accordingly, the refusal to grant an 
unrestricted registration to Silber was proper. Academy Award Products 
v. Bulova Watch Company, 233 F.2d 449, 109 USPQ 327 (46 TMR 835), 
affirming 105 USPQ 61 (45 TMR 541); Van Alstyne & Co. v. Boutwell 
Milling & G. Co., 43 App. D.C. 530 (5 TMR 299); Academy v. Academy 
Award Products, Inc., 89 USPQ 451 (41 TMR 708) ; Old-Monastery Wine 
Co., Inc. v. St. Julian Wine Co., 110 USPQ 241 (46 TMR 1269). 

It does not necessarily follow, however, that Bullseye should be given 
the unrestricted registration to which the Assistant Commissioner has 
held it to be entitled, even if Silber’s evidence is disregarded, as we think 
it must be. 

Bullseye, in its application, did not request unrestricted registration 
and did not make an unqualified allegation of substantially exclusive use 
of its mark. It admitted a use by Silber “from at least November 1, 1949” 
in California, Washington, and Arizona, as hereinbefore described, and 
excluded those states from its request for registration. Moreover, the record 
shows that, in 1949, Bullseye discontinued the use of its PLASTICOTE mark 
in California, as the result of complaints by Silber, and replaced it by the 
mark icv. This, in effect, was a concession by Bullseye that Silber’s right 
to use the PLASTICOTE mark in California was superior to its own. 

Under such circumstances, and despite the assertion by Bullseye that 
the above admission and concession on its part were due to a mistake, we 
are of the opinion that Bullseye cannot properly be accorded a registration 
of greater scope than that requested in its application as filed. The failure 
of Silber’s evidence to establish any date of use prior to 1952 does not 
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destroy the effect of Bullseye’s admissions, express and implied, that Silber 
had such an interest in the mark PLASTICOTE as would preclude Bullseye 
from obtaining a registration covering California, Washington and Arizona. 
Apart from the three states last mentioned, the evidence clearly establishes 
that PLASTICOTE has acquired a secondary meaning and has become distinc- 
tive of Bullseye’s goods in commerce. It follows that Bullseye is entitled 
to a concurrent registration as requested in its application. 

In view of that conclusion, we consider that no useful purpose would 
be served by the presentation of other undisputed and cumulative facts of 
record not discussed in the Commissioner’s decision, which are likewise 
adverse to the appellant’s case. 

Decision has been deferred until this time on the taxing of costs as 
to certain papers added to the record as the result of a motion by appellee 
to correct diminution of the record. We find the papers to be relevant and 
material to the issues presented in the case and the costs incident to includ- 
ing them in the record are accordingly taxed against the appellant. 

We hold that appellant Silber is not entitled to any registration of 
the trademark PLASTI-COTE, and that appellee, The Bullseye Corporation, 
is entitled only to a concurrent registration as requested in its application 
here involved. The decision of the Assistant Commissioner is modified to 
the extent indicated and the case is remanded for further proceedings con- 
sistent with this opinion. 

RicuH, Judge, concurs in the result. 

WoRLEY, Judge, dissenting in part. 

I agree with the majority and the concurrent holdings of the Patent 
Office that appellant is not entitled to registration. However, I am of the 
opinion registration should also have been refused appellee. My disagree- 
ment stems from a different evaluation of the evidence offered by appellant. 
I concur with the Examiner of Interferences that appellant’s evidence 
establishes use of the involved mark at such times and in a sufficient num- 
ber of states to preclude a grant to appellee of any registration of that 
mark, concurrent or otherwise. 


I would affirm the decision of the Assistant Commissioner so far as it 
refuses appellant registration, but reverse so far as it holds appellee entitled 
to registration. 


EX PARTE GRANDMA MOSES PROPERTIES, INC. 


Commissioner of Patents —May 29, 1958 


REGISTRABILITY—PERSONAL NAMES 
Application for GRANDMA MOSES for framed fabric prints produced by designers 
who stylized and adapted paintings by Grandma Moses, accepted for publication; 
a name which has been so used as to acquire a primary significance as a means of 
identifying and distinguishing goods is a trademark. 
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Application for trademark registration by Grandma Moses Properties, 
Inc., Serial No. 3,679 filed March 1, 1956. Applicant appeals from decision 
of Examiner of Trademarks refusing registration. Reversed. 


Harry C. Bierman, of New York, N. Y., for applicant. 


LEEDs, Assistant Commissioner. 

An application has been filed to register GRANDMA MOSES in script form 
for framed fabric prints, use since May 1, 1953 being asserted. 

The examiner refused registration on the ground that GRANDMA MOSES 
is merely the name of the artist and as such it is incapable of acquiring 
a secondary meaning in connection with her paintings or reproductions 
thereof. 

Applicant has appealed. 

The record (which includes an affidavit and exhibits filed after the 
hearing on appeal) shows that applicant, Grandma Moses Properties, Inc., 
uses the mark with the consent of Mrs. Anna Mary Robertson Moses. The 
fabric prints involved in this application are produced by designers em- 
ployed by Riverdale Fabrics who stylize and adapt from Grandma Moses’ 
paintings patterns embodying features of such paintings. These designs 
are not exact reproductions of Mrs. Moses’ paintings but retain the style 
and flavor thereof. 

The record includes a catalog of a retail establishment which shows 
a number of GRANDMA MOSEs products. The catalog contains the following 
general statement: “Since Eagle Bridge is Grandma Moses’ home town 
and she is our neighbor, our selection of gifts would not be complete if 
it did not include the complete collection of available reproductions. Each 
of these items bears a label showing that it comes directly from her home 
town and this adds to the thoughtfulness of her gift.” Descriptions regard- 
ing specific articles offered for sale include, 


“FOUR SEASONS is the newest series of Grandma Moses’ prints. 
Each print is a fine color reproduction of each season as Grandma 
observes them * * *.” 

““My Life’s History’ is Grandma’s autobiography beautifully 
bound. Includes 16 color plates of her most famous paintings and 
several pages of famous pictures including Grandma as a bride. * * *.” 

“Drapery and slip cover fabric 48” wide, beautifully printed in 
full color reproducing Grandma’s paintings. * * *” 

“14x18 framed reproductions ready to hang on your wall. * * * 
Each fabric print has a picture of Grandma, facsimile signature and 
print name on the back. * * *” 


The issue here is not whether the words for which registration is 
sought are the name of an artist, but it is whether the name has been so 
used and promoted that its primary significance to the purchasing public 
is to identify and distinguish a particular item or a line of goods, i.e., 
whether it functions as a mark. This is a question of fact to be determined 
by a review of the record. 
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This is not a situation where registration of an artist’s name is sought 
for her works. Rather, registration of an artist’s name is sought as a trade- 
mark for fabric prints neither made nor designed by the artist whose name 
(or pseudonym) is presented, but made by designers working from, adapt- 
ing, and stylizing parts or portions of the works of the artist. The prints 
are not reproductions of the works of the artist although they retain the 
“primitive flavor” of the artist’s works. 

The record, as augmented following the argument on appeal, supports 
a finding of registrability. On the record before the Examiner of Trade- 


marks, his decision is affirmed; but on the present record his decision is 
reversed. 


EX PARTE TECA CORPORATION 


Commissioner of Patents — May 29, 1958 








TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 8 
REGISTRABILITY—RELATED COMPANY USE 
A statement in a Section 8 affidavit to the effect that the company filing it 
owns the mark and controls the quality of the goods upon which it is used because 
it is the exclusive distributor thereof in three states and a non-exclusive distributor 
in all others, is insufficient to establish that use of the mark by the manufacturer 
of the goods inures to the benefit of affiant. The failure by affiant to establish a 
responsibility for the nature and quality of said goods resulted in a forfeiture of 
all rights in the registered mark and the title thereto passed to the firm which had 
been manufacturing the goods for some years subsequent to registration. 
REGISTRABILITY—ASSIGNMENTS 
REGISTRABILITY—LICENSES 
An instrument which purported to grant an exclusive license to use the marks 
THCA and BI-TRODE, each identified by its registration number, to a company which 
took over the manufacture of the products was held to be an assignment not only 
of such marks but of the registered mark TECA AUTO-SURGE not mentioned therein. 





Petition from Examiner of Trademarks by TJeca Corporation and 
Generator Development Corporation, registration No. 530,554 issued Sep- 
tember 12, 1950, from refusal to accept affidavits. Teca Corporation’s 
petition granted; Generator Development Corporation’s petition denied. 


Leon M. Strauss, of New York, N. Y., for Generator Development Corpo- 
ration. 


Eugene 8. Lovette, of New York, N. Y., for Teca Corporation. 


LEEDS, Assistant Commissioner. 

The file of Reg. No. 530,554 showing TEcA AUTO-SURGE for “electro- 
therapeutic equipment for the treatment of the human body, including 
generators for such equipment and switch arrangement” is here for review 
of the refusal by the Examiner of Trademarks of two affidavits filed under 
section 8 by two different entities. The registration issued on September 
12, 1950 on an application filed May 29, 1948 by Teca Corporation, a New 
York corporation of which Fred S. Landauer was president. 
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On July 3, 1956 an affidavit of continued use, executed by Stuart 
Reiner, President of Teca Corporation, was filed. 

On August 20, 1956 an affidavit of continued use, executed by Fred 
S. Landauer, President of Generator Development Corporation, together 
with a brochure of Teca Corporation showing the mark of the registration 
and indicating that Fred S. Landauer Co. was Eastern Distributor of the 
TECA products, was filed. This affidavit recited that the mark “has been in 
continuous use in interstate commerce by Teca Corporation, which use 
inures to the benefit of Generator Development Corporation * * *.” 

Both affidavits have been refused acceptance. 

The record now shows the following facts: 

The corporation which was organized prior to the time the application 
maturing into the registration was filed in 1948 and which filed the appli- 
cation was named Teca Corporation. In 1952 it changed its name to 
Generator Development Corporation, and the change of name was recorded 
in the Patent Office on March 5, 1956. 

Simultaneous with the name change of Teca Corporation, Fred S. 
Landauer, president of Generator Development Corporation, organized 
another corporation named Teca Corporation, hereafter called Teca (1952) 
Corporation, and this corporation thereafter manufactured the product 
identified in the registration under consideration. Generator Development 
Corporation is and has been a seller, nonexclusive, of the products of 
Teca (1952) Corporation. 

On December 30, 1953, Fred Landauer and Lottie Landauer sold all 
of their stock interests in Teca (1952) Corporation to the present owner. 
The instrument of sale recited that Teca (1952) Corporation would be 
released from an agreement between it and Generator Development Corpo- 
ration, dated September 12, 1952, and a royalty agreement dated December 
31, 1943, amended April 10, 1952, upon consummation of the instrument 
of sale, and that Fred S. Landauer and Lottie Landauer, owners of Gener- 
ator Development Corporation, would not engage “directly or indirectly 
in the manufacture and/or sale of equipment competitive to equipment 
now manufactured and sold by the Teca Corporation,” except that they 
could sell the products of Teca (1952) Corporation. The instrument also 
recited that in consideration of Teca (1952) Corporation’s paying Gener- 
ator Development Corporation all monies due it under the 1952 contract, 
Teca (1952) Corporation “shall have an exclusive license to use trade- 
marks TECA as registered under No. 396,159 and BI-TRODE as registered 
under No. 409,619 owned by Generator Development Corporation, now 
being used by the TECA CORPORATION, upon the payment of a license fee 
of ONE ($1.00) DOLLAR each year for the life of the trademarks or any 
renewal or extension thereof,” and that “a license agreement permitting 
the TECA CORPORATION to use any * * * trademarks now being used by the 
TECA CORPORATION” would be executed by Generator Development Corpo- 
ration and delivered to Teca (1952) Corporation. An instrument pur- 
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porting to grant to Teca (1952) Corporation “an exclusive license to use 
the trademarks” TECA and BI-TRODE was executed on behalf of Generator 
Development Corporation on January 2, 1954. 

It is clear from the record that neither Generator Development Cor- 
poration nor Fred 8S. Landauer, the corporation’s president and sole stock- 
holder, uses the trademark shown in the registration. The Landauer affi- 
davit recites in part: 

That said Generator Development Corp. as the owner of all the 
Trademarks controls either directly or indirectly the quality and 
nature of the goods sold under the Trademarks TECA and TECA with 
design AUTO-SURGE No. 530,554 due to the fact that Affiant is the 
exclusive distributor for the States of New York, New Jersey and 
Connecticut and the non-exclusive distributor for all other States of 
goods manufactured or caused to be manufactured by said Teca Corpo- 
ration, which goods are sold through Affiant and at least partly fall 
and are licensed under said patent rights of Affiant. 

Such statement is obviously insufficient to form the basis of holding that 
use by Teca (1952) Corporation inures to the benefit of Generator Devel- 
opment Corporation. 

It appears that at the time the Landauers sold their interests in Teca 
(1952) Corporation in 1953 and agreed not to engage for one year in the 
manufacture or sale of products competitive with those of Teca (1952) 
Corporation, Teca (1952) Corporation was using the TEcA trademarks, 
including that shown in the registration being considered here, and said 
corporation has continued since that time to use the said marks. It is 
noted, however, that in none of the instruments is reference made to the 
mark shown in Reg. No. 530,554 under consideration here. 

A trademark exists only appurtenant to a business. It is not a patent. 
The mark involved here has been and is an asset of Teca (1952) Corpo- 
ration’s business, being a mark used by it to identify its products and 
distinguish them from those of others. Although the instrument herein- 
above discussed refer to an “exclusive license to use” certain trademarks, it 
must, in the light of the facts surrounding the execution of such instru- 
ments, be construed as an assignment. 

Since Generator Development Corporation does not appear to be 
engaged in the manufacture of any products, and since there is no rela- 
tionship between Generator Development Corporation and Teca (1952) 
Corporation (other than that of manufacturer and selling agent) by which 
the use of trademarks by Teca (1952) Corporation inures to the benefit 
of Generator Development Corporation, it is concluded that the trademark 
shown in Reg. 530,554 is owned and in use by Teca (1952) Corporation 
and the affidavit of continued use filed by that corporation on July 3, 1956 
is hereby accepted. Although it may have been intended that some rights 
would be retained by Generator Development Corporation, the failure to 
establish a relationship whereby Generator Development Corporation was 
responsible for the nature and quality of the products in connection with 
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which the mark is used resulted in forfeiture of all trademark rights by 
Generator Development Corporation; and since such manufacturing busi- 
ness as was conducted by Generator Development Corporation under that 
name and its prior name “Teca Corporation” has been and is being continued 
without interruption by Teca (1952) Corporation, title to the trademark 
has passed to the said Teeca (1952) Corporation. 





EX PARTE THE ANDERSON COMPANY 


Commissioner of Patents — June 6, 1958 
REGISTRABILITY—DESCRIPTIVE TERMS 
The term PUSH-BUTTON REFILLS when used in connection with windshield wiper 
blades which are inserted only by the use of a push-button release on the patented 
blade assembly is merely descriptive of the goods and is not registrable. 


Application for trademark registration by The Anderson Company, 
Serial No. 697,263 filed October 28, 1955. Applicant appeals from decision 
of Examiner of Trademarks refusing registration. Affirmed. 

Redrow & Recktenwald, of Gary, Indiana, for applicant. 


LEEpDs, Assistant Commissioner. 
An application has been filed by The Anderson Company to register 
as a trademark for windshield wiper blades’ the following: 





Use since May 25, 1955 has been asserted. 

Registration has been refused on the ground that since the goods are 
refills for a windshield wiper blade which has a push-button release for 
the refills (or refills for a push-button blade) and are aptly described as 
PUSH-BUTTON REFILLS, the word portion, which predominates, is a merely 
descriptive term used to describe. Applicant has appealed. 

The record shows that applicant manufactures a patented windshield 
wiper blade assembly and a rubber refill for such assembly. The blade 
assembly is sold in a package displaying (a) applicant’s house marks aANco 
and ANCO Tv and design; (b) the mark TURTLEBACK identifying the blade 
assembly; (c) the mark SUPER SERVICE apparently identifying the blade 
assembly ;~(d) the mark cUSHIONITE identifying the fortification of the 
rubber in the refill for the blade; (e) and the mark DEAD-LOCKER identifying 
the arm of the assembly. The package also displays the following: 


T URTLEBAC K 
Windshield Wiper Blades 
With Push-Button Refills 








1. A proposed amendment identifying the goods as “rubber squeegee elements for 
windshield wiper blades” has not been entered. 
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The package in which the rubber refill is sold displays ANCO, ANCO TV 
and design, CUSHIONITE, and TURTLEBACK in the same manner as they appear 
on the assembly package. In addition, there appears in small letters on 
one side of the package the admonition, USE CLEAR-FLEX ECONOMY REFILLS 
ONLY WITH CLEAR-FLEX BLADES. Elsewhere on the package CLEAR-FLEX is 
listed as a registered trademark, but it is not altogether clear whether the 
quoted statement indicates that what is packaged is intended to be identified 
aS CLEAR-FLEX refills. 

In other words, it appears that applicant sells ANCO TV TURTLEBACK 
CLEAR-FLEX SUPER SERVICE windshield wiper blade assemblies with DEAD- 
LOCKER arms and CLEAR-FLEX PUSH-BUTTON refills made of rubber fortified 
with ANCO CUSHIONITE. 

The blade assembly has a small red push-button on each end which, 
when pushed, releases the bridge and rubber wiping element and permits 
the insertion of a new wiping element. The push-button is an essential 
part of the assembly in so far as inserting refills is concerned. 

As used on the packages for such wiping element refills, the term 
PUSH-BUTTON REFILLS is merely descriptive and as used on the packages 
for the blade assemblies, it is used only to describe. Although it is displayed 
on the refill packages in the manner of a trademark, the term is the most apt 
description for a wiping element refill which can be inserted only by use 
of the push-button release on the patented blade assembly; and upon 
expiration of the patent, all who make the assembly will be entitled to 
use such an apt description. 

The matter presented for registration is not a trademark, but is a 
common description of the goods. 

The refusal to register is affirmed. 





EX PARTE COMMISSARY CORPORATION 
Commissioner of Patents — June 6, 1958 


REGISTRABILITY—RELATED COMPANY USE 

Applicant seeks to register DAIRY ISLE for ice cream products, sherbets, mixes 
and concentrates. The evidence shows that applicant supplies buildings and equip- 
ment in various states to persons who agree to operate under the name DAIRY ISLE 
and who manufacture the products in accordance with formulae controlled by 
applicant. The products do not move across state lines, but applicant contends that 
the retail establishments are “related companies” and therefore applicant is engaged 
in interstate commerce. However, the interstate commerce aspect applies only to 
the buildings and machinery. The products do not move across state lines and 
therefore are not sold in commerce, and registration must be refused. 


Application for trademark registration by Commissary Corporation, 
Serial No. 693,309 filed August 18, 1955. Applicant appeals from decision 
of Examiner of Trademarks refusing registration. Affirmed. 


{ 
: 
: 
| 
| 
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Ray 8S. Pyle and Thomas E. Fisher, of Cleveland, Ohio, for applicant. 


LEEDs, Assistant Commissioner. 

An application has been filed to register DAmRY ISLE for ice cream and 
ice cream products, sherbets, and mixes and concentrates for making such 
products; ice cream toppings; and coffee, tea, milk and milk shakes, use 
since May 3, 1952, being asserted. 

Registration has been refused on the ground that the record fails to 
show that the mark is used in commerce on the goods identified in the 
application. 

Applicant has appealed. 

The record shows that applicant is engaged in the business of selling 
buildings’ and equipment? to persons located in various States who agree 
that they will operate retail establishments under the name DAIRY ISLE 
and will sell the products listed in the application under control of ap- 
plicant and in accordance with applicant’s standards and procedures.* 
Approximately two hundred of such retail establishments are presently 
in operation, and they either make their own ice cream products, sherbets 
and toppings, or purchase them from others; but in either event the prod- 
ucts are made in accordance with formulae owned and controlled by 
applicant. Due to the perishable nature of the goods, they do not move 
across State lines.* 

Applicant contends that the retail establishments above described 
are its “related companies” within the meaning of Sections 5 and 45, and 
as a result applicant is engaged in interstate commerce. 

There appears to be no question but the applicant is engaged in inter- 
state commerce so far as selling its buildings, machinery and containers is 
concerned, but the question here is whether or not the goods identified in 
this application are sold or transported in commerce which may lawfully 
be regulated by Congress. It is clear from the record that the products are 
all sold locally at the particular retail establishments and they do not move 
across State lines.® 

The Examiner of Trademarks properly refused registration of the 
mark on the present record, and the refusal is affirmed. 





1. Applicant owns Reg. No. 631,151 showing the mark for such buildings. 

2. Applicant owns Reg. No. 631,702 showing the mark for machinery for making 
the products identified in this application. 

3. Applicant owns Reg. No. 629,324 showing the mark for containers for the 
products identified in this application. 

4. In 1952 applicant’s predecessor obtained and applicant now owns Reg. No. 
567,732 showing the mark for “packaged ice cream, ice cream cones, and imitation 
ice cream—namely, low-fat milk sherbet.” The question of use in commerce was not 
raised by the Patent Office in the prosecution of the application except as to milk shakes, 
whereupon the applicant canceled milk shakes from the application. 

5. It is observed that applicant’s services connected with the operation of roadside 
dairy bars are such that it may be entitled to register its mark for such services; and 
the conclusion reached herein shall in no way prejudice an application so to register 
the mark. 


a 
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GIRARD PAINT & VARNISH MFG. CO. v. 
GERTS, LUMBARD & COMPANY 


No. 34,911 — Commissioner of Patents — June 6, 1958 


REGISTRABILITY—DESCRIPTIVE TERMS 
REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
Applicant seeks to register DO-IT-E-z for paint brushes, and registration is 

opposed by the registrant of U-po-1T for hardware materials, including paint brushes. 
The evidence shows substantial sales and advertising by applicant, and wide use 
of the phrase DO IT YOURSELF in connection with home building and maintenance. 
Opposer’s mark U-Do-IT tells “who to do” something, whereas applicant’s mark tells 
“how to do” something, and since the terms do not look or sound alike and create 
different commercial impressions, registration will be permitted. 


Opposition proceeding by Girard Paint & Varnish Mfg. Co. v. Gerts, 
Lumbard & Company, Serial No. 682,726 filed March 3, 1955. Applicant 
appeals from decision of Examiner of Interferences sustaining opposition. 
Reversed. 


Arthur N. Klein, of Philadelphia, Pennsylvania, for opposer-appellee. 
Schneider, Dressler & Goldsmith, of Chicago, Illinois, for applicant-ap- 
pellant. 


LEEDs, Assistant Commissioner. 

An application has been filed by Gerts, Lumbard & Company to register 
DO-IT-E-Z for paint brushes, use since January 21, 1955 being asserted. 

Registration has been opposed by Girard Paint & Varnish Mfg. Co., 
registrant of u-po-1r for furnace cement, putty, patching plaster, patching 
cement, caulking compound, asphaltic roof surfacing materials and roof 
cements'; for linoleum cement, wallpaper paste and glue’; for paints, 
primers, sealers, enamels, enamel undercoaters, varnishes, shellac, and 
paint thinners and reducers*; and for brushes for applying paint, enamel, 
varnish, shellac, kalsomine, whitewash, stucco, plaster paste, glue, wall- 
paper and other protective and decorative coatings.‘ 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

Opposer’s record consists of copies of its registrations. 

Applicant’s president and vice-president in charge of sales testified 
in its behalf, and it appears from the testimony that during the first sixteen 
months’ use of its mark Do-IT-E-Z approximately 400,000 brushes having a 
wholesale value of $328,561 had been sold, and some $30,000 were spent in 
advertising brushes under the mark through trade periodicals and by direct 
mail. 


Reg. No. 571,872, issued Mar. 17, 1953. 
Reg. No. 601,490, issued Feb. 1, 1955. 
Reg. No. 604,118, issued Apr. 5, 1955. 
Reg. No. 617,831, issued Dec. 20, 1955. 


wm OO Doe 
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A number of applicant’s exhibits show common usage of the phrase 
DO-IT-YOURSELF in connection with home building, maintenance and repair, 
including painting. Indeed, it is common knowledge that the phrase had 
wide and indiscriminate usage in connection with many projects which 
involve odd jobs around the house. 

Applicant’s record further shows that in 1954, only two months after 
opposer filed its application to register u-po-1IrT for paint brushes, this 
applicant filed an application to register the same mark for the same goods. 
An interference® was instituted on March 8, 1955, and on August 31, 1955 
the interference was settled by an agreement under the terms of which this 
applicant agreed to discontinue use of the mark v-pDo-IT no later than 
December 31, 1955. It appears from the testimony, however, that ap- 
plicant’s use of U-DO-IT was in good faith and without knowledge of op- 
poser’s use of the same mark on either the same or similar goods. 

It is apparent that opposer’s mark v-po-IT tells “who to do” something, 
and applicant’s mark tells “how to do” something. 

In the circumstances of a “do-it-yourself” economy such as exists 
to-day, it is believed that, when applied to paint and other brushes, ap- 
plicant’s mark does not so resemble opposer’s mark as to be likely to cause 
confusion, mistake or deception of purchasers. The terms do not look 
alike; they do not sound alike; and they do not create like commercial 
impressions. 

The decision of the Examiner of Interferences is reversed, and the 
opposition is dismissed. 





EX PARTE MEAD JOHNSON & COMPANY 


Commissioner of Patents — June 6, 1958 


TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 30 
REGISTRABILITY—CLASSIFICATION 
The classification of products is expressly given to the Commissioner of Patents 
by Section 30, and registrants are not permitted to seek registration of the mark 
in other classifications which are contrary to the classifications created by the Patent 


Office. 


Application for trademark registration by Mead, Johnson & Company, 
Serial No. 667,416 filed June 1, 1954. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Appeal dismissed. 


Bertha L. MacGregor, of Englewood, Colorado, for applicant. 


LEEpDs, Assistant Commissioner. 

An application has been filed to register LYTREN for a “food prepara- 
tion in powder form containing electrolytes, maltose and dextrins, in 
Class 46.” Use since April 23, 1954 is asserted. 


5. Intf. No. 5239. 
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Applicant owns a registration of LYTREN’ for a “pharmaceutical prep- 
aration containing electrolytes for oral use,” in Class 18. 

Registration has been refused on the ground that the goods are shown 
by the specimen labels to fall within Class 18 rather than in Class 46, 
and it is the established policy of the Patent Office not to issue duplicate 
registrations in the same class. 

The labels submitted in the present case are photocopies of those 
which were submitted in support of the prior application which matured 
into the registration for a pharmaceutical preparation. These labels con- 
tain the admonition “Use as Directed by Physician.” They also show the 
following ingredients of the product: 


“Sodium citrate, potassium chloride, sodium biphosphate, calcium lac- 
tate, sodium chloride, citric acid, magnesium sulfate, maltose and 
dextrins.”’ 


The trademark as used on the label shows: 


L Y T R E N 
Electrolytes for Oral Use 


The Trademark Act of 1946 provides in Section 30 that the Commis- 
sioner shall establish a classification of goods and services for convenience 
of Patent Office administration, but not to limit or extend the applicant’s 
rights. 

The question here is not whether the product upon which LYTREN is 
used as a food or a pharmaceutical. The question is: In what classification, 
for convenience of administration, does the Patent Office place applicant’s 
product, which is shown by the labels to be electrolytes to be taken orally 
as directed by a physician? The product is appropriately classified as a 
pharmaceutical in Class 18, as indicated by Reg. No. 610,942 in Class 18. 

Since the proper classification of goods for convenience of administra- 
tion is within the discretion of the Commissioner, this application is re- 
manded to the Examiner of Trademarks with instructions to issue the regis- 
tration in Class 18. The appeal is dismissed. 





EX PARTE NU-DENT PORCELAIN STUDIO INC. 


Commissioner of Patents — June 6, 1958 


REGISTRABILITY—DESCRIPTIVE TERMS 
UNIT-BILT for dentures and dental supplies is not merely descriptive of the 
goods since it does not describe their function or the goods. 


Application for trademark registration by Nu-Dent Procelain Studio 
Inc., Serial No. 22,767 filed January 17, 1957. Applicant appeals from 
decision of Examiner of Trademarks refusing registration. Reversed. 


1. Reg. No. 610,942, issued August 23, 1955. 
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Harry Sommers, of Newark, New Jersey, for applicant. 


LEEDS, Assistant Commissioner. 

An application has been filed to register UNIT-BILT for dentures and 
dental supplies for making dentures, use since February of 1934 being 
asserted. 

Registration has been refused on the ground that UNIT-BILT is merely 
descriptive when applied to applicant’s goods. 

Applicant has appealed. 

The mark is displayed in a somewhat distinctive manner and the record 
indicates that it is advertised in conjunction with NU-DENT, the distinguish- 
ing portion of applicant’s tradename. 

Applying the tests set forth in Ex parte Heatube Corporation, 109 
USPQ 423 (46 TMR 1144) (Com’r, 1956), it is apparent that the mark 
presented for registration is used and displayed as a trademark—it is used 
as an adjective and not as a noun; the mark does not immediately tell the 
potential purchaser only what the goods are, or what their function is, or 
what their characteristics are, or what their use is; and it does not appear 
that the term (or its phonetic equivalent) is in common usage in the trade 
or elsewhere as a description of the same or related goods. In fact, it 
would certainly seem that the average advertising copywriter, making 
normal use of the English language, would not use UNIT-BILT to describe 
dentures and supplies for making dentures. (See: Ex parte Nixdorff-Krein 
Mfg. Co., 115 USPQ 362 (48 TMR 529) (Com’r, 1957).) 

The mark may have some suggestive qualities, but applicant’s long 
use of the term as a trademark would outweigh any objection which might 
be raised concerning the degree of suggestiveness. 

The decision of the Examiner of Trademarks is reversed, and the 
mark will be published in accordance with Section 12(a). 





EX PARTE REDMOND COMPANY, INC» 


Commissioner of Patents — June 16, 1958 


REGISTRABILITY—SLOGANS 
Applicant having shown extensive use of THE BIG NAME IN SMALL MOTORS in 
connection with electric motors with the result that the said phrase had come to 
identify and distinguish applicant’s goods, the mark was passed for publication. 


Application for trademark registration by Redmond Company, Inc., 
Serial No. 6,834 filed April 20, 1956. Applicant appeals from decision of 
Examiner of Trademark refusing registration. Reversed. 


James & Franklin, of New York, N. Y., for applicant. 


LEEpDs, Assistant Commissioner. 
An application has been filed to register THE BIG NAME IN SMALL 
motors for electric motors, use since April of 1950 being asserted. 
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Registration has been refused on the grounds that (a) the specimens 
do not show trademark use in commerce in connection with the goods, and 
(b) the phrase is an advertising statement used secondarily to the trade 
name in a manner which does not indicate an intent to use it as a trade- 
mark. 

Applicant has appealed. 

The specimens submitted with the application are four-page hang tags 
for products equipped with applicant’s micro-motors. On the back page 
of the tags appears: 

REDMOND COMPANY, INC. 
THE BIG NAME IN SMALL MOTORS 
Owosso, MICHIGAN, U.S.A. 


The record contains four double-page spreads of applicant’s advertis- 
ing in the trade press, dated 1950, featuring most prominently THE BIG 
NAME IN SMALL MOTORS, together with the trademarks REDMOND and the 
REDMOND monogram; three full page advertisements which appeared in 
“The Saturday Evening Post” and as many as eight trade periodicals 
dated 1956, each of which featured THE BIG NAME IN SMALL MOTORS; four 
smaller trade paper advertisements, dated 1955, in each of which the phrase 
was featured; rather elaborate brochures distributed to potential pur- 
chasers in 1955 and 1956, each of which advertised micromotors and in- 
cluded the phrase presented for registration; a 1954 catalog of a Chicago 
distributor of applicant’s products which featured prominently at the top 
of each catalog page THE BIG NAME IN SMALL MOTORS AND BLOWERS, together 
with the Redmond monogram; catalog pages from two distributors of 
applicant’s products in one of which THE BIG NAME IN SMALL MOTORS AND 
BLOWERS is prominently featured in association with the Redmond mono- 
gram, and in the other of which applicant’s products are advertised as 
REDMOND * * * THE BIG NAME IN SMALL MOTORS, together with products of 

17865—PART II—86 
other companies; and letters from five industrial purchasers of applicant’s 
motors, all of which letters are to the effect that THE BIG NAME IN SMALL 
MOTORS is a familiar phrase associated with the products of applicant and 
is recognized as being synonymous with REDMOND motors. 

The ruling of the examiner concerning inadequacy of the specimens 
would, in the absence of other evidence, have been proper. The use of the 
phrase on the specimens, however, complies with the requirements of the 
statute, and when looked at in the light of applicant’s promotion of the 
phrase—or slogan—there is left little, if any, doubt that the slogan in fact 
identifies applicant’s motors and distinguishes them in the minds of pur- 
chasers from motors emanating from others. The slogan, therefore, is a 
registrable mark. 

The decision of the Examiner of Trademarks is reversed, and the 
mark should be published in accordance with Section 12(a). 
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EX PARTE DOUGLAS HOLT (EST. 1919) LTD. 
Commissioner of Patents — June 23, 1958 
REGISTRABILITY—GENERIC TERMS 
Notwithstanding that applicant may have originated the term PISTON SEAL for 
a worn cylinder compensator, it could not secure a registration therefor in view of 
the fact that it was the commonly recognized name of the product in the trade. 
REGISTRABILITY—PACKAGES AND CONFIGURATIONS 
An application to register the face of a package on the Principal Register was 
refused where it appeared that the matter presented was merely a label which was 
not shown to be a mark distinguishing applicant’s goods. 


Applications for trademark registrations by Douglas Holt (Est. 1919) 
Ltd. Serial Nos. 686,185 and 686,186 filed April 25, 1955 and Serial No. 
686,451 filed April 28, 1955. Applicant appeals from decisions of Exam- 
iner of Trademarks refusing registration. Affirmed. 


Harold L. Stults and Curtis, Morris & Safford, of New York, N. Y., and 
Miles D. Pillars, Washington, D.C., for applicant. 


LEEDS, Assistant Commissioner. 

Three applications have been filed to register on the Principal Register 
for a compound for coating the cylinder walls of internal combustion 
engines to compensate for wear. Use since July 2, 1945 is asserted. The 
earliest numbered application’ seeks registration of 


OLTS) 


ston Seal 


Another’ seeks registration of the words PISTON SEAL displayed in the iden- 
tical manner but without the word HOLT’s. The third® seeks registration of 
the face of a package showing most prominently the words HOLT’s PISTON 
SEAL. 

Registration has been refused on the three applications on the ground 
that PISTON SEAL is an apt name generally recognized as the name of the 
goods, and therefore does not distinguish applicant’s goods from those of 
others. Registration on the Principal Register has been refused on the last 
filed application on the additional ground that the matter presented is a 
label and registrable, therefore, only on the Supplemental Register. 

Applicant has appealed. 

The records in these applications indicate that applicant’s product is 
a paste which has for its purpose the lubrication of the cylinder surfaces 
in an internal combustion engine to compensate for excessive space between 











1. S.N. 686,185. 
2. S.N. 686,186. 
3. S.N. 686,451. 
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the cylinder walls and the pistons. (Applicant also makes HOLT’s GUN GUM 
MUFFLER SEAL for repairing mufflers to prevent the escape of carbon 
monoxide coming from muffler leaks and bursts; and HOLT’s SUPERTUNE 
COMPRESSION PRIMER for freeing piston rings). 

The records of the Patent Office show that in 1952 an application was 
filed to register macic for “adhesive coatings for building up worn wear- 
ing faces of engine cylinders and bearings.’ * The specimens filed with 
the application were cartons containing the tube of paste, and the name— 
and only name of the product—on the package was “non-metallic piston 
seal”. 

The 1955 catalog of auto accessories and parts of The Pep Boys con- 
tained an advertisement of four products under the heading “Piston Seal 
Compound”. The tubes of the products were pictured, and in the copy 
they were respectively identified as MOTOR-MITE Piston Seal, maaic Piston 
Seal, FISHER’s Compression Seal, and HOLT’s Piston Seal. In each appear- 
ance of the term PISTON SEAL it is the name and the only common name 
used for the product. 

The 1957 catalog of The Pep Boys contained an advertisement of 
Piston Seal Compound without any further identification, but the picture 
of the tube suggests that it may be applicant’s product. 

The 1958 catalog of The Pep Boys contains no advertisement for such 
compounds. 

The 1956 and 1957 catalogs of automotive accessories and parts of 
J. C. Whitney & Co. contain advertisements of HOoLT’s Piston Seal and 
MAGIC Non-metallic Piston Seal, in each of which the term PISTON SEAL is 
the name and the only name used for the product. 

The 1958 catalog of J. C. Whitney & Co. contains an advertisement 
of maaic Non-metallic Piston Seal and of “Famous Holt’s Products—Gun 
Gum Muffler Seal” and “Piston Seal”, the latter being described as “a 
self-expanding, pliable, lubricating seal that forms around the piston.” 
The term PISTON SEAL in each case is the only name used for the product. 

There is in the record a copy of a letter which applicant’s United 
States distributor sent in April of 1958 to some one hundred dealers in 
automotive accessories and parts reading as follows: 


“We are preparing a broadcast in connection with our PISTON 
SEAL that will carry to the motoring public its universal application, 
and the satisfactory result it produces. For this purpose, we would 
like you to write and tell us in your own words and on your own 
letterhead, with what manufacturer’s name you associate the product, 
PISTON SEAL, which of course we know is HOLT’s, but we want to bring 
this confirmation to the general public. 

“Your early attention to the above matter will be much appreci- 
ated.” 


4. Reg. No. 598,636, issued Nov. 30, 1954. 
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Replies from fifteen of the dealers are also in the record. The general 
import of the replies is that they associate PISTON SEAL with HOLT’s—as 
they were expected to do. There are in some of the replies, however, state- 
ments which do not help applicant. For example, there appear such 
statements as, 


“In the Automotive Trade the name HOLT’s means the original 
and only reliable PISTON SEAL.” 

“When I think of PISTON SEAL, I think of HoLT’s—the original.” 

“HOLT’S, of course, is the only PISTON SEAL we have ever had con- 
fidence in.” 

“T * * * am informed that HOLT’s is the original PISTON SEAL and 
as such enjoys an enviable reputation in the field.” 

“The brand name we have always associated with the above prod- 
uct is HOLT’S PISTON SEAL.” 


Generally speaking, the replies contain the statement that PISTON SEAL was 
“originated” by Holt, but they seem to refer more to the product than 
the words. 

The specimens submitted with the applications show that applicant 
uses on its packages the term “worn cylinder compensator” as the name 
of its product; but the material hereinabove referred to indicates that 
“piston seal” is an apt name, and in the trade it is the commonly recog- 
nized name of the product. 

Under the facts of this case, the term PISTON SEAL does not distinguish 
applicant’s product from like products of others, and it is therefore 
unregistrable. 

On the application to register HOLT’s PISTON SEAL (S.N. 686,185), 
reproduced above, registration will be authorized upon submission of a 
disclaimer in substantially the following language: 


“No exclusive rights are claimed in the term PISTON SEAL as the 
name of the goods.” 


On the application to register PISTON SEAL alone (S.N. 686,186), reg- 
istration is refused. 

On the application to register the face of the package (S.N. 686,451), 
registration on the Principal Register is refused on the ground that the 
matter presented is essentially a label which is not shown to be a “mark” 
distinguishing applicant’s goods. Registration on the Supplemental Reg- 
ister is authorized. 

The actions of the Examiner of Trademarks refusing registration on 
the subject matter as presented in three applications are affirmed. 








